4 2t E = 4 5

—

11-1430000-001570-14

3353 ZBHHE ARUEHY

510]1 A+EX} 710I=

Hague Guide for Users

2020. 4.

The Hague Agreement
Concerning the International
Registration of Industrial Designs

% wipo () KIPO







=]
ggggg

11-1430000-001570-14

o10|1 A+EX} 710|=

Hague Guide for Users

2020. 4.

/)]

‘wipo Q) KIPO

WA




Hague Guide for Users

Table of Contents

Hague GUIE fOr USEIS ...uuiiiieiiiiieeii e s r e s e e smnns 1
INtrodUCtioN ...t 10
THE GUILE ... e e e e e R e e e e n e e e R e 10
The Hague System: general OVEIVIEW ... 11
Who may use the SYStemM? ... et 11
No prior national application or registration.............ceeiieiiiiciiiiieiieie e 11
Contents of the AppliCatioN..... oo e e e e e e e e e e e en e s 11
Transmitting the international application to the International Bureau .............................. 12
Formal examination by the International Bureau ... e 12
(] [ o= 11 o] o PP 12
Substantive examination by the Office of each designated Contracting Party: possibility
of notifying a refusal of ProteCtion ... 13
Statement of grant of ProteClioN ... ... e e s 13
Protection governed by domestic |aw .........eeeuieiiiiciiimiiicieceee e et e e e 14
Duration of ProteClioN ... e e 14
Changes in the International RegiSter... ... e s 14
Advantages of the SYSIEm ... e e e 15
Becoming party to the Hague Agreement...............ooorireiercsnere e e s 15
R (= PPN 15
Intergovernmental organiZatioNS..........eiuieiiiieiieciiiciieer e eee e e reen s en s easnnsnnnrannrnnnsana 16

Entry into force of the 1999 Act and the 1960 Act with respect to a given Contracting

= T Y2 16
Determination of which Act is applicable in respect of the designation of a given
L0701 g (r= Yo 11 o == 17
Determination of the Act or Acts which govern an international application as a whole ...18
Declarations by Contracting PArtiES .......ccveveereererrirrie s e s s e se s s sese s s sne e sms e s s sae s 19
EXamining OffiCe .ouiiimiiii ittt e e 19
Submission of declarations .........cccuev i ——— 19
Effective date of declarations ... e 20
Mandatory deClaration ... ... .. e 20

Duration of protection — maximum duration of protection ........ccccceoivriimiiiccicriireee, 20



of O/ 1 Ar& A 7t 0] E

= 3t
o [ N = o 1
k| % ................................................................................................................................................ 10
B 0 PP PR PP 10
SO A[AEH: QUHEZ] TR cwovveeererereeremereuemeiemsiemieminii ittt 1
LT} O AJAEIS O] 8EF A QI TP st s 1
U MEY EE MEZO| B e 11
QO] YR reessseereeesse eSS SR 11
[ L = e o e T 12
A AFELZO| OB HEAIALAF weeeeesssseeeeessssiessseessssssesessss s esss s s 12
LT eesees s 12
20 2% HAGARE THO| Of3t MU HEAY A THEA 13
LK [ T T 13
e L T 14
F =] [ T T 14
%Z-”%%_I?_O-”*—Igl % 75| ..................................................................................................... 14
O AJAEHO| ZFZ wovemiemiminisciticittetetetet ettt 15
SO L IO FPQ cvevevreeererereetieneieteiemet et 15
T 15
ZAELTZE Z| L cereseeeessseeeesss s s 16
19994 JHA S D 19408 7HA SO | QFEAFRFO| CHEE BEE oo 16
A QFCIALRE RO TH3H Of = SHZ0| ZRE HOITFO| R wererereerrerrmesssssnrsesies 17
A2 WHO HIEE BYE) BYS VHUE FEE BYES BY 18
FAICFTEAFRIO|| O TE A O eveveuuemeiemieminteititciiciiet ettt 19
N L T 19
D =T [ T T T 19
}I\_-|CI)_-|2| ET—_B'OEI .................................................................................................................... 20
O ELZY O A OF AFGF «+sreereeeesssesesesssss e ssss s et e 20



page 2 Hague Guide for Users

Declarations that are mandatory in certain circumstances ........cucevvevivevvieeiceceeeceieesieeeieenne 20
Deferment of pUBBICALIoN ... ... e e e e e s e 20
Deferred publication for a period that is less than the prescribed period.................... 20

No deferment of publication.........cooe e 21

10 To] (o] aT=1 e T=Tor F= = 110 o - 21
Prohibition on filing through national OffiCe........cccccciiiiiiic e 21
Prohibition on self-designation ... 22
STt | Yo (=Y - o o - 22
Designation fees {(declaration) ... e 22
Individual desighation fEes ......cccevvi i 22
Standard desighation fEES ...t et e 24
Mandatory contents of an international application (declaration).......c..cceeeeviien. 25
Identity of the Creator......oooe e ———— 25
ST T=) o [T Yo 0] 1] o T 25

L - 1 o R 26
Special requirements concerning the applicant and the creator (Rule 8) (declaration)..26
Filing in name of the creator.........cccco oo, 26
Oath or declaration of the Creator........cccerieei e 27
LT 1 A oo 1= ] o | 27
Requirements CONCEINING VIEWS ........uiiieiricrrc e s s s s s s s 27
L {8 7= | o ) 0 €01 1= o 1o [ 28
Extension of period for notification of refusal (Rule 18(1)(b)) ... 28
Date of effect of international registration ..o 28
Date of effect of international registration (Rule 18(1)(c)(i)) ....ceevvvrerrriiiieiiiiiereeeeeee, 28
Date of effect of international registration (Rule 18(1)(C)(ii))..eeeeeeeeereieeiiieiieeiieeeeeeeeee 29
Effect of change in OWNership ... ... e e e e 29
Common Office of several States ......ccccccirriiiiiieciirrr e e s 29
L0 3ot =T =Yoo o £ 29
Extracts and certified COPIES . ouiiiiiiiiiii i et e e 30
Priority documents and WIPO Digital Access Service (DAS)...cccoiiieiiiiiimmeeeerieeeines 30
[ = 1 6= o [T =T 41T = £ ] 31
GENEIAL...........ooo et 32
Communications with the International Bureau ..............ccccooeoiinninniesni s 32
Modalities of communications with the International Bureau .........ccccccceeviecciiciieeeieeennnnnn. 32
Communications sent by mail ... 32

Communications sent by facsimile [Deleted] ... 33



20
20

FHO GHZ| corveeserrmtrssissstssnissit sttt s

slo|a ArgXt 7ol =

al

o

100
i

=

ol
ol

ol

21

o

ofd
_z_._._._

oJ

o

oju

_ZO

e

22
22
22
24

TR

z 2134

ofs
H

H

To
X
lod

~d

26
27
Y

T i aam s s s s AR E RN R s EE R AR AN R AR EsEEsEEEEEEEEsEssEsEEEEEEE EEEEEEEEEsEEEE
=

ate| ojgoz A
ato] MMM &

x
x
Cyzpole) chy

2FRF
o

2FRF
o

27

4

m
il
=
.ﬂ_m_.
fapl

28
28
28
- 78
29
99

=

of 7

k=3

H

™

mr
__ou_
ol
e
bl
ol

<

29
29

MARA| AR AT | L] R T MH| A (DAS) e

EO[E 2L oreoersseessstsitasesssstsstt sttt s b R

_20
el
o

Ho

5

cjef 27t

3

N|O
ol
o
H
N

30
31
3D
32

FHAFELZIFY] BB covviinirimimiiimiiiiii s s

ol
=

=

.I

A
i

EPNEE L

o
e

32
33

lifo

a4

4o
o

0l
Bl

4]
ol



page 3 Hague Guide for Users

Communications sent by electronic means..........ccccccceei e, 33

L@ 1o I8 {011 141U PRSP 33

L0 0] 0111 a1 E= LA [0 g IR=] 1T = RS 34

[T o o= TiToTa M o] o F= 1= 3PP PPRRRRR 34

L8 g To 3T o= I o] g3 = PR PPPPPRRR 34
Calculation of time lImits ...........c..cooiiii e —— 35
Excuse of delay in meeting time limits ... 36
I 1 T TUF- Vo =T OSSPSR PR 37
International applications .........cooiiiiiiiiiiiiiie ettt te et atbnnsbnnsnnsbnnnrnnnsanas 37

JLIL = 1011 = (T PP 38
Payment of fees to the International Bureau...............ccocooiiiiiiinc e e 38
L8 g =TaTon e o= Y70 0 =T o 38
Mode Of PAYMENT ... s 39
Date Of PAYMENT ... e e e e e e e e nr s 39
Change in the amouNnt Of FEe.... e e e e e e 40
Representation before the International Bureau..................couoiiieciice e 40
Method of appointment of a representative.........ocoueece i 41

In the international application ... e e e 41

In a request for the recording of @ ChaNge ........ueeii s 41

In a separate COMMUNICATION .......uui s e s e s 41
ONly 0NE rEPrESENTALIVE .....cceicee e e 42
Irregular apPOINTMENT.......oo ettt teeeteeeteeareeeteanstens nnssnnssnnnsnnnsnnnssnnsannsnnnsanns 42
Recording and notification of appointment.............cooco e 42
Effect of the appointment ... e e e e e e 42
Cancellation of appoINtMENL.........ciiciiie i e s s e s 43

N Lo =T 44
International procedure................... e 45
Harmonization of terminology..........cco i e e e 45
Entitlement to file an international application ... 45

Determination of the State of origin (under the 1960 Act) and determination of the

applicant’s Contracting Party (under the 1999 ACL)..... .o 46
Determination of the State of origin under the 1960 Act ........cccciiiiiiiicniicccccrccrrcee e, 47
Determination of the applicant’s Contracting Party under the 1999 Act.........cccccvveunnnne. 47

Plurality of entitlements ........coueeiiiiiiieiieeeeee ettt e e e e e e e eeeeenrennrennsennsnnsrnnsrnne 47

oA = 1= o] o] [Tor=1 o1 £ R TTR 48



50| AHEX} 7tO|=

33

LETREO|  JEA| soereeessssssssasisssssssstsss st st bbb s b s s

alo

4r
84

34

35

7|3

36
.37
w37
38

Bl
ol
RO

iod
~N

=
o

o
_z_._._._

23

BT
T

L coiieiiiiiiee e eetittii e e e e ettt e e e e e e tttaa b ee e e e e bt babaaaiaaes
=2 g5

AA
T T

ot

3

A AF=0f| O

38
39

o

I+
|

B

39
40

a1 <+

40

$_|- EI-IE_I

A A0 O

41

=
=

=4
i

11

TIZO| AZJOfA] srerreerrmerressssssmssnmssssssnesssss sttt e

7
©

41

42

42

43
e A4

o"__”_
M
<
<+

45

45

BROJO| BB +ervreerererrenesene e

45

Br
&I

2'

(1960 747

4
_z_._=

[=]

=4

9l

o]
[

2

)

=
—

g0

(1999 1

ol
.

gof| IE) /= 24

o1
=]

22
= O
1960 7Hd

| 2 S AFAR

A

47

7|3

=
—

g0

47

g0 ThE SEUL A AFGAAS

5 %
=]

199914 742

47

48

ol &d



page 4 Hague Guide for Users

Contents of the international application .............cccc v ————— 49
1Y =Y o F= (] YA o) 0 =T o€ 49
Additional mandatory contents.........c.ccooeee e 49
10 o] (o] aT=1 I ot o] L= o) £ 50
Special requirements under the law of a Contracting Party .......cccccooiiieiiieiiieiicieieeee 51

Special requirements concerning the applicant and the creator ...........c.ccoeeoeeeeiieneen. 51
Special requirements concerning the unity of the design..........ccccce e, 52
Language of the international appliCation ... 53

How to submit an international application to the International Bureau: E-filing or DM/1 form........... 54

How to complete the international application(form DM/1 of E-filing)?.....cceveeeiimiiimviiiieminennns 55
Iltem 1: Applicant (Mandatory) ... . e e e e e e 55
NN =T 3T P 55
ST A=Y= 1= o] o] 1= T €= 55
AQAIESS Lottt 56
Iltem 2;: Entitlement to file (Mandatory) ... e e e 56
Entitlement via an intergovernmental organization...............ccccccoeeiiin e, 56
Multiple entitleMENtS .....cc. . e e e e e e e e e 57
Item 3: Applicant’s Contracting Party (mandatory where the 1999 Act applies) ........... 57
ltem 4: Address for COmeSPONUENCE ..uiiieureicierrrierrrrer s e s rrrere e e e s e rreen s e s e e rereennnes 57
Several applicants: address for correspondence .........ccuucivviiiieiiieeiieeeeeeeeeeeieeeeeareeans 58
Phone and email address .....oooceieiiiiiieeiii e e 58
Iltem 5; Appointment of a representative (if any) .....cccccceiicciiiciiccrceerrecr e 58

Iltem 6: Number of industrial designs, reproductions and/or specimens (mandatory)...59

Iltem 7: Designated Contracting Parties (mandatory) ..o 60
What Contracting Parties may be desighated? ........cccccciiiiiiciiicinicrrcccrcercereee e, 60
Protection in the State of origin and in the applicant’s Contracting Party............c...... 61
Application filed in the name of the Creator ..... .. 61

Item 8: Products which constitute the industrial design or in relation to which it is to be used (mandatory) ...61

HHEM 9. DS CIIPLION .. s s s s s e e s e s ean e eneeeas 62
Iltem 10: Description of the reproductions (Iegends) ... 63
Iltem 11: Identity of the Creator ... ... e e e e e e s 63
Iltem 12: Claim (applicable only to the designation of the United States of America or Viet Nam)............ 65
Item 13: Priority claim — Article 4 of the Paris Convention .........ccccccceeiciiiciciciiiccnicennnne 65

WIPO Digital Access SErvice (DAS) ... ettt e e e eee e een e 67
Item 14: International exhibition — Article 11 of the Paris Convention............ccccccviennee 67

Iltem 15: Exception to lack of hovelty (optional element applicable only to the

designation of Japan and/or Republic of KOrea) ........ceuioiiiiiiimmrieen e 68



49
49
49
50

sloja AtEX} 7tolE
A QFCEALAL BHO| [TFE EE Q7 oottt st s

do

ar
o

=

51
51

52
.53

Tl
Ll
wjr

04

i

- 54

THAE=O Al

M
=4

=
=

=4

55
.55
.55
- 54
- 54
54

o
fEiLl

od
o
_z_._._._

-—

or

100

Rr
&r

Hr

57
57
58
.- 58
.58

SFE 70 R[] Y QFLEAFRF(I AL rorereeesssresneesss s ssss s e

0
g

of-
O

a4

§ %85

e Z
O H O

1 2F S AFRH(1999E 71

Z

4
Nk
AT
roll

or

100

61
b1

£) -

60
60

1eFSALRIO| A S] &

Z

L INS (S T (b E-T - T RSP

L

Zlg=0lM 2510 23l

of

0

1

2

6

g

(L ARCAIIO) AFGO| BUE BE

°

8 AiCizrele 7

St
=]

5o
o

or

100

AM
=23

10: =HO|

St
©

65
65

A O =2f H

$0

__r!_

KO

or

100

67
67

E

o]
=

4

S
=}

fa

JAH AR IO HMAE YD M|
B 14: 2| FHAE SMA - 12

14

a4

o
o
To
14

110
&0

ol

150 Ald A ofle(2 =2 oferil=

Sk
=]



page 5 Hague Guide for Users

Item 16: Relation with a principal design (optional element applicable only to the

designation of Japan and/or Republic of Korea).........ccccceeeiiiee 68

Iltem 17: Publication of the international registration ............cccccooiiiiiiiiiiiiiiiiiciccccce, 69
Immediate pUBlICAtION......... o e e 70
DL =T Yol oYU o] [To7=11 Lo o U 70

Item 18: Reduction of the individual designation fee (applicable only to the

designation of Israel or the United States of America)........ccccccvieniie e 70

Iltem 19: Signature by the applicant or representative (mandatory) ........ccccceeevceicecinnnnee 71
Name of CONTACL PEISON ... e e e e e e e e es 71

= Y0 0= 0 0 ) =T 71
[T C T o T PRSPPI 72
Reduction of fees for applicants from Least Developed Countries (LDCs) ................ 72

Individual designation fee payable in two parts (applicable to the desighation of the

United States of America only) ... 73
Annex |: Oath or declaration of the creator .........cceieii e 75
Annex Il: Supporting document(s) concerning a declaration to the exception to lack of novelty ...... 75
Annex llI: Information on eligibility for protection ... 76
Annex IV: Reduction of United States individual designation fee ..........cooovveeieiviieeiennees 76
Annex V: Supporting document(s) concerning priority claim ...........ccovevmeieeevieviienveeneenn. 77

The reproductions of the industrial designs............ccccoo i e 78
1 10T = o= 78

1Y FoTe TR o) =T o] o[ L2 4 o] o I 78
Representation of the industrial design..........oeeiiiiiiiiiiiiiiiieieeeeee e e ees e aaenas 79
Disclaimers and matter that does not form part of the claimed design .........viiiiiiiiis 80
T8 Taa ] oT=T e =T o] o T LU T 1o =R 80
Numbering of reproductions and [egends ..........ccceueiiiiiiiiiiiiieiieeieeeieececee e e ee e eneee 80
Dimensions of the reproduCtions..........co i e e 81
SPECIIC VIBWS. .ttt e e e e e e e e e e e e e e e eem s seeeeeeresm e eeeeeeeeenn e aaneens 81
Quality of the reprodUCHIONS ... e e e e e e e e e e e s 81
Filing of specimens under the 1999 ACE...... ..o ittt 82
Filing of specimens under the 1960 ACE.........oooiiiiiiiiiiiiiiieeeeeeeeee et 82
Requirements concerning SPECIMENS ......cuiviiiiiiiiiieieieeeeeeeeeeeeeeeeeeeeeeensensrenssennsennssnnssnnssnnas 82
NO additional MAEN .....ceiieei e e e e rnn e e e enas 83
Presentation of the international application to the International Bureau ..................... 84

Channels Of COMMUNICATION c..uiiiii e ieerierrrrerre s e s res s rrrr s e s rs s rns s re s s snasssmssssnsssrennnssnnss 84



50| AHEX} 7tO|=

1

a4

- 48
69
70
70

SFE 170 DA SR O] LI srevrrsrrssrrsressrssrsssns e

TLTH O 7| woeereeeseeesseesse st s
32 18 0|2 WY AHE4E

1
10

ol

-71
e 71
72

[=]

ezt of

72

o4

Cl

2|7 E=(LDCs) 2E U

2pate] MAfH

2t
(=]

I:

o)

3
=5

ot

go
o]

76
76

S|
o

I.

—

)

o o

2
LI (VA B/ [~ TS [P =] [ PR

L 1O

AFQAL RFOIO] IELH «oviniiiiiiitiiti ittt

o]

78

78
.78
79
- 80
- 80
- 80

A
o

I.

I
]

81
- 81
- 81

82

82

19995 FHATZOf| [FE ZHEL A& cvoovrerrerresssrmessmsssssssss s

=

A2 2a79 YT Aol YHE 24
19608 WYY mE A2 A

82
83

|

od

7

&4

-84
84

== R R R R R R RN
=

2o A

=
=

ZAHARE=O =4



page 6 Hague Guide for Users

Filing date of the international application............ccuuiiiiiiiiiiiiieciieeeeeeeeeeee e 85
Irregularities in the international application.............c.cooiiiiiiiieiiieee e 85
Time limit for correcting irreguUIAnties ........oooiiiiiiiiiiiieeeeeeeeeeeeeeee e 85

Irregularities entailing a postponement of the filing date of the international application ..86
Irregularities concerning the prohibition on self-designation ...........cccooooiiiiiiiiciiiainianenn. 86

Irregularities concerning special requirement notified by a Contracting Party or

regarding the identity of the creator, description and claim...........cccccceoinni, 86
Publication of the international registration.............cccccoor i 87
UL o) [To=Y o] I3 o] L= 88
Timing of PUBICAtION ..ot 88
Deferment of pUBbICAtION ........ccouee e e e e e e e e e 89
Conseguences of deferred publication.......ccccccciiveiierermieriie e e e 89
Periods of defermMent ... ... 90
Events during period of deferment.........ooiciiic s 91
Request for earlier pUblICAtion ........ ... s 91
Request to provide extract or authorize aCCeSS ..cuiiimiuciiei i e e 91
Renunciation or MItAtion ....... ... e e e s 92
Furnishing of confidential copies to Examining Offices; confidentiality ......................... 92
Updating of data concerning the international registration..........cccccccieiiiiiciiiiiiiciiceennnn. 93

The international registration ... ———— 94
Registration in the International RegiSter........uuuiiiiiiiiiiiiiiiii e e e 94
L0 10T Vo o) i =T 94
Date of the international registration ...t e 94
Refusal of Protection ........ .. ..ot e et et st 95
[N oy o] B oY = 11T | PP PPRRRR 95
LTy 0T o k= (o]l (= 1N =Y | R 95
0T A oo L= 1] o | PSP 96
Specific views or sufficient disclosure of the design ............cccoooeviieiici e 97
Time limits for refUusal.... ...t e e 97
Procedure for refusal of protection...........ceeeivieeiiiiiiiiiiiiie e 98
Contents of the NOLIfICAION. .....cuiiii e s 98
Recording and publication of the refusal; transmittal to the holder ...........cccccececnnnnnnne. 99
Language of the notification of refusal .......cc.ccoo e, 99
Irregular Notifications Of FEfUSA ....... .. e 29
Procedure following notification of refusal...........cciiiii e, 100
Notification of withdrawal of refusal and statement of grant of protection..............c.c.cccccceeec. 102

Notification of Withdrawal of refUSal.........cee ettt e e e e e e e ens 102



80|31 ALRXt Tto|= 6%

LA R R O] BRI QU rererre et 85

DA ZRI O] BFA wervererrerresnesessnese ettt s 85

T 2 H I B - 85

ZHEY ZYUS HI|E T DL BFRF et 86

AFZ| | ZR[Of] TEBE SFRE sreveesressessesssessssssesses st s 86
HALARPL S2[3 SERH e AL AR, AH U MOl B Bf2F - 86

SLA| S B LT[ cvereneeenrennernmnneenttet e 87
TLTH BRI ceereeeee e 88

BT 1 N N PN PP 88
B 7 [ 89

TTH GHT|Q] ZALU wovvesresressessesssnssesssesss s 89

7 T P PP 90

T 7| ZE EQFO] AFBh oottt 91

FT| BT AL coeeresressesses e 91

2E AT L FEF H{R AR s, 91

| L b e 92
ALAFZEOf| H|D ARZO| 2| H|EQR| rrrrrerresrrssessrsscsssssns s s 92

LA SE0|| St CO[E] QL0 E swrreererssessermessessssnisieseiiss sttt 93

LA S v eeeveeeneene et 94
DA SEEO|| DB crvrrerrssesseeses et 94

A A O T e 94
LA R QU et 94

B SO ZZ ooereerrieirii 95
T T A R 95

B = o[ PP 95

D RFOIO] EFQIAS ovsresseis et 9%

EHEH U CRFOIO| ZHBE L A| crerrersrersessesess sttt 97

B < R - P 97
LI [ B S B P T 98
ER| O] LU wrvererreresssseesesses ettt s 98

HZo| Z5E 7|12 D ZIH; FE RO AL evrerreseesmssmssssssns s s 99

FHZIEZ]| Q10 rersesresseesesses st 99

SERIQILS {ZAER| rrseerersseserssssesses et st s 99

HHZIER| O[] ZIR| revsessrrsressessessrssses st s 100

HA 3| U HFHO| F[EAQ ER| rvrrrrrrmrmiiiiiiiiiiii 102

FHZ B ER| rrerverreessssessssses i s s 102



page 7 Hague Guide for Users

Statement of grant of protection following a refusal........cc.ccoi e, 102
Statement of grant of protection in the absence of a prior notification of refusal ............ 103
Effects of the international registration ................ccocoo e 105

Effects of the international registration in respect of Contracting Parties designated

UNAEr The 1999 ACT.... e e e e e e s e e e e e e e e e e e s 105
Effect as a national application and effect as a grant of protection.........ccccccevieeiieeneen. 105
Postponed international registration date........cccccccciriirricc e 106
Payment of the second part of the individual designation fee......c.cccoveeeicceiicciiccnicennnnn, 107

Effects of the international registration in respect of Contracting Parties designated

UNAEE The 160 ACT..... e e e e e e s e e nnnnneeeee e e e s 108
Term of protection of international registrations in respect of Contracting Parties
desighated under the 1999 ACE.... .o e 108
Term of protection of international registrations in respect of Contracting Parties
designated under the 1960 ACL.......ci i e 109
Changes in the international registration .............c..ccoo i 109
TYPES O ChANGES... ittt e e e s e e s e e e rna s seaneennns 109
Change iN OWNEISRIP.........cco e e e s e s s ee s e e e e e e e e seesaeenenanens 110
Entitlement to be recorded as new holder............cooo e 111
L {8 7= | 7= 5 7o Lo [ 111
Deferment of pUBblICAtioN .........cuiieiiiieiiiesi e e e e e e e s e s e e e e ernanes 112
Individual renewal fEEs.........cui i 112

Entitlements of the new owner in several contracting parties bound by different acts

(plurality of entitlements) ......ccocov e ———— 112
Who can present the requUEeSst .. ... e e 113
Contents of the reqUEST ... e e e e e e e e m e 113
Appointment of a representative ....... ..o 114
Irregular or iNadMISSIDIE FEQUESES .....ccii it eene e 114

Request NOt @admiSSIDIE ... ... e s 114

IrrEgUIAT FEQUEST. ... e s 114
Partial change in ownership — NUMDbErING ....oooviiiiiiiii e 115
1Y =T o =Y 115
Recording, nhotification and publication .............oooieiiiioiiiiiieeeeeeeee e 115
Effect of the recording of a change in owWnership ... eanans 115

Certificate of transfer in respect of a designated Contracting Party having made a
declaration under Article 16(2) of the Geneva (1999) ACt.....cccoiiceiicericer e, 116



80|31 ALRXt Tto|= 7%

7-|2-|E74 o|%g| Ei-‘?'—oil 7|%k| ............................................................................. 102
A1oH 7-|2—|§7\|7|- H“_ Ei-,-@l 7|E*‘| ..................................................................... 103
g.x-"EE_' _§_E1 .......................................................................................................... 105

19995 W88 et A GE A SFZTARA| Mgk =455 29

........................................................................................................................................... 105
I SYORMO| §3 U HBHO] I e s 105
T |E] B SE Q] courrnresmsrssssisst s s 106
22} T RAALT LHE i 107
1960 708 g0l T2t [FE AFTARR| et 24552 23
........................................................................................................................................... 108
19999 20880l Ther FE AlTARR tgh sAS5S 227(7
........................................................................................................................................... 108
1960 708 g0l Thet [ EH AlFTARR| ot 4S5 227(7
........................................................................................................................................... 109
TSR O] BHZ oveerrerenetniet et 109
s = P 109
AO T BHZ oot 110
MEL FHERFR 7| BE RFZ v s s 111
HZD Z|ZF oot s s s s 111
TLTH QT werremeersmeessesenses st s s 112
= [ I 112
CHE Bol 71&Es A3 TN M2 HE{AY H4F
(ELAO| ZIZH) v s s 112
MAE HEGE £ Qo Af crimiiiiiiis s 113
D = = TR 113
T LT R 114
SIALZF QI LE HFOFEQ] A Ol AR et 114
HFOFS Q] £ Qo AIR st s s 114
SERFQIS AIR wriiciti s s 114
AOHO| HHZO| HZ] — B{S T[] cwreevrrrrersmmsssssssssss s s 115
- 115
PA =N VT e T 115
AOT HZ 7| BO| FB o s e 115
AYEH1999) BHl HM162(2)0) THE HAS 3 2% A AR Ch3t B2y



page 8 Hague Guide for Users

Refusal of the effects of the recording of a change in ownership issued by the Office of

a designated Contracting Party ... e e 117
Change in the name and/or address of the holder .................ccoomivccne e, 119
Item 1: International registration NUMDEr ...... .. e e 119

HEM 20 HOIAEI ... e e e e e e e s 119
(=T 2T N O o - o - TS 119
ltem 4: Address for COMESPONAENCE ......uuuucirrrrrr e e e e e e s e e 119

Iltem 5: Appointment of a representative ......cccccovcciicciicciiccnrcc e 120

Iltem 6: Signature by the holder or representative .........ccccccceiciiiiiiiiiccccc e, 120

Fee calculation Sheet ... ... e s 120
L= 8] o= Tl o ==y £ PSP 120
Recording, hotification and publication .............ceeieiiieii i 121
RENUNCIALION ... e e s s s 121
Iltem 1: International registration NUMDET ..........iiii e e e e e 121

1110 B (o] Lo [T PRSP 121
Iltem 3: Appointment of a representative .........ccooccoicciicciiceicc e, 122

ltem 4: Contracting Parties. ... .. . e 122

Iltem 5: Signature by the holder or representative ...... ..o 122

Fee calculation ShEet ... 122
LY 0] Fo ol = o = £ 122
Recording, notification and publication ... i 123
LIMIEALION ... e e e e e e ne e 123
Iltem 1: International registration NUMDEN ..........u e e e e 123

HEM 20 HOIAEI ... e e e e e e s 123
ltem 3: Appointment of a represSentative ........cuveeeriieiinirieer s e rerrre e e e 124

ltem 4: INdUSEHal deSIgNS ..ueutie s 124
ltem 5: Contracting Parties. ... .cccccciciiiiiciiccr e 124

Iltem 6: Signature by the holder or representative ..........cccccccciiiiiiiiiiiicrccc e, 124

Fee calculation Sheet ...... ... 124
L= 8] o= Tl o ==y £ PSP 124
Recording, hotification and publication .............oooieiiioiiiiieeeeeeeeeeeee e 125

It is nhot possible to record a license in the International Register............cccccoervvvvivnvvcvcencennn, 125
Corrections in the International Register..............co s e 125
Renewal of the international registration............cccocoor e 125
Renewal following refusal or invalidation .............coooiiiiiiiiiiiiiiiiciieeeeeeeeeeeeeeeeeeeee e 126

Procedure fOr FENEWAN ... ... e e e e e e e e e et e e e e e e e e e emnn 127



50| AHEX} 7tO|=

117

=

2 7|

k=3

7|29

AFAF

E

ol

A1 A

119

H22 0T WEE Fa

19
19

27 P RF s s s

=119
=119
- 120
120

AT ARA] s s

xo
o

or

00

4
N
i
8l

or

100

100

o

.

o]

ol

oA

14

00

120
120
121
121
121
121

27 FE R sorrereermistisss s e

122
122
122

AR T Y ARA] oo

100

o

.

o]

ol

oA

14

00

122
122
123
- 123

i

N

123
123

27 FE R sorrereermistisss s e

124
124
124
124

A AT HARA] i s s

100

100

AR sreesssrasssansssssssssss s bbb b s st b s

o

.

od

ol

oA

14

100

124
124
125

125

O Al

i
Hr

=4

125

125
126

=4S

127



page 9 Hague Guide for Users

FEes fOr rENEWAN ... e 128
Individual designation fee and renewal for the United States of America.................... 129
INSUTTICIENT TEES PAI ..eeeeeei e nnanan 130
Recording of the renewal; certificate and publication.............cccouviiiiiiiiiiiiiiiiiiicieeeiieeenns 130
L0 1o 111 o o ) =T 130
NON-TENEWAL.......iieeeiieiierssseerrrer s s s r e e e e s ssrrr e e e e e e s s s ss s snnreeeesnessansmnnrnnneennssnnas 130
Invalidation in a designated Contracting Party.............ccccooerrcinircrcncn s 132
Termination of the 1934 Act ... 133
Implications of the freezing of the application of the 1934 Act..........ocoorcrrcrcnc i, 133
International registrations resulting from international applications governed exclusively by
L0 LT R T ¥ 133
=T o | 1 = T 1 134
NO refusal of ProtEClION .......coiiieee et nnnnan 134
L0 g =T o =N T IR0 117 1T =1 o] J P 134
LT 01T | 134
International registrations resulting from international applications governed partly by the
R 7 3 o OO TR 135
No refusal of ProteClioN ... e e e 135
Change in OWNEIShID ... e 136
RENEWAN ...cceiiee et e s e e e e s s s s s smnr e e e s e e s se e nmnrrnneenessnnne 136
Termination of the 1934 ACH...........ccooienrc s e e s 136
INAEX ... 138

Guidance on Preparing and Providing Reproductions in Order to
Forestall Possible Refusals on the Ground of Insufficient Disclosure
of an Industrial Design by Examining Offices ..., 141



50| AHEX} 7tO|=

A& A QFCEAFRFOIA] BLE ovrrervererermmmeneinnesiiite et

1934 FHAF O] BB s s

19349 JHAHAY AL EZHO| A[AFR] e

o
193450 JHHBHO| MIEFHOR 2L IS 7| ¥t IASS

Of O eeeseeesseee st R
LI B R B
A TUO| B 74 coreoremmseemms s
TH A wreeeeseseeneesensesseasasessesaasessesesassesenseseensess e eeesseseesseae s anteseaseee s es e aeaseaneneeseasensensesenee seanenen
O



page 10 Hague Guide for Users

Introduction

The Guide

This is a Guide to the international registration of industrial designs. The system for
international registration of industrial designs is based on the Hague Agreement Concerning
the International Registration of Industrial Designs, which is constituted by two different Acts,
namely:

« the Geneva (1999) Act, which was adopted on July 2, 1999, and entered into force
on December 23, 2003, and

o the Hague (1960) Act, which was adopted on November 28, 1960, and entered into
force on August 1, 1984,

The London (1934) Act of the Hague Agreement Concerning the International Deposit of
Industrial Designs, which was adopted on June 2, 1934, and entered into force in June 1939,
was terminated on October 18, 2016, in accordance with the decision taken by the 15
Contracting Parties to that Act, namely, Benin, Cdte d'lvoire, Egypt, France, Germany,
Indonesia, Liechtenstein, Monaco, Morocco, the Netherlands, Senegal, Spain, Suriname,
Switzerland and Tunisia, at their Extraordinary Meeting on September 24, 2009. (refer to
“Termination of the 1934 Act”). This Guide therefore focuses on the 1960 and 1999 Acts.

The application of the 1960 and 1999 Acts is supplemented by the Common Regulations
and the Administrative Instructions.

The system for international registration of industrial designs is referred to as the “Hague
System”.

This Guide is divided as follows:

» The “Introduction” includes explanations as to how a State or an intergovernmental
organization may become a Contracting Party to the Hague Agreement and provides
an outline of the various declarations and notifications that may be made under the
Hague System.

« “General” deals with the communications with the International Bureau, calculation of
time limits, languages, payment of fees to the International Bureau and
representation before the International Bureau.

» The “International procedure (1999 and 1960 Acts)” deals with the international
registration procedure and other procedures required for the recording of events
which may affect an international registration (such as changes in ownership,
refusals of protection, etc.).

Wherever possible, the provisions of the 1999 and 1960 Acts, the Common Regulations and
the Administrative Instructions that are relevant to a particular paragraph of the Guide are
cited underneath that paragraph. Such provisions are cited in the following manner:

“99 Article xx” refers to an Article of the 1999 Act;
“60 Article xx” refers to an Article of the 1960 Act;
“Rule xx” refers to a Rule of the Common Regulations;

¢ “A.l. Section xx” refers to a Section of the Administrative Instructions.
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The Hague System: general overview

In simple terms, the Hague Agreement offers the possibility of obtaining protection for
industrial designs in several Contracting Parties by means of a single international
application filed with the International Bureau of the World Intellectual Property Organization
(WIPO) in Geneva, Switzerland. Thus, under the Hague System, one international
application replaces a whole series of applications which would otherwise have to be filed
with different national offices.

The Hague System of international registration of industrial designs is administered by the
International Bureau of WIPO. The International Bureau maintains the International Register
and publishes the Infernational Designs Bulletin.

The paragraphs below are intended only to represent a broad outline of the international
procedure under the 1999 and the 1960 Acts. For more details concerning each of the
matters concerned, refer to “International procedure”.

Who may use the System?

The entitlement to file an international application under the Hague Agreement is limited to
natural persons or legal entities having a real and effective industrial or commercial
establishment, or a domicile, in at least one of the Contracting Parties to the Hague
Agreement, or being a national of one of these Contracting Parties, or of a member State of
an intergovernmental organization that is a Contracting Party.

60 Article 3; 99 Article 3

In addition, but only under the 1999 Act, an international application may be filed on the
basis of habitual residence in a Contracting Party.

The Contracting Party with respect to which the applicant fulfills the above condition is
referred to as the “State of origin” under the 1960 Act and the “applicant’s Contracting Party”
under the 1999 Act.

No prior national application or registration

The filing of an international application does not require any prior national application or
registration.  Protection for an industrial desigh can therefore be applied for at the
international level through the Hague Agreement for the first time.

Contents of the application

A single international application may comprise several different desighs (“multiple
application”), up to a maximum of 100. All designs included in the same application must,
however, belong to the same class of the international classification of Locarno. In other
words, the international application is “monoclass”.

60 Article 5; 99 Article 5; Rule 7
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An international application must be filed on the official form, either in paper or through an
electronic filing (E-filing) interface, made available by the International Bureau or on the
website of the Office of a Contracting Party. An international application must contain,
inter alia, a reproduction of the industrial desigh concerned, together with the designation of
the Contracting Parties in which protection is sought. It must be filed in English, French, or
Spanish,

Rule 1(1)(vi); Rule 7

The applicant may request that publication be deferred for a period which may not exceed
12 months (under the 1960 Act) or 30 months (under the 1999 Act) from the date of filing or,
where priority is claimed, from the priority date.

60 Articles 5(3)(a) and 6(4); 99 Article 5(5)

An international application is subject to the payment of three types of fees: a basic fee, a
publication fee and, in respect of each Contracting Party where protection is sought, either a
standard or an individual designation fee. As regards standard fees, a three-level structure
of standard fees applies, reflecting the level of examination carried out by the Office of a
Contracting Party.

60 Article 15; 99 Article 7; 99 Article 5(1)(vi); Rule 12

Transmitting the international application to the International Bureau

An international application is normally sent directly to the International Bureau by the
applicant, in which case either the E-filing interface or the paper application form may be
used. Under the 1960 Act, however, a Contracting Party is entitled to require that, where it
is considered to be the State of origin, the application be filed through its national Office. In
that case, only the paper form may be used.

99 Article 4(1); 60 Article 4

Formal examination by the International Bureau

Upon receipt of the international application, the International Bureau checks that it complies
with the prescribed formal requirements. The International Bureau does not appraise or
concern itself in any way with the novelty of the design and it is therefore not entitled to
reject an international application on this or any other substantive ground.

Publication

An international application that complies with the prescribed formal requirements is
recorded in the International Register and, in due course, published in the /nternational
Designs Bulletin. This weekly publication takes place electronically on the WIPO website
every Friday and contains all the relevant data concerning the international registration,
including a reproduction of the industrial designs. The date on which each issue of the
Bulletin is made available on the WIPO website is communicated electronically by the
International Bureau to the Office of a Contracting Party, if the latter wishes to receive the
said communication.
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Substantive examination by the Office of each designated Contracting
Party: possibility of notifying a refusal of protection

Upon publication of the international registration in the International Designs Bulletin, the
Office of each desighated Contracting Party can proceed with the substantive examination, if
any, provided for by its own legislation. As a result of that examination, the Office may notify
to the International Bureau a refusal of protection for its territory. However, an international
registration may not be refused on grounds of non-compliance with formal requirements,
since such requirements must be considered satisfied following the examination carried out
by the International Bureau.

60 Article 8(1); 99 Article 12(1)

A refusal of protection, if any, must be notified to the International Bureau within six months
from the date of publication of the international registration. Under the 1999 Act, however,
any Contracting Party whose Office is an Examining Office, or whose law provides for the
possibility of opposition to the grant of protection, may declare that the refusal period of
six months is replaced by a period of 12 months.

60 Article 8(2); 99 Article 12(2); Rule 18(1)

In the event of notification of a refusal, the holder has the same remedies as he would have
if he had filed the application in question directly with the national Office concerned.

60 Article 8(3);, 99 Article 12(3)

If the holder contests the refusal, the ensuing procedure devolves exclusively at the national
level, according to the requirements and procedures provided for by the applicable domestic
legislation. The International Bureau is not involved in this procedure. An appeal against a
refusal of protection must be submitted to the competent authorities of the Contracting Party
concerned within the time limit and in accordance with the conditions laid down in that
Contracting Party’s own legislation.

Statement of grant of protection

The Office of a designated Contracting Party which has not communicated a notification of
refusal may, within the applicable refusal period, send to the International Bureau a
statement to the effect that protection is granted to the industrial designhs that are the subject
of the international registration in the Contracting Party concerned.

Rule 18bis(1)

However, no legal consequences result from the fact that such a statement of grant of
protection has not been sent by an Office. It remains the case that the industrial designs
that are the subject of the international registration are protected if no notification of refusal
has been sent within the applicable refusal period.
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Protection governed by domestic law

In each designated Contracting Party the Office of which has not communicated a refusal (or
has subsequently withdrawn its refusal), the international registration produces the same
effect as a grant of protection for an industrial design under the law of that Contracting Party.

60 Article 7; 99 Article 14

Duration of protection

International registrations are valid for an initial period of five years. They can be renewed
for one or more additional periods of five years, in respect of each designhated Contracting
Party, up to the expiry of the total term of protection allowed by those Contracting Parties’
respective laws. In other words, the maximum duration of protection in each desighated
Contracting Party corresponds to the maximum duration provided for by the law of that
Contracting Party.

60 Article 11; 99 Article 17

Changes in the International Register
The following changes may be recorded in the International Register:

s achange in the name or address of the holder or his representative (refer to “Change
in the name and/or address of the holder”);

« a change in the ownership of an international registration (in respect of all or only
some of the designated Contracting Parties and in respect of all or some of the
designs included in the registration) (refer to “Change in ownership”);

» a renunciation of all the designs that are the subject of the international registration,
in respect of any or all of the designated Contracting Parties (refer to “Renunciation”);

e a limitation of some of the industrial designs that are the subject of the international
registration, in respect of any or all of the designated Contracting Parties (refer to
“Limitation”).

Requests for such recordings must be presented to the International Bureau on the relevant
official forms and must be accompanied by the prescribed fees.

60 Article 12(1); 99 Article 16(1); Rule 21
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Advantages of the System

The system of international registration of industrial designs arose from a need for simplicity
and economy. In effect, it enables desigh owners originating from a Contracting Party to
obtain protection for their designs with a minimum of formality and expense.

In particular, desigh owners are relieved from the need to make a separate national
application in each of the Contracting Parties in which they require protection, thereby
avoiding the complexities arising from procedures which may differ from State to State.
Thus, they do not have to file documentation in various languages, nor keep a watch on the
deadlines for renewal of a whole series of national registrations, varying from one State to
the other. In addition, they avoid the need to pay fees in various currencies. Under the
Hague Agreement, the same result can be obtained by means of a single international
application, in one language, accompanied by the payment of a single set of fees, in one
currency and with one Office (the International Bureau).

Moreover, by having a single international registration with effect in several Contracting
Parties, the subsequent management of the protection obtained is also considerably
facilitated. For instance, a change in ownership, or in the name or address of the holder,
can be recorded in the International Register and have effect in all the designated
Contracting Parties, by means of one simple procedural step.

Becoming party to the Hague Agreement

The 1999 and the 1960 Acts of the Hague Agreement are autonomous and totally
independent of each other. Each Act consists of a fully-fledged international treaty, so that
(with the exception of intergovernmental organizations) a potential Contracting Party may
decide to become party to either one of the Acts, or to both.

States

To become a Contracting Party to the 1960 Act, a State must be bound by the Paris
Convention for the Protection of Industrial Property.

60 Article 1(2)

To become a Contracting Party to the 1999 Act, a State must be a member of the
Convention Establishing WIPO. While it is not required that the State also be party to the
Paris Convention, any State that is a Contracting Party to the 1999 Act is, however, required
under Article 2(2) of that Act to comply with the provisions of the Paris Convention which
concern industrial designs (even if that State is not bound by the Paris Convention).

99 Article 27(1)
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Intergovernmental organizations

An intergovernmental organization cannot become party to the 1960 Act, the membership of
this treaty being open to States only.

60 Article 1(2)

On the other hand, such organization may become party to the 1999 Act, provided the
following conditions are fulfilled:

« at least one of the member States of the intergovernmental organization is a member
of WIPO, and

» the organization maintains an Office through which protection of industrial designs
may be obtained with effect in the territory in which the constituting treaty of the
intergovernmental organization applies.

99 Article 27(1)(ii)

The expression “Contracting Party” includes any State or intergovernmental organization
which is Party to the 1999 Act and/or the 1960 Act.

Instruments of ratification or accession must be deposited with the Director General of WIPO.
The Director General notifies all Contracting Parties of any deposits of instruments of
ratification of, or accession to, the Act to which they are a party, and of any declarations
which are included in such instruments, or made at a later stage.

Entry into force of the 1999 Act and the 1960 Act with respect to a
given Contracting Party

As regards the 1960 Act, the accession or ratification of a given Contracting Party enters into
force one month after its instrument of ratification or accession has been notified by the
Director General of WIPO to the other relevant Contracting Parties, unless a later date is
indicated in the instrument.

60 Article 26(1)

As far as the 1999 Act is concerned, the accession or ratification of a given Contracting
Party becomes effective three months after the date on which its instrument of ratification or
accession has been deposited with the Director General of WIPO, or at any later date
indicated in that instrument.

99 Article 28(3)(b)

However:
e in respect of States for which protection of industrial desighs can be obtained solely
through the Office maintained by an intergovernmental organization’, the deposit of
an instrument of ratification or accession cannot become effective before the date of

deposit of the instrument of the intergovernmental organization to which those States
belong, and

99 Article 27(3)(b)
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+ with regard to States which have made a declaration to the effect that a common
Office will act as national Office for all of them?, the 1999 Act and/or the 1960 Act
enters into force three months or one month, as the case may be, from the date on
which the last instrument of the Member States of that group of States has been
deposited.

99 Article 27(3)(c)

A prospective Contracting Party wishing to ensure that it will not be bound by the 1999 Act
unless one or several other Contracting Parties are also bound by that Act, may conditionally
ratify or accede to that Act. In such case, the ratification or accession takes effect only if,
and when, one or several other Contracting Parties, expressly designated, also deposit their
instruments of ratification or accession. The conditional instrument of ratification or
accession is then deemed to have been deposited on the day on which that condition is
satisfied (namely, the day on which the other Contracting Party(ies) concerned deposit(s) its
(their) instrument(s) of ratification or accession).

99 Article 27(3)(d)

The date on which each Contracting Party became bound by the 1999 Act and/or the
1960 Act can be found in the list of members of the Hague Agreement®.

Determination of which Act is applicable in respect of the designation
of a given Contracting Party

To the extent that one and the same Contracting Party may be bound by either one or both
Acts of the Hague Agreement (the 1960 Act and/or the 1999 Act), the question arises as to
which of these Acts applies in respect of a given Contracting Party desighated in an
international application.

The Act applicable to a desighated Contracting Party depends on the Act(s) to which are
bound, on the one hand, the Contracting Party of the applicant and, on the other, the given
designated Contracting Party. The applicable principles may be summarized as follows:

» where there is only one common Act between the two Contracting Parties concerned,
it is such Act which governs the desighation of a given Contracting Party. For
example, if an applicant originates from a Contracting Party bound by both the 1999
and the 1960 Acts and designates a Contracting Party bound exclusively by the
1960 Act, such designation is governed by the single common Act (the 1960 Act);

60 Article 31(2); 99 Article 31(2)

+ where both Contracting Parties concerned are bound by more than one common Act,
it is the most recent Act which applies with respect to the designated Contracting
Party. For example, if an applicant originates from a Contracting Party bound by
both the 1960 and the 1999 Acts and desighates a Contracting Party also bound by
both the 1960 and the 1999 Acts, such designation is governed by the more recent
Act (the 1999 Act).

60 Article 31(1); 99 Article 31(1)
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It should be noted that, in line with the aforementioned principles, the designation of a
Contracting Party bound by several Acts will also be governed by the most recent of these
Acts where the applicant enjoyed cumulative but independent entitlement connections under
each of the same Acts (refer to “Entitlement to file”). For example, if an applicant originates
from Contracting Party A, bound by the 1960 Act, but Contracting Party A is also a State
member of an intergovernmental organization bound by the 1999 Act (Contracting Party B),
the designation of a Contracting Party C that is bound by both the 1960 and the 1999 Acts is
governed by the most recent of these two Acts, that is, the 1999 Act.

The determination of the applicable Act is to be made on the date of filing of the international
application concerned. It cannot be reviewed afterwards, should one of the Contracting
Parties concerned accede to another Act of the Hague Agreement subsequently to the filing
of the international application.

Determination of the Act or Acts which govern an international
application as a whole

While the designation of a Contracting Party can only be governed by one Act, several Acts
may, however, apply in respect of a single iniernational application. This depends on
whether, in respect of any given international application, Contracting Parties have been
designated under the 1999 Act and/or the 1960 Act.

It is important for an applicant to know which Act or Acts govern(s) the international
application, since this will determine such matters as the possibility of requesting deferment
of publication, and the fees which are payable.

In all, three kinds of international application will be possible. An international application
may be governed:

s exclusively by the 1999 Act, i.e., all the Contracting Parties designated in the
international application have been designated under the 1999 Act;

Rule 1(1)(xii)

» exclusively by the 1960 Act, i.e., all the Contracting Parties designated in the
international application have been designated under the 1960 Act;

Rule 1(1)(xiii)

» by both the 1999 and the 1960 Acts, i.e., the Contracting Parties designated in the
international application include

o atleast one Contracting Party designated under the 1999 Act, and
o atleast one Contracting Party designated under the 1960 Act.

Rule 1(1)(xiv)

These rules may be illustrated with the following example: an applicant originates from a
Contracting Party bound by both the 1999 Act and the 1960 Act and it is assumed first of all
that he designates in his international application Contracting Parties “A”, “B” and “C”, all of
which are bound by the 1999 Act. To the extent that each of these designations is governed
by the 1999 Act (the most recent Act), it follows that the international application as a whole
is governed exclusively by the 1999 Act.
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If, in respect of the same international application, the applicant also designates Contracting
Party “D” which is bound only by the 1960 Act: the designhation of that Contracting Party “D”
is governed by the 1960 Act (the single common Act), and it follows that the international
application concerned is governed by both the 1999 Act and the 1960 Act. In other words,
with respect to that international application, the 1999 Act applies in respect of Contracting
Parties “A”, “B” and “C” and the 1960 Act applies in respect of Contracting Party “D”.

Declarations by Contracting Parties

The Hague System provides for the possibility for Contracting Parties to make certain
declarations concerning the operation of the international registration system so that certain
features of their national/regional laws concerning industrial design protection can be taken
into account when they are being desighated in an international application. For a complete
list of possible declarations a Contracting Party may make under the 1999 Act or the
Common Regulations, please refer to “Declarations Made by Contracting Parties under the
1999 Act and the Common Regulations under the 1999 Act and the 1960 Act”.

It is to be noted that although the prerequisite for making certain declarations is that the
Office of the Contracting Party is an “Examining Office”, there is no obligation under the
Hague System to make any of those declarations.

More specific information in respect of the specific elements of the international application
and procedures before the International Bureau that result from declarations being made by
desighated Contracting Parties is provided under “Contents of the International Application”,
“International Application” and “Effect of the Recording of a Change in Ownership”.

Examining Office

The term “Examining Office” is defined in the Geneva Act (Article 1(xvii)) and means an
Office which ex officio examines applications filed with it for the protection of industrial
designs, at least to determine whether the industrial designs satisfy the condition of novelty.

In light of the above definition, in order to be considered as an “Examining Office”, the Office
must carry out, ex officio, a prior art search that matches up the condition of novelty required
under the applicable law. This means that, if the criterion for the validity of the design right is
worldwide novelty, the prior art search should consider not only pending and/or registered
designs in a database but also extend to designs known anywhere in the world.

Submission of declarations

Declarations may be made either simultaneously with the deposit of the instrument of
accession or ratification, or after the deposit. Before submission of the declarations to the
Director General of WIPQ, it is advised that the Legal Section of the Hague Registry be
consulted to make sure that the requirements under the 1999 Act, the Common Regulations
or the national law for making any declarations, respectively, are satisfied.
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Effective date of declarations

If the declaration is submitted together with the instrument of ratification/accession, it
becomes effective on the date on which the Contracting Party becomes bound by the
1999 Act. If the declaration is submitted afterwards, it becomes effective three months after
the date of receipt of the declaration by the Director General of WIPO, or at any later date
indicated in the declaration.

Furthermore, any declaration made after the deposit of the instrument of accession or
ratification will apply only in respect of international registrations whose date of registration is
the same as, or later than, the effective date of the declaration.

Mandatory declaration
Duration of protection — maximum duration of protection

Under the Geneva Act, an international registration is initially effected for a period of five
years and may be renewed for two additional terms of five years (Articles 17(1) and (2)).
Thus, under the Geneva Act, the minimum term of protection that a Contracting Party must
provide is 15 years. If the national legislation of a Contracting Party provides for a duration
of protection that is longer than 15 years, then the international registration may be renewed
with respect to such Contracting Party for additional periods of five years, up to the expiry of
the total duration of protection at the national level.

On acceding to the Geneva Act, a Contracting Party must notify the Director General
of WIPO of the maximum duration of protection provided for by its law.

99 Article 17(3)(c); Rule 36(2)
Declarations that are mandatory in certain circumstances
Deferment of publication
Deferred publication for a period that is less than the prescribed period
Under the Geneva Act, the general principle is that each Contracting Party is assumed to

permit the prescribed period of deferment of 30 months from the filing date, or where priority
is claimed, from the priority date of the application in question (Rule 16(1)(a)).

Where the law of a Contracting Party that is acceding to the Geneva Act provides for
deferment of publication for a period that is less than the prescribed period of 30 months,
that Contracting Party must, in a declaration, notify the Director General of WIPO of the
allowable period of deferment.

99 Article 11(1)(a)
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No deferment of publication

Where the law of a Contracting Party bound by the 1999 Act does not provide for the
deferment of publication, that Contracting Party must, in a declaration, notify the Director
General of WIPO of that fact.

99 Article 11(1)(b)

Optional declarations

All optional declarations are listed below, some of which are open only to a Contracting Party
whose Office is an “Examining Office”. Those declarations are hamely:

e declaration under Article 5(2),

+ declaration under Article 7(2),

» declaration under Article 13(1),

s declaration under Article 14(3),

s declaration under Article 16(2),

o declaration under Article 19(1),

o declaration under Rule 8(1),

» declaration under Rule 9(3),

» declaration under Rule 12(1)(c),

e declaration under Rule 13(4), and

+ declaration under Rule 18(1).

The term “Examining Office” is defined in the Geneva Act (Article 1(xvii)) and means “an
Office which ex officio examines applications filed with it for the protection of industrial
designs, at least to determine whether the industrial designs satisfy the condition of novelty”.

It is understood that, in light of the above definition, in order to be considered as an
“Examining Office”, the Office must carry out, ex officio, a prior art search that matches up
the condition of novelty required under the applicable law. This means that, if the criterion
for the validity of the design right is worldwide novelty, the prior art search should consider
not only pending and/or registered designs in a database but also extend to designs known
anywhere in the world.

Prohibition on filing through national Office

In general, an international application may be filed, at the option of the applicant, either
directly with the International Bureau or through the Office of the applicant's Contracting
Party. However, under the Geneva Act, any Contracting Party may, by declaration, notify
the Director General of WIPO that international applications may not be filed through its
Office. When such a declaration is made, all international design applications from
applicants attached to that Contracting Party must be filed directly with the International
Bureau.

99 Article 4(1)(b)
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Prohibition on self-designation

Under the Geneva Act a Contracting Party whose Office is an Examining Office may, by
declaration, notify the Director General of WIPO that, where it is the applicant’s Contracting
Party, the designation of that Contracting Party in an international application has no effect,
in other words, it is prohibited to self-designate.

99 Article 14(3)
Security clearance

Any Contracting Party whose law, at the time that it becomes party to the 1999 Act, requires
security clearance, may, in a declaration, notify the Director General of WIPO that the period
of one month allowed for its Office to transmit an international application to the International
Bureau shall be replaced by a period of six months.

Rule 13(4)

Designation fees (declaration)
Individual desighation fees

Any country that is acceding to the Geneva Act and whose Office is an Examining Office and
any intergovernmental organization acceding to the Geneva Act, may notify the Director
General of WIPO that, in connection with each international registration in respect of which it
is designated, and in connection with the renewal of such international registration, it wishes
to receive an “individual designation fee”, instead of a share of the standard fees.

Pursuant to Rule 12(3), a declaration under Article 7(2) may specify that the individual
designation fee to be paid in respect of the Contracting Party concerned comprises two parts,
the first to be paid at the time of filing the international application and the second part to be
paid at a later date which is determined in accordance with the law of the Contracting Party
concerned.

The amount of the individual designhation fee must not be higher than the equivalent of the
amount which the Office of that Contracting Party would be entitled to receive from an
applicant for a grant of protection for an equivalent period to the same number of industrial
designs, that amount being diminished by the savings resulting from the international
procedure,

If this notification is made, then it is required that the amount of the individual designation
fees be expressed in the national currency. Subsequently, the Director General will, in
consultation with the Registrar, establish the amount of the fees in Swiss currency on the
basis of the official exchange rate of the United Nations.

99 Article 7(2)
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Reduction of individual fees for Least Developed Countries

A Contracting Party making a notification requiring individual designation fees might wish to
implement the recommendation made by the Assembly of the Hague Union, which reads as
follows:

“Contracting Parties that make, or that have made, a declaration under Article 7(2) of
the 1999 Act or under Rule 36(1) of the Common Regulations are encouraged to
indicate, in that declaration or in a new declaration, that for international applications
filed by applicants whose sole entitlement is a connection with a Least Developed
Country, in accordance with the list established by the United Nations, or with an
intergovernmental organization the majority of whose member States are Least
Developed Countries, the individual fee payable with respect to their designation is
reduced to 10 per cent of the fixed amount (rounded, where appropriate, to the nearest
full figure). Those Contracting Parties are further encouraged to indicate that the
reduction also applies in respect of an international application filed by an applicant
whose entitlement is not solely a connection with such an intergovernmental
organization, provided that any other entitlement of the applicant is a connection with a
Contracting Party which is a Least Developed Country or, if not a Least Developed
Country, is a member State of that intergovernmental organization and the
international application is governed exclusively by the 1999 Act.”

Individual designation fee: international applications only

Any Contracting Party bound by the 1960 Act whose Office is an Examining Office may, in a
declaration, notify the Director General of WIPO that, in connection with any international
application in which it is designated under the 1960 Act, the standard designation fee is to be
replaced by an individual designation fee, whose amount should be indicated in the
declaration and can be changed in further declarations. The declaration may also specify
that the individual designation fee to be paid comprises two parts (refer to “Individual
designation fees”). The said amount may not be higher than the equivalent of the amount
which the Office of that Contracting Party would be entitled to receive from an applicant for a
grant of protection for an equivalent period for the same number of industrial designs, that
amount being diminished by the savings resulting from the international procedure.

60 Article 15(1), item 2(b); Rule 12(1)(a)(iii); Rule 12(3); Rule 36(1)
Amount of the individual designation fee
A declaration concerning individual designation fees (refer to “Standard designation fees”
and “Individual designation fees”) must indicate the amount of such fees, expressed in the
currency used by the Office concerned and, where applicable, any change in the amount.
Where this currency is other than Swiss currency, the Director General of WIPO, in

consultation with the Office, establishes the amount of the fees in Swiss currency on the
basis of the official exchange rate of the United Nations.

99 Article 7(2)
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Where, for more than three consecutive months, the official exchange rate of the United
Nations between a Contracting Party’s currency and Swiss currency is higher or lower by at
least 5% than the last exchange rate used to establish the amount of the individual fees in
Swiss currency, the Office of that Contracting Party may ask the Director General of WIPO
to establish new amounts in Swiss currency for the individual fees.

Rule 28(2)(c)

Where, for more than three consecutive months, this exchange rate is lower by at least 10%
than the last rate applied, the Director General of WIPO, at his own initiative, establishes
new amounts in Swiss currency for the individual fees. The amounts so fixed are published
on the WIPO website and become applicable at a date to be fixed by the Director General of
WIPO, which is between one and two months after such publication.

Rule 28(2)(d)
Standard designation fees

A Contracting Party that has not made an individual designation fees declaration under
Article 7 will be entitled to a standard fee under Rule 12(1).

There are three different levels of standard designation fee, reflecting the scope of
examination carried out by an Office. For level two or three to apply it is necessary to make
a declaration to that effect.

The levels are as follows:

« level one, for Contracting Parties whose Office does not carry out examination on
substantive grounds — this level will apply automatically in the absence of any
declaration;

¢ level two, for Contracting Parties whose Office carries out examination on
substantive grounds other than novelty (for example, on issues such as the
definition of a “design”, public order and morality, or the protection of State
emblems);

» level three, for Contracting Parties whose Office carries out examination on
substantive grounds, including a limited examination as to novelty (for example, an
examination as to local novelty only even if the criterion for the validity of the design
right is worldwide novelty), or examination as to novelty following opposition by third
parties.

It should be noted that an Office that is an Examining Office, and thus is entitled to make the
notification requiring an individual designation fee, may, instead, for example, make the
declaration requiring the level two or three standard designation fee.

Rule 12(1)
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Mandatory contents of an international application (declaration)

Any Contracting Party bound by the 1999 Act whose Office is an Examining Office and
whose law, at the time it becomes party to that Act, requires that an application for the grant
of protection for an industrial design should contain any of the following
elements - (i) indications concerning the identity of the creator, (ii) a brief description and/or
(iii) a claim — in order for that application to be accorded a filing date under that law may, in a
declaration, notify the Director General of WIPO of those elements.

99 Article 5(2);, Rule 7(4); Rule 11
Identity of the creator

In order that a country acceding to the Geneva Act can make a declaration requiring that an
international application shall contain indications concerning the identity of the creator of the
industrial design that is the subject of that application, two conditions must be fulfilled:

« the Office must be an “Examining Office”, and

+ the national law must provide that, in order that a national industrial design
application be granted a filing date such application must contain indications
concerning the identity of the creator of the industrial design that is the subject of
the application.

Otherwise, this declaration cannot be made.
99 Article 5(2)(b)(i)
Brief description

In order that a country acceding to the Geneva Act can make a declaration requiring that an
international application shall contain a brief description of the reproduction or of the
characteristic features of the industrial design that is the subject of that application, two
conditions must be fulfilled:

» the Office must be an “Examining Office”, and

» the national law must provide that, in order that a national industrial design
application be granted a filing date such application must contain a brief description
of the reproduction or of the characteristic features of the industrial design that is
the subject of that application.

Otherwise, this declaration cannot be made.

The requirement to furnish a brief description is to be distinguished from the requirement to
furnish reproductions or representations of a design. It is already an established
requirement of the Hague System that the latter be furnished (refer to Article 5(1)(iii) and
Rule 9(1)). Similarly, it is required by Article 5(1)(iv) that an indication of the product or
products that constitute the industrial design or in relation to which the industrial design is to
be used be indicated in an international application (item 9 of the international application
form).

99 Article 5(2)(b)(ii
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Claim

In order that a country acceding to the Geneva Act can make a declaration requiring that an
international application shall contain a claim, two conditions must be fulfilled:

+ the Office must be an “Examining Office”, and

s the national law must provide that, in order that a national industrial design
application be granted a filing date, such application must contain a claim.

Otherwise, this declaration cannot be made. In accordance with Rule 11(3), the declaration
under Article 5(2)(b)(iii) must specify the exact wording of the required claim.

99 Article 5(2)(b)(iii)

Special requirements concerning the applicant and the creator (Rule 8)
(declaration)

Filing in name of the creator

If the national law of a country that is acceding to the Geneva Act contains a requirement
that a national application for the protection of an industrial design must be filed in the name
of the creator, that country may make a declaration notifying the Director General of WIPO of
that fact.

This declaration should be distinguished from that referred to under “Identity of the creator”.

In such case, where the person identified as the creator is a person other than the person
named as the applicant, Rule 8(2)(ii) requires that the international application shall be
accompanied by a statement or document to the effect that the international application has
been assighed by the creator to the applicant, and it is the applicant who will be recorded as
holder.

This declaration has been made by four Contracting Parties, namely Finland, Ghana,
Hungary and Iceland. However, rather than requiring the furnishing of such a statement or
document, these Contracting Parties have availed of the facility provided in item 11 of the
international application form, which states as follows:

“If Finland, Ghana, Hungary and/or Iceland is/are designated, it is compulsory to
indicate, in item 11, the identity of the creator. The latter declares that he believes
himself to be the creator of the industrial design. Where the person identified as the
creator is a person other than the applicant, it is hereby stated that the present
international application has been assigned by the creator to the applicant.”

Otherwise, in principle, the declaration should specify the form and content of any statement
or document required.

Rule 8(1)(a)(i)
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Oath or declaration of the creator

If the national law of a country that is bound by the Geneva Act contains a requirement that
an oath or declaration of the creator must be furnished, that country may make a declaration
notifying the Director General of WIPO of that fact. The declaration must specify the form
and content of any statement or document required.

This declaration should be distinguished from that referred to under “Identity of the creator”.

The international application containing the designation of the Contracting Party which has
made the declaration must also contain indications concerning the identity of the creator of
the industrial design.

Rule 8(1)(a)(ii)
Unity of design

If the national law of a country that is acceding to the Geneva Act contains a requirement
that designs which are the subject of the same application should conform to a requirement
of unity of design, unity of production or unity of use, or that the designs should belong to the
same set or composition of items, or that only one independent and distinct design be
claimed in a single application, that country may make a declaration notifying the Director
General of WIPO of that fact. The declaration should be comprehensive, detailed and
specific as to the requirements in question.

The Office of the Contracting Party that made the declaration may refuse the effects of the
international registration pending compliance with the specified requirement of unity of
design. Following a notification of such refusal, the international registration may be divided
before the Office of that Contracting Party in order to overcome the refusal ground.

It is recalled that the requirement of unity of design does not affect the applicant’s right to
include up to 100 designs in the international application even if a Contracting Party that has
made the declaration is being designated. However, to forestall possible refusals on the
ground that the designs in the international registration do not conform with the requirement
of unity of design under the applicable law, the applicant may wish to take into consideration
any declaration of unity of desigh made by a Contracting Party, in which protection is sought
(refer to “How to complete the international application (form DM/1 or E-filing)?”, “ltem 6:
Number of industrial designs, reproductions and/or specimens”, or “Refusal of Protection”,
“Unity of design”).

99 Article 13(1)
Requirements concerning views

If the Office of a country that is acceding to the Geneva Act requires certain specified views
of the product or products which constitute the industrial design or in relation to which the
industrial design is to be used, that country may make a declaration notifying the Director
General of WIPO, specifying the views that are required and the circumstances in which they
are required. However, the declaration may not require more than one view where the
industrial design or product is two-dimensional, or more than six views where the product is
three-dimensional.
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The effect of the declaration is that the Office of the country that made the declaration can
refuse the effects of the international registration pending compliance with the specified
requirement of views (refer to “Refusal of Protection”, “Specific views or sufficient disclosure
of the design”).

Rule 9(3)
Refusal of protection
Extension of period for notification of refusal (Rule 18(1)(b))

In principle, the period within which an Office must notify a refusal is six months. However,
for a country acceding to the Geneva Act, this period may be extended to 12 months in the
following cases:

+ the Office is an “Examining Office”, or

» the national law provides for a procedure for opposition to the registration of an
industrial design.

A procedure of opposition referred to in the second condition, above, is to be distinguished
from a so-called “invalidation” procedure which should normally take place after granting
protection, in which case, the refusal period would not need to be extended.

Rule 18(1)(b)
Date of effect of international registration

Date of effect of international registration (Rule 18(1)(c)(i))

The declaration referred to under “Extension of period for notification of refusal
(Rule 18(1)(b))’, above, may also state that the international registration shall produce the
effect referred to in Article 14(2)(a) at the latest at a time specified in the declaration which
may be later than the date referred to in that Article but which shall not be more than six
months after the said date.

The effect of this declaration is to establish the regime under which the international
registration may produce the effect as a grant of protection under the national law after the
expiry date of the refusal period, but which must be within six months from that expiry date.

It is to be noted that, where the Office of the country that made the declaration has not found

any grounds for refusal, it is obliged to issue a statement of grant of protection provided for
in Rule 18bis(1) with respect to an international registration designating that country.

Rule 18(1)(c)(i)
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Date of effect of international registration (Rule 18(1)(c)(ii))

The declaration referred to under “Extension of period for notification of refusal
(Rule 18(1)(b))’, above, may also state that the international registration shall produce the
effect referred to in Article 14(2)(a) at which protection is granted according to the law of the
Contracting Party where a decision regarding the grant of protection was unintentionally not
communicated within the applicable refusal period.

The effect of this declaration is to safeguard certain exceptional circumstances under which
the Office cannot complete substantive examination as required by the national law within
the applicable refusal period, for instance, due to an inevitable incidence, such as natural
disaster. The application of this declaration should therefore be limited to exceptional cases,
and on an individual case basis, as opposed to a declaration referred to under “Date of effect
of international registration (Rule 18(1)(c)(i))", above.

It is to be noted that, where the Office of the country that made the declaration has not found
any grounds for refusal, it is obliged to issue a statement of grant of protection provided for
in Rule 18bis(1) with respect to an international registration designating that country.

Rule 18(1)(c)(ii)
Effect of change in ownership

Any country may, in a declaration, notify the Director General of WIPO that the recording in
the International Register of a change in ownership of an international registration shall not
have effect in that country until its Office has received the statements or documents
specified in that declaration.

99 Article 16(2)
Common Office of several states

If several States have effected the unification of their domestic legislation on industrial
designs, they may notify the Director General of WIPO:

 that a common Office is to be substituted for the national Office of each of them,
and

» that the whole of their respective territories to which the unified legislation applies is
to be deemed to be a single Contracting Party for the purposes of the Hague
Agreement.

60 Article 30(1); 99 Article 19(1)

Official records

The International Designs Bulletin is the official publication of the recordings made in the
International Register of the Hague System.
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Extracts and certified copies

Extracts and certified copies are official information from the International Register. Extracts
and certified copies are also useful for claiming priority under the Paris Convention.

An international application and registration remains confidential in relation to third parties
until publication of the international registration. With respect to any published international
registration, any person may request the International Bureau to provide, against the
payment of the prescribed fees, the following information:

» extracts from the International Register;

» certified copies of recordings made in the International Register or of items in the
file of the international registration (typically, “priority documents”);

» uncertified copies of recordings made in the International Register or of items in the
file of the international registration;

» written information on the contents of the International Register or of the file of the
international registration;

+ photographs of specimens.

The fees for these information services are included in the Schedule of Fees.

To obtain these extracts, copies or information, the request must indicate the international
registration number or the application number (nine-digit number or “WIPO” + number)
assigned by the International Bureau. It is recommended to submit the request through
Contact Hague.

It is to be noted that the possibility to ask for an extract, copy or information in relation to any
international application or international registration which has not been published is limited
to the applicant or holder of that international application or registration or their appointed
representative before the International Bureau.

Priority documents and WIPO Digital Access Service (DAS)

An international application may itself serve as a basis for claiming priority in a subsequent
national, regional or international application. The International Bureau participates in the
WIPO Digital Access Service (DAS) as a “depositing Office” with respect to priority
documents for industrial design applications. With regard to DAS, refer to “ltem 13: Priority
claim — Article 4 of the Paris Convention”.

Where the applicant or holder requests the International Bureau to provide a certified copy of
an international application (“priority document”), the International Bureau will provide a DAS
code, in addition to the requested priority document. This DAS code can be communicated
to Offices allowing them to retrieve the priority document from DAS if they participate in DAS
as an “accessing Office” with respect to priority documents for industrial design applications.
For more information about DAS and its participating Offices, refer to the WIPO website:
www.wipo.int/das/en/.
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Data dissemination
Data from the Bulletin is available in computer-readable format, XML, via FTP server.
The following standards apply:
s Standard ST.3: Two-letter codes for the representation of states, other entities and

organizations;
» Standard ST.96: Processing of industrial property Information using XML.

1. This applies, for instance, to the member States of the African Intellectual Property Organization (OAPI)
but not to the member States of the European Union (where protection of industrial designs can also be
obtained through their own national Offices).

2. This situation corresponds to the Benelux Office for Intellectual Property (BOIP), which is the common
Office to Belgium, Luxembourg and the Netherlands (the Benelux countries).

3. This list also concerns the members of the Hague Agreement bound by the 1934 Act.
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General

Communications with the International Bureau

Three routes of communication are possible as part of the international procedure, namely:

» between the International Bureau and the Office of a Contracting Party;
« between the International Bureau and the applicant or holder, or his representative’;

« between the applicant or holder (or representative) and the Office of a Contracting
Party. These latter communications, which do not involve the International Bureau,
are outside the scope of the Hague Agreement. The modalities of such
communications are exclusively a matter for the law and practice of the Contracting
Party concerned. For example, the question as to whether an appeal against a
refusal of protection may be filed by post, facsimile or by electronic means with a
given Office is a matter for determination by the legislation and/or practice of that
particular Contracting Party.

Rule 1(1)(v); Rule 2

Modalities of communications with the International Bureau

Communications addressed by an applicant, holder or an Office to the International Bureau
must be in writing and be typed or otherwise printed. Handwritten communications are not
acceptable. The communication must be signed. The signature may be handwritten, printed
or stamped, or may be replaced by a seal. As regards electronic communication and
communications through user accounts available on the WIPO website, the signature must
be made in the manner determined by the International Bureau or agreed upon between the
International Bureau and the Office concerned, as the case may be. Pursuant to
Section 205(a) of the Administrative Instructions, communications through user accounts
must be authenticated through the use of the account holder’s user name and password.

A.l. Section 201(a); A.l. Section 202; A.l. Section 205(a)

Communications addressed to the International Bureau may be delivered by hand, sent by
mail or by electronic means.

Communications sent by mail

Any communication may be sent to the International Bureau by mail, through a postal or
other delivery service, at the following address:

World Intellectual Property Organization
34, Chemin des Colombettes, P.O. Box 18,
CH-1211 Geneva 20

Switzerland
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If several documents are mailed to the International Bureau in one envelope, they should be
accompanied by a list identifying each one of them. The International Bureau informs the
sender of any discrepancy between the list and what is actually received.

A.l. Section 201(b)

Communications sent by facsimile [Deleted]

The use of facsimile for communication with the International Bureau was terminated on
January 1, 2019, as the result of the deletion of Section 203 of the Administrative
Instructions.

Communications sent by electronic means

Any communication between, on the one hand, an applicant or holder or Office of a
Contracting Party and, on the other hand, the International Bureau, including the
presentation of an international application, may be made by electronic means, for example,
through the electronic filing (E-filing) interface with user accounts or the interface for the
renewal of international registrations (E-renewal). Notwithstanding the above, electronic
communications between an Office and the International Bureau may take place in a way
agreed upon between the International Bureau and the Office concerned. Each Office
wishing to receive communications sent by electronic means shall indicate to the
International Bureau the email address to which the said communication shall be sent.

Where a communication is transmitted to the International Bureau by electronic means and,
because of the time difference between the place from where the communication is sent and
Geneva, the date on which the sending started is different from the date of receipt by the
International Bureau of the complete communication, the earlier of the two dates shall be
considered as the date of receipt by the International Bureau.

A.l Section 204(a); A.l. Section 205; A.l. Section 204(c)

Provided the sender can be identified and can be reached, the International Bureau will
promptly inform him, also by electronic transmission, of the receipt of the electronic
communication, and of any deficiencies in the transmission (for example, if it is incomplete or
illegible). Such an acknowledgement shall contain the date of receipt in the case of an
international application.

A.l. Section 204(b)

Official forms

All official forms are established by the International Bureau. Official forms include both
paper forms, as well as electronic interfaces (E-filing). Further electronic interfaces may be
made available on the WIPO website or on the website of the Office of a Contracting Party.
It is recalled that a Contracting Party allowing, in line with Article 4(1) of the 1999 Act, the
indirect filing, may make an E-filing interface available on the website of its Office.

99 Article 4(1); Rule 1(1)(vi)



80| AHEX} 7t0|= 33%

of2f NRE Sl 50| g0 IAADR0| SW LASE FL, oS UL SYSHE 2=
Of EREO{Of FICy. BEW UM £YBY YA Y= FS IHARIL 0[S LB
aaict

[NA2 3201 2(0)]
WAR WAL S8 [AA]
WAS S5t FAARID] SHE NN H2BZI A0 [t 20199 12 1YAE F
RE9CY
HAY 4o WL B
S0 YA e YA BYS HWOR S10 IYALDL HE WOR St 5
Aolol FHEH HES Bt BE SHE HAY AT S ¥ £ U WAH 202 of
£ 50| ALgA A0 WRE E-filing (MAHEH) AE|TO|A £ 2HSZe E-renewal (X
A7441) QIEIHO|AS WTH IHNE BRSID BHI IAHARF 0[] HAY SHE 33
APRIT T T Af0[o] FOIH YAOR 0|20 HAY ALOR SHE womL %
YL SHE WS O|HY R4S IAALI0| YOF BLF

JAAR RO MY 202 SRR SEIF H 2RI LB A0S AR TR0 Wi
Mot BANRRO| EHE WA LUIF G2 A, E LA 2 UM L2 AR

dE 20

i

(A2 H204Z(a); AAIZ A 2052 ABAIZ] 3|204Z(0)]
W010| OIS D AR JhSoIH FHALBLS ZA| T AU HAY SHO| Hh AMS
HAY S SOl Y20, SHo| SATH U FRUS SO, BRI org 4 gk
5) 0|5 1 waoPi Y IHEYU] FL J2f5 2480l S0 H4Uo| i of
OF gt}
[NAIZ] H|2042(b)]
34 A4

TAAET2 B 84 MYS ot &M MY2 MBE MYERE of4ef Efiling (MArEHE)
QIRHo| Ak Helotty gt E-filing (MatEd) @

oy EO0|A|0|M Ol &7tsetty. 19999 ZHgEd AM4=(1)o| Ut 7HE 28BS o 8of=
HAZAAE ofF #He| ZHO[R[0M 0|8 7tseh MAtEE UHHO|AS Us 4+ AT



page 34 Hague Guide for Users

As an alternative to using a paper form produced by the International Bureau, Offices,
applicants or holders may generate their own forms. Such self-generated forms are
acceptable to the International Bureau provided that they have the same contents and
format as the official forms.

Rule 1(1)(vi)

The items in such self-generated forms need not have the same spacing and layout as in the
forms established by the International Bureau. Indeed, one advantage of producing such
forms is that as much space can be allocated to a given item as is needed; for example,
where an international application is in the names of several applicants, or there is a
particularly large number of industrial designs, use of such forms can avoid the need for
continuation sheets. The following prescriptions must, however, be observed:

» the form must be on A4 paper, written on one side only;

s it must contain the same items, with their numbering and titles, in the same order,
as the official form established by the International Bureau;

+ Where an item is hot used or is not applicable, the item should not be omitted, but
should be included with an appropriate indication, such as “not applicable”, “nil” or
“not used”; for example, if an international application submitted on a self-generated
form does not include a claim to priority, the form should still include the relevant
entry, between items 12 and 14, with an appropriate indication, such as: “Priority
Claim: Not applicable”.

Continuation sheets

Where the space available in any part of a form is insufficient (for example, in the case of an
international application, because there is more than one applicant, or more than one priority
claim) one or more continuation sheets should be used (unless a self-generated form has
been used). On the continuation sheet, it is hecessary to indicate “Continuation of item
number ....", the information then being presented in the same manner as required in the
form itself. The number of continuation sheets used should be indicated in the box provided
at the beginning of the form.

Indication of dates

Any indication of a date in an official form must consist of the day in two digits, followed by
the number of the month in two digits, followed by the number of the year in four digits, all in
Arabic numerals and day, month and year being separated by slashes (/). For example, the
date April 1, 2014, is to be written as “01/04/2014".

Unofficial forms

In addition to the official forms, several unofficial forms are available, for example for
renewing an international registration. The use of these forms is not compulsory; they are
provided by the International Bureau for the convenience of users.
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Calculation of time limits

The Hague System lays down time limits within which certain communications must be
made. Normally the date on which the time limit expires is the date on which the
communication must be received by the International Bureau. An exception to this is the
time limit within which the Office of a designated Contracting Party may notify refusal of
protection; in this case, it is the date on which the Office sends the notification to the
International Bureau which is decisive (refer also to A.l. section 501). Any communication
from the International Bureau which refers to a time limit indicates the date of expiry of that
time limit, calculated in accordance with the following rules:

» any period expressed in years expires, in the relevant subsequent year, on the
same day and month as the event from which the period started to run, except that
a period which started on February 29, and ends in a year in which there is no such
date, will expire on February 28. For example, a period of 10 years from
February 20, 2008, will expire on February 20, 2018; a period of 10 years from
February 29, 2008, will expire on February 28, 2018;

Rule 4(1)

» any period expressed in months expires, in the relevant subsequent month, on the
day having the same number as the day of the event from which the period started
to run, except that if there is no day with that number, the period expires on the last
day of the month. For example, a period of two months which begins on
January 31 ends on March 31, while a period of three months which begins on the
same date ends on April 30;

Rule 4(2)

¢ any period expressed in days starts on the day following the day on which the
relevant event occurred. For example, a period of ten days which is to be reckoned
from an event which occurred on the twelfth day of a month will expire on the
twenty-second day of that month.

Rule 4(3)

o If a period within which a communication must be received by the International
Bureau would expire on a day on which the International Bureau is not open to the
public, it will expire on the next subsequent day on which the Bureau is open. The
following examples will illustrate the situation: Firstly, if a period within which a
communication must be received by the International Bureau ends on a Saturday or
Sunday, the deadline will be met if the communication is received on the following
Monday (assuming that the Monday is not a holiday). Secondly, a period of three
months starting from October 1 will not expire on January 1 (which is an official
holiday at the International Bureau), but on the next working day. A list of the days
on which the International Bureau is not scheduled to be open to the public during
the current and the following calendar year is published on the WIPO website.

Rule 4(4); Rule 26(2)
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Likewise, if the period within which a communication (such as a notification of refusal of
protection) must be sent by an Office to the International Bureau would expire on a day on
which the Office concerned is not open to the public, it will expire on the next subsequent
day on which the Office is open. It should be noted that this applies only where the period in
guestion is specified in terms of the communication being sent by an Office within that period.
On the other hand, where the period is specified in terms of the communication being
received by the International Bureau within that period, it is the previous paragraph that
applies; in such a case, late receipt of the communication by the International Bureau
cannot be excused on the ground that its dispatch was delayed because the Office which
sent it was closed.

Rule 4(4)

Excuse of delay in meeting time limits

Where a time limit is not met because a communication addressed to the International
Bureau by an applicant or holder or by an Office is unduly delayed or is lost because of an
irregularity in a postal or delivery service, this may be excused, provided due care has been
exercised by the sender and the communication was dispatched in good time. The rule is
that failure to meet a time limit will be excused if the party which sent the communication
submits evidence showing, to the satisfaction of the International Bureau:

» that the communication was mailed or sent to the International Bureau at least five
days prior to the expiry of the time limit, or, where the postal or delivery service was,
on any of the 10 days preceding the day of expiry of the time limit, interrupted on
account of war, revolution, civil disorder, strike, natural calamity, or other like reason,
that the communication was mailed or sent not later than five days after postal or
delivery service was resumed;

o that the mailing of the communication was registered, or details of the
communication were recorded by the postal or delivery service at the time of
mailing; and

¢ in the case of a communication sent by a postal service from a location from which
not all classes of mail normally reach the International Bureau within two days of
mailing, that the communication was either mailed by a class of mail which normally
reaches the International Bureau within two days of mailing, or was sent by airmail.

Rule 5(1) and (2)

Failure by an applicant or holder or by an Office to meet a time limit for a communication
addressed to the International Bureau that was sent electronically, would be excused where
the party concerned submits satisfactory evidence showing that the time limit was not met
because of a failure in the electronic communication with the International Bureau or a failure
that affects the locality of the interested party due to extraordinary circumstances beyond the
control of the interested party. It should be noted that the latter applies to outages affecting a
high number of users, such as all users in a large area of a city or country, rather than
localized problems within a particular building. In such circumstance, a new communication
should be effected no later than five days after the electronic communication service is
resumed.

Rule 5(3)
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Failure to meet a time limit will be excused only if the evidence referred to in the previous
paragraphs, and the communication, or, where applicable, a duplicate thereof, are received
by the International Bureau not later than six months after the expiry of the time limit.

Rule 5(4)

It is recalled that pursuant to Rule 12(3) of the Common Regulations, a declaration under
Article 7(2) of the 1999 Act concerning an individual designation fee, may specify that the
individual designation fee to be paid in respect of the Contracting Party concerned
comprises two parts, the first to be paid at the time of filing the international application and
the second part to be paid at a later date which is determined in accordance with the law of
the Contracting Party concerned. Given that the applicable law provides for the time limit for
the payment of the second part of the individual designhation fee, including conditions for
excuse of a delay in meeting that time limit, and that the second part of the individual
designation fee may also be paid to the national Office concerned, paragraph (5) states that
Rule 5 shall not apply to the payment of the second part of the individual desighation fee
through the International Bureau.

Rule 5(5)
Languages

International applications

An international application may be filed in English, French or Spanish at the applicant’s
option.

Rule 6(1)

Any communication concerning an international application or an international registration
must be

e in English, French or Spanish, where such communication is addressed to the
International Bureau by an applicant, holder, or Office?:

* in the language of the international application, where the communication is
addressed by the International Bureau to an Office, unless that Office has notified
the International Bureau that any such communications are to be in English, French,
or Spanish;

¢ in the language of the international application, where the communication is
addressed by the International Bureau to the applicant or holder, unless that
applicant or holder has expressed the wish that all such communications be in
English, French, or Spanish.

Rule 6(3)
The recording in the International Register and the publication in the Bulletin of an
international registration and of any data to be both recorded and published in respect of that

international registration takes place in English, French and Spanish.

Rule 6(2)
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In respect of international applications filed before April1, 2010 and international
registrations resulting from such applications, Rule 6 as in force before April 1, 2010,
continues to apply. As a consequence, the recording in the International Register and the
publication in the Bulletin of an international registration and of any data to be both recorded
and published in respect of that international registration only take place in English and in
French.

Rule 37(2)

Translation

The necessary translation of the recordings to be made in the International Register and
their publication in the Bulletin is performed by the International Bureau. The applicant may
annex to the international application a proposed translation of any text contained in the
international application. If the proposed translation is not considered by the International
Bureau to be correct, it is corrected by the International Bureau after having invited the
applicant to make, within one month from the invitation, observations on the proposed
correction.

Rule 6(4)

Payment of fees to the International Bureau

The amounts of the fees payable in connection with an international application or
registration are either prescribed in the Schedule of Fees appended to the Common
Regulations or, in the case of individual fees, fixed by the Contracting Party concerned.

Rule 27(1)

Fees may be paid by the applicant or holder directly to the International Bureau. As regards,
in particular, an international application, the fees may also be paid through the Office of the
applicant’s Contracting Party if the application is filed through that Office and the Office
accepts to collect and forward such fees to the International Bureau.

Rule 27(2)(a) and (b)
Currency of payment
All payments to the International Bureau must be made in Swiss currency. An Office which
accepts to collect and forward fees may collect payments from the applicant in another
currency, but the payment forwarded to the International Bureau by the Office must be in

Swiss currency.

Rule 28(1)
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Mode of payment
Fees may be paid to the International Bureau:

» by debit to a current account at WIPO;

+ by payment into the WIPO bank account or WIPO postal account;
» through the Office of indirect filing (e.g. USPTO);

+ through an online payment system made available when using E-filing or E-renewal,
which offer a range of payment methods according to the user account profile.

A.l. Section 801

An applicant, holder, representative, or an Office having frequent dealings with the
International Bureau, may find it useful to maintain a current account at WIPO. This greatly
simplifies the payment of fees and reduces the risk of irregularities due to late or incorrect
payment.

Whenever a fee is paid to the International Bureau, the purpose of the payment must be
indicated, together with information identifying the application or registration concerned.
This information should include:

» at the stage of the international application, the name of the applicant and the
industrial desigh to which the payment relates;

¢ in connection with international registrations, the name of the holder and the
international registration number.

Rule 27(4)

Where payment is made other than by debit from a current account at WIPO, the amount
should be stated. Where payment is made from a current account at WIPOQ, it is sufficient to
give a general instruction to the International Bureau to debit whatever is the correct amount
for the transaction in question (by ticking the appropriate box on the fee payment sheet
which is part of the official form).

Nevertheless, if a specific amount is indicated, the International Bureau treats it as indicative
only, debits the correct amount and notifies accordingly the party (applicant, holder,
representative or Office) that gave the instruction.

Date of payment

The fees are considered to have been paid on the date on which the International Bureau
received the required amount. However, in the case of a renewal, if a payment is received
by the International Bureau earlier than three months before the date on which the renewal
of the international registration is due, it is considered as having been received three months
before that date.

Rule 27(5)(a); Rule 24(1)(d)
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Change in the amount of fee

Where an international application is filed through the Office of the applicant’s Contracting
Party and the amount of the fee payable changes between the date on which the application
was received by such Office and the date on which it was received by the International
Bureau, it is the fee that was valid on the date of reception of the international application by
the Office that is applicable.

Rule 27(6)(a)

Where the renewal of an international registration is requested and the amount of the fee
payable changes between the date of payment and the date on which renewal is due, then

* where payment is made not more than three months before the date on which
renewal is due, it is the fee that was valid on the date of payment that is applicable;

Rule 27(6)(b)

» Wwhere the fee is paid more than three months before the date on which renewal is
due, the payment is considered to have been received three months before the due
date, and it is the fee that was valid three months before the due date that is
applicable (refer to “Date of payment®).

Rule 24(1)(d)

Where the renewal fee is paid after the due date, it is the fee that was valid on the due date
that is applicable.

Rule 27(6)(b)

In any other case, the applicable amount is that which was valid on the date on which the
payment was received by the International Bureau.

Rule 27(6)(c)
Representation before the International Bureau

An international application may be filed with the International Bureau directly by the
applicant. If he so wishes, the applicant may appoint a representative to act on his behalf
before the International Bureau.

Rule 3(1)(a)

The provisions of the Hague System relate only to the representation before the Iniernational
Bureau. Requirements as to the appointment of a representative before the Office of a
Contracting Party (in the event, for example, that an appeal is lodged against a refusal of
protection) are outside the scope of the Hague System and are exclusively a matter for the
law and practice of the Contracting Party concerned.
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With respect to who may be appointed as a representative before the International Bureau,
the Hague System does not provide for any requirement as to professional qualification,
hationality or domicile.

Method of appointment of a representative

In the international application

A representative may be appointed in an international application by indicating the name and
address of such representative in item 5 of the international application form or in the
corresponding section of the electronic filing (E-filing) interface. A representative appointed
in such a manner may sign the international application in item 19 (ho power of attorney
required). This being said, the international application may still be signed by the applicant
or be accompanied by a power of attorney (refer to “ltem 5: Appointment of a
representative”). A power of attorney in PDF format may be uploaded in the E-filing
interface.

Rule 3(2)(a)
In a request for the recording of a change

A representative may be appointed in a request for the recording of a change (limitation,
renunciation, change in ownership, change in the name and/or address of the holder) by
indicating the name and address of such representative in the corresponding item of the
form concerned. For the appointment of the representative to be effective, the request must
be signed by the holder or be accompanied by a power of attorney or form DM/7 duly
completed (and the appropriate box ticked accordingly) (refer to “Appointment of a
representative”, “Change in the name and/or address of the holder®, “Renunciation“ and
“Limitation”). To date, it is not possible to submit a request for the recording of a change

through an electronic interface.
In a separate communication

The appointment of a representative may also be made at any time in a separate
communication. Such separate communication must be sighed by the applicant or holder.

Rule 3(2)(b)

The communication may be a simple letter. It suffices that it clearly identifies the person
making the appointment, the name and address of the appointed representative and the
international application or registration concerned. Although not compulsory, an unofficial
form (DM/7) for appointing a representative is available from the International Bureau for the
convenience of applicants and holders.

Such an appointment may relate to any number of international applications or registrations,
provided they are all clearly and individually identified. The International Bureau cannot
accept, as an appointment of a representative, a communication which simply refers to all
international applications and registrations in the name of the same applicant or holder.
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Only one representative

Only one representative may be appointed in respect of a given international application or
registration. Therefore, if the appointment indicates more than one representative in respect
of the same international application or registration, only the one indicated first is considered
to have been appointed. Where a partnership or firm of attorneys or patent or trademark
agents has been indicated, this is regarded as a single representative.

Rule 3(1)(b); Rule 3(1)(c)
Irregular appointment

Where the appointment of a representative does not comply with the applicable
requirements, the International Bureau considers the appointment as irregular. It notifies
accordingly the applicant or holder and the purported representative and, failing the required
correction, it sends all relevant communications to the applicant or holder or their previously
appointed representative.

Rule 3(2)(c)
Recording and notification of appointment

If the appointment of the representative complies with the applicable requirements, the
International Bureau records that fact, along with the name and address of the
representative in the International Register, and notifies both the applicant or holder and the
representative concerned.

Rule 3(3)(a) and (b)
Effect of the appointment

The appointment of a representative has effect as of the date on which the International
Bureau receives the communication (international application, request to record a change or
separate communication) in which the appointment has been made.

Rule 3(3)(a)

A duly recorded representative may always sign a communication, or carry out any other
procedural step, in place of the applicant or holder. Any communication addressed by him to
the International Bureau has the same effect as if it had been addressed to the International
Bureau by the applicant or holder. Similarly, where a representative is recorded, the
International Bureau sends to him any communication which, in the absence of a
representative, would have been sent to the applicant or holder. Any such communication
has the same effect as if it had been addressed to the applicant or holder.,

Rule 3(4)(a), (b) and (c)
Where a representative is appointed, the International Bureau does nhot normally send

communications also to the applicant or holder. There are a number of exceptions to this
rule:
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» where cancellation of the appointment is requested, the International Bureau so
informs both the applicant or holder and the representative (refer to “Cancellation of
appointment”);

Rule 3(5)(c)

+ six months before the expiry of a five-year term of protection, the International
Bureau sends an unofficial notice to both the holder and his representative;

Rule 23

« where insufficient fees are paid for the purpose of renewal, the International Bureau
notifies both the holder and his representative.

Rule 24(3)

Apart from these exceptions, whenever this Guide refers to anything being sent to, or done
by, an applicant or holder, this should be understood as a reference to it being sent to, or
allowed to be done by, a duly-recorded representative.

Cancellation of appointment

The recording of a representative is canceled upon receipt of a corresponding request
sighed by the applicant, holder or representative. Cancellation may be requested by means
of a simple letter or on the unofficial form DM/9. The cancellation of the recording may be
effected for all the international applications or registrations of the same applicant or holder
in respect of which the representative has been duly appointed, or for any specified
international applications or registrations of that applicant or holder.

Rule 3(5)(a)
The recording of a representative is canceled ex officio by the International Bureau where a
new representative has been duly appointed. As noted above, only one representative may

be recognized at any one time; the appointment of a new representative is therefore
assumed to replace any representative previously appointed.

Rule 3(5)(a)
The recording of a representative is also canceled ex officio by the International Bureau

where a change in ownership has been recorded and no representative has been appointed
by the new holder.

Rule 3(5)(a)

The cancellation becomes effective from the date on which the International Bureau receives
the communication leading to the cancellation.

Rule 3(5)(b)
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Once the cancellation becomes effective, the International Bureau notifies the cancellation
and its effective date to the applicant or holder and to the representative whose appointment
has been canceled. It sends all future communications either to the new representative or,
where no new representative has been recorded, to the applicant or holder.

Rule 3(5)(c)

No fees

The recording of the appointment of a representative, of any change concerning the
representative, or of the cancellation of the recording of a representative, is exempted from
the payment of fees.

1. Unless otherwise specified, where this Guide refers to a communication being sent to or by an applicant
or holder, this is to be understood as meaning that, where a representative is recorded in the International
Register for that applicant or holder, the communication will be sent to, or may validly be sent by, that
representative (refer to “Effect of the appointment”).

2, Notwithstanding Rule 6(3)(i), where the international registration was amended in a procedure before the
Office, the information on amendments referred to in Rule 18(4)(c), 18bis(1)(c) and (2)(c), could be
provided in the language in which the Office detains it, even if it is a language other than the working
language used for the statement or notification concerned.
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International procedure

The life of an international registration starts with the international application and proceeds
through to the recording of the international registration. Various events can occur following
an international registration, such as refusal of protection, requests for the recording of
certain changes (change in hame or address, change in ownership, limitation, renunciation
or cancellation) and renewal of the international registration.

Harmonization of terminology

The 1960 Act, on the one hand, and the 1999 Act, on the other hand, refer at times to
identical concepts while using different terminology. Therefore, for the sake of simplicity and
consistency and throughout the Common Regulations, the terminology of the 1960 Act has
been brought into line with the more modern terminology used in the 1999 Act. For the
purpose of the Common Regulations, five terms contained in the 1960 Act have been
harmonized with those contained in the 1999 Act:

+ reference to “international application” or “international registration” is deemed to
include a reference to “international deposit”, as referred to in the 1960 Act;

» reference to “applicant” or “holder” is deemed to include a reference to, respectively,
“depaositor” or “owner” as referred to in the 1960 Act;

+ reference to “Contracting Party” is deemed to include a reference to a State party to
the 1960 Act;

» reference to “Contracting Party whose Office is an Examining Office” is deemed to
include a reference to “State having a hovelty examination” as defined in Article 2 of
the 1960 Act;

» reference to “individual designhation fee” is deemed to include a reference to the fee
mentioned in Article 15(1)2(b) of the 1960 Act.

Rule 1(2)

Entitlement to file an international application

To be entitled to file an international application, an applicant must satisfy at least one of the
following conditions:

+ be a national of a State that is a Contracting Party or of a State member of an
intergovernmental organization that is a Contracting Party, or

+ have a domicile in the territory of a State that is a Contracting Party or in the
territory in which the treaty establishing an intergovernmental organization that is a
Contracting Party applies, or

» have a real and effective industrial or commercial establishment in the territory of a
State that is a Contracting Party or in the territory in which the treaty establishing an
intergovernmental organization that is a Contracting Party applies.

60 Article 3; 99 Article 3

In addition, but only under the 1999 Act, an international application may be filed on the
basis of a habitual residence in a Contracting Party.



50| AHEX} 7H0|= 45%

= Al 2 &

IS 522 IYSUOE ANt IAS2S 7|52 S VYU IHES 0|5 2
HSZe| B Y, IHSIY ¥ 7|S QYOIZOU R4 WY, A5 W, UF, B
32), FTHSSO| B 22 T RO wHT £ UL

809 3t

19605 JHYBY, 12D CHE FHHOR 19999 MHYBYS WU 2L Aol ot o2
O ALBSIO] IFBITL MEAN THRESID AT 4 UEE =HUM TSIUEL Sotol
19601 YT BOI7 19994 HYBHOIM ALRE ALY Bojor 2345 O|F 4 YE
£ SHECE Oj23t BEFAS B2 U5 19604 HYBYOl EE 5 oi7t 1999 Y

o e 80i2 R&E O[Oy
o "THEE" Bz "FAHSE S 1960F HHEGOME =H7|H"eR =20
o "EHUT Eg tHYAE 1960 THEFGAM 42 7I5R Ee rEHE AR 20
o CAFFARR = 1960 HYFHAM G “FAt=(State party)’ 22 2L

o U O] AR HYTARA S 1960 NEEY A220 FoE "dld dAb

]
\J
=
nE
Rl
oX
ale
>
Hu
rir
2
o~
o
m
\J
=
X
ol
I
=
o
N
N
S
=2
>

Usts ALEE ECOL

AEE HA(EW)

TAEEY HAE 7127 flof0 2EeUE e 24U & HOlk ofL+E TH=s0{of ot

]

Rl
18
ol
>
pal
ro
Hl
N
1o
_|-|_|
rg
|_r|
rr
2
18
ol
>
X
ro
oX!
e[
N
N
-1
_|-0_||
rio
H
lo
H
r [m}
ne
paY]
5]
rr

o AP Ite) FAo| £ HATAR HEI 7| RE HYSHE 20| MY

—
Aol F2E 7MY %, EE
r

[60432; 99 A|3Z]

e 22 1999E JMZHPAU IME FAHZES ALTAAMY ALE 7|22 A 22 =



page 46 Hague Guide for Users

The interpretation of “national”, “domicile”, “habitual residence” and “real and effective
commercial or industrial establishment” is exclusively a matter for the laws of the Contracting
Parties to determine. This Guide can therefore only give some guidance in that regard.

The term “national” is intended to have the same meaning as in Articles 2 and 3 of the Paris
Convention. It is taken to be capable of including both natural and legal persons. The
guestion as to whether a natural person is a national of a particular country, and the criteria
for deciding whether a legal entity is regarded as a national of that country (for example,
place of incorporation or headquarters), are matters for the law of such country.

The concept of “domicile” can have different meanings, depending on national legislation. It
is for the law of a Contracting Party to determine the criteria for either a natural person or a
legal entity to be regarded as domiciled in that Contracting Party. Under some legislations a
natural person can obtain domicile only by virtue of an official authorization. Other
legislations interpret “domicile” as more or less equivalent to “residence”. It is generally
believed that the Paris Convention did not seek, by using the expression “domicile”, to
indicate a legal situation, but rather a more or less permanent situation of fact, so that a
foreign national residing in a Contracting Party would, in most cases, be eligible to claim
entittement through domicile. With respect to legal entities, their “domicile® can be
considered to be the place of their actual headquarters.

The term “habitual residence” is taken from the Berne Convention for the Protection of
Literary and Artistic Works. It has been used in the 1999 Act in order to compensate for any
excessively narrow interpretation that might be given to the concept of “domicile” under
domestic laws.

The expression “real and effective industrial or commercial establishment” is taken from
Article 3 of the Paris Convention, to which it was added at the first conference for the
revision of the Convention which took place in Brussels in 1897 - 1900. It was felt that the
original provision, which referred simply to “an establishment”, was too broad and should be
restricted. The intention was that, by using the French term “sérieux” (“real” in English),
fraudulent or fictitious establishments would be excluded. The term “effective” makes it clear
that, while the establishment must be one at which some industrial or commercial activity
takes place (as distinct from a mere warehouse), it heed not be the principal place of
business (at the Brussels Conference, the proposal by one of the States party to the Madrid
Agreement to narrow down the requirement of the establishment to the principal place of
business was not adopted).

Determination of the State of origin (under the 1960 Act) and
determination of the applicant’s Contracting Party (under the 1999 Act)

The “State of origin® under the 1960 Act and the “applicant’s Contracting Party” under the
1999 Act both correspond to the Contracting Party in respect of which the applicant derives
his right to file an international application under the Hague Agreement, i.e., the Contracting
Party with which the applicant has the required entitlement (through establishment, domicile,
nationality or, in respect of the 1999 Act, habitual residence).

However, where an applicant has an entitlement with several Contracting Parties (refer to
“Item 2: Entitlement to file”), the “State of origin® and the “applicant’s Contracting Party” are
determined according to different principles under, respectively, the 1960 Act and the
1999 Act.
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Determination of the State of origin under the 1960 Act

The State of origin is determined as:

» the Contracting State to the 1960 Act in which the applicant has a real and effective
industrial or commercial establishment; or

s if he has no such establishment in such a State, the Contracting State to the
1960 Act in which he has his domicile; or

s if he has neither an establishment nor a domicile in such a State, the Contracting
State to the 1960 Act of which he is a national.

60 Article 2

Thus, where an applicant has multiple entitlements in different Contracting Parties, the State
of origin cannot be freely chosen by that applicant; it is to be determined in accordance with
the above described hierarchy.

Determination of the applicant’s Contracting Party under the 1999 Act

The “applicant’'s Contracting Party” is defined by the 1999 Act in such a way as to permit the
applicant to freely choose his Contracting Party on the basis of establishment, domicile,
habitual residence or nationality. For example, if an applicant indicates a domicile in
Contracting Party A, bound by the 1999 Act, and the nationality of Contracting Party B, also
bound by the 1999 Act, the applicant’s Contracting Party is, among Contracting Parties A
and B, the one which is indicated as such by the applicant in the international application
(refer to “ltem 2: Entitlement to file”).

99 Article 1(xiv)

Plurality of entitlements

An applicant enjoying multiple and independent entittements may cumulate these with a view
to obtaining protection on a broader geographical scale. For example, an applicant having
the nationality of Contracting Party A, bound exclusively by the 1960 Act and whose domicile
is located in Contracting Party B, bound exclusively by the 1999 Act, could, as a result,
designate all Contracting Parties bound by the 1960 and/or 1999 Acts.

A special case of plurality of entitlements arises in respect of States member of an
intergovernmental organization that is a Contracting Party to the 1999 Act, where those
States are themselves bound by the 1960 Act. For example, an applicant having the
nationality of Contracting Party A, bound exclusively by the 1960 Act, that is a member State
of the European Union, could, as a result, designate all Contracting Parties bound by the
1960 and/or 1999 Acts, as the European Union is a Contracting Party to the 1999 Act.

Where an applicant enjoying a plurality of independent entitlements under the 1960 and
1999 Acts designates a Contracting Party bound by the same Acts, the designation of that
Contracting Party will be governed by the 1999 Act, which is the most recent Act refer to
“Determination of which Act is applicable in respect of the designation of a given Contracting
Party”).
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Several applicants

Two or more parties (whether natural persons or legal entities) may jointly file an
international application, provided that each of them is in a position to establish an
entitlement through a Contracting Party bound by the same Act or Acts. It is not necessary
that the Contracting Party concerned be the same in respect of each applicant, nor is it
hecessary that the nature of the entitlement (hationality, domicile, habitual residence or
establishment) be the same for each applicant. For example, where Applicant 1 is a national
of Contracting Party A, bound by the 1999 Act, and Applicant 2 has a domicile in Contracting
Party B, also bound by the 1999 Act, these applicants may jointly file an international
application.
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Contents of the international application

The contents of an international application may be divided into three categories, namely,
the mandatory contents, the additional mandatory contents where certain Contracting
Parties are desighated and the optional contents.

Mandatory contents

The mandatory contents consist of the information which must be contained in every
international application or accompany it (such as the prescribed particulars concerning the
applicant, a reproduction of the designs for which protection is sought or the indication of the
designated Contracting Parties; refer to “International application”).

Rule 7(3)

Additional mandatory contents

The additional mandatory contents of an international application consist of elements that,
under certain conditions, may be notified by a Contracting Party and which must be included
in an international application where such Contracting Party has been designated.
Furthermore, with respect to Contracting Parties designated under the 1999 Act, the
international application shall contain the indication of the applicant’s Contracting Party. The
elements that may be notified by a Contracting Party whose Office is an Examining Office
are the following:

« information concerning the identity of the creator’;

o a brief description of the reproduction or of the characteristic features of the
industrial design in respect of which the application is filed”;
e aclaim®.

Those three additional elements correspond to the requirements that certain Contracting
Parties require in order for a national application to be accorded a filing date under their
domestic legislation (refer to “ldentity of the creator” and “Mandatory contents of an
international application (declaration)”). Finally, in accordance with its national law, a
Contracting Party may notify that the application must be made in the name of the creator
and/or that an oath or declaration by the creator must be furnished (refer to “Special
requirements concerning the applicant and the creator’ in “Contents of the international
application”, “ltem 11: Identity of the creator’ and “Special requirements concerning the
applicant and the creator (declaration)” in “The Hague System: general overview”)* >,

99 Article 5(2)(a) and (b); Rule 7(4); Rule 8(3)
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Optional contents

Even where information concerning the identity of the creator, or a brief description, is not
required for a desighation of a Contracting Party which has not made the declaration under
Article 5(2)(a), such elements may nevertheless be included in the international application,
at the applicant’s choice. Since, in this case, they are not mandatory elements, their
absence does not cause an irregularity in the international application. In contrast, a claim
cannot be indicated by the applicant or an oath or declaration of the creator be furnished, if
the international application has not designated a Contracting Party requiring them.

Rule 7(5)(a)

In addition to the elements mentioned in the previous paragraph, a number of prescribed
optional elements may be provided by the applicant but their absence does not constitute an
irregularity in the international application. The optional contents are: the appointment of a
representative, priority claim, declaration of disclosure at an international exhibition, request
for immediate publication or deferment of publication under Rule 17(1), a declaration,
statement or other relevant indication as specified in the Administrative Instructions or a
statement that identifies information known by the holder to be material to the eligibility for
the protection of the industrial design concerned (refer to “ltem 13: Priority claim” and
“Item 14: International exhibition”). Pursuant to Rule 7(8), the International Bureau shall
delete ex officio any non-required and non-permitted matter in the international application.
Furthermore, if the international application is accompanied by any document other than
those required or permitted, the International Bureau may dispose of the said document.

Rule 7(5)(b) to (q); Rule 7(6)

As mentioned in the previous paragraph, the international application may contain any
declaration, statement or other relevant indication as may be specified in the Administrative
Instructions. Section 407 has been introduced into the Administrative Instructions to address
the specific features in some jurisdictions concerning the relation with a principal industrial
design or a principal application or registration. In these jurisdictions, the law provides for a
“similar design” system or a “related design” system, so that, under certain circumstances, a
reference to the “principal design” must be indicated in an application for the registration of a
“similar design” or “related design®. The Offices of the concerned Contracting Parties need
to identify the “principal design” since a “similar design” or a “related design” can only be
registered if the latter is considered by the Office to be similar or related to the “principal
design” and if both the “similar design” or “related design” and the “principal design” belong
to the same applicant/holder. In principle, if the international application complies with this
requirement, the “principal design” will not be considered as a prior design that would
prevent its “similar design” or “related design” from being registered. This information may
only be included in the international application if the law of a designated Contracting Party
provides for a “similar design” or a “related design” system (refer to “ltem 16: Relation with a
principal design (Optional element applicable to the desighation of Japan and/or Republic
of Korea only)”)°.

Rule 7(5)(f); A.l. Section 407

The international application may contain a declaration claiming the priority of an earlier filing
under Article 4 of the Paris Convention. Where the applicant has claimed priority of an
earlier filing in the international application, the Office of a Contracting Party may require that
a copy of the application on which the priority is based be submitted directly to it.
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Alternatively, pursuant to Section 408(a) of the Administrative Instructions the said claim in
the international application may be accompanied by a Digital Access Service (DAS) code
allowing to retrieve the earlier filing in a DAS library.

Rule 7(5)(c) and (f); A.l. Section 408(a)

As prescribed in Section 408(b), the international application may additionally contain an
indication or a claim of the applicant’s economic status which would allow the applicant to
benefit from a reduction of an individual designation fee concerning the designation of
certain Contracting Parties, as indicated in the declaration made by those Contracting
Parties, respectively’ (refer to “ltem 18: Reduction of individual designation fee”).

99 Article 7(2); Rule 7(5)(); A.l. Section 408(b)

The international application may likewise contain a declaration concerning an exception to
lack of novelty and its supporting documentation. This would allow the applicant to claim
benefits from exceptional treatment for disclosure of an industrial desigh during the grace
period provided for in the national law of certain Contracting Parties. This information may
only be included in the international application if the law of a designated Contracting Party
provides for a “declaration concerning an exception to lack of novelty? (refer to “ltem 15:
Declaration concerning exception to lack of novelty and its supporting documentation”).

Rule 7(5)(f); A.l. Section 408(c)

The international application may similarly be accompanied by a statement that identifies
information known by the applicant to be material to the eligibility for protection of the
industrial design concerned. This information could, for example, concern the patentability
of the design for which protection is claimed® (refer to Annex lll: Information on eligibility for
protection).

Rule 7(5)(g); A.l. Section 408(d)
Special requirements under the law of a Contracting Party

Special requirements concerning the applicant and the creator

Any Contracting Party whose legislation requires an application for the registration of an
industrial design to be filed in the name of the creator of the design may notify that fact to the
Director General of WIPO (refer to “Additional mandatory contents”). If that Contracting
Party is designated in the international application, the identity of the creator of the industrial
design must be furnished and that person is deemed to be the applicant for the purposes of
the Contracting Party concerned, whether or not the international application was filed in his
hame. Furthermore, if the person mentioned in the international application as the creator is
not the same as the person named as the applicant, the international application must be
accompanied by a statement or document, depending on what the Contracting Party
concerned may require, to the effect that the international application has been assighed by
the person identified in the international application as the creator to the person named as
the applicant (refer to “Application filed in the name of the creator”)'®. A standard statement
for that purpose is included in item 7 of international application form DM/1 and in the
relevant section of the E-filing interface™".

Rule 7(4)(c); Rule 8(1)(a)(i) and (b); Rule 8(2)
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Any Contracting Party whose legislation requires the furnishing of an oath or declaration of
the creator may notify that fact to the Director General of WIPO. If that Contracting Party is
designhated in the international application, the international application shall be
accompanied by an oath or declaration of the creator and contain indications concerning the
identity of the creator of the industrial design'? (refer to “Annex |1 Oath or Declaration of the
Creator”).

Rule 7(4)(c); Rule 8(1)(a)(ii) and (b); Rule 8(3)
Special requirements concerning the unity of the design

Any Contracting Party whose law, at the time of its becoming party to the 1999 Act, contains
a requirement of unity of design (according to which, generally speaking, two or more
industrial desighs included in the same application have to conform to the same creative
concept) may notify that fact to the Director General of WIPO™. The requirement of unity of
design may vary from one Contracting Party to another, for example, in some jurisdictions
only one independent and distinct design may be claimed in a single application, whereas in
another several independent desighs may be included in a single application if they belong
to a set.

The requirement of unity of desigh notified by a Contracting Party under the 1999 Act does
not affect the applicant’s right to include up to 100 industrial designs in the international
application even if that Contracting Party is being desighated. The purpose of the
notification of such a requirement is to enable the Office of the Contracting Party that has
made it to refuse the effects of the international registration, pending compliance with the
requirement in question™. In that case, the international registration may be divided before
the Office concerned in order to overcome the ground of refusal based on lack of unity of
design. The Office is entitled to charge the holder of that registration as many additional
fees as divisions prove necessary. The mode of payment of additional fees of this type is
not governed by the Hague System; they will be specified by each Contracting Party
concerned, which will collect them directly from the owner (refer to “Procedure following
notification of refusal”).

99 Article 13

Where an international registration has been divided before the Office of a designated
Contracting Party following a notification of refusal based upon lack of unity of design, that
Office must notify the International Bureau of that fact, together with the following additional
particulars:

+ the Office making the naotification;

s the number of the international registration concerned;

¢ the numbers of the industrial designs which have been the subject of the division
with the Office concerned; and

» the resulting national or regional application humbers or registration humbers.

s A.l Section 502
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Language of the international application

An international application may be in English, French, or Spanish, at the applicant’s option.
However, where an international application is presented to the International Bureau through
the intermediary of an Office, that Office may restrict the choice of the applicant and require
the application to be in any one or two of those three languages.

Rule 6
If the international application is not in one of the prescribed languages, this constitutes an
irregularity entailing a postponement of the filing date of the international application (refer to
“Irregularities entailing a postponement of the filing date of the international application™).

Rule 14(2)(a)

With regard to the language of communications relating to an international application or to
the resulting international registration, refer to “International applications” under “Languages”.

1. Romania is the only Contracting Party that has made a declaration under Article 5(2)(b){i) concerning
the identity of the creator as additional mandatory content.

2. Romania, the Syrian Arab Republic and Viet Nam have made a declaration under Article 5(2)(b)(ii)
concerning a brief description as additional mandatory content.

3. The United States of America and Viet Nam have made a declaration concering a claim under Article
5(2)(a) and (b)(iii).

4. Finland, Ghana, Hungary and lceland have made a declaration under Rule 8(1) that the international
application must be made in the name of the creator.

5. The United States of America is the only Contracting Party that has made a declaration under
Rule 8(1){(ii) requiring the furnishing of an oath or declaration of the creator.

6. Section 407 is applicable for the designation of Japan and the Republic of Korea.

7. lsrael and the United States of America have indicated in their declaration under Article 7(2) different
amounts of individual designation fees, depending on the status of the applicant.

8. This provision is applicable for the designation of Japan and the Republic of Korea.

9. Section 408(d) applies for the designation of the United States of America only. The duty of disclosure
under the national law of the United States of America continues even after the filing date and shall be
monitored by the holder of the international registration.

10. Finland, Ghana, Hungary and Iceland have made a declaration under Rule 8(1) that the international
application must be made in the name of the creator.

11. The national laws of Bulgaria, Japan, Republic of Korea, Russian Federation, Serbia, Tajikistan and
Turkey require that the identity of the creator be mentioned. Although this indication is not mandatory
within the framework of the Hague System, applicants are advised to declare the identity of the creator
as a matter of course, when those Contracting Parties are designated in the international application.
Given that this is an optional indication under the international procedure, the International Bureau will
not examine whether this requirement has been complied with or not.

12. The United States of America is the only Contracting Party that has made the declaration under
Rule 8(1)(a)(ii).

13. Estonia, Japan, Kyrgyzstan, Romania, Russian Federation, Syrian Arab Republic, Tajikistan, the United
States of America and Viet Nam have made a declaration under Article 13(1).

14. Although Japan has made the declaration under Article 13 according to which the national law requires
that only one independent and distinct design may be claimed in a single application, its Office does not
refuse the effects of the international registration on the ground that two or more designs are contained
in a single international registration. The international registration containing several designs is to be
deemed as a bundle of several applications and divided ex officio by the Office in its examination
process.
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How to submit an international application to the
International Bureau: E-filing or DM/1 form

An international application may be presented to the International Bureau on the relevant
official form (form DM/1) or through the electronic filing (E-filing) interface made available by
the International Bureau. If an international application, governed exclusively by the 1999
Act, has been presented to the International Bureau through an Office, the Office should
indicate the date on which it received the international application in the separate box “For
use by the Office indirect filing”. This date is important since it will become, in principle, the
date of the international registration (refer to “Date of the international registration”).

Where an item of form DM/1 is mandatory, it is indicated in parenthesis next to its title
“(Mandatory)”. Where an item is mandatory following a certain designation, it is indicated in
a footnote at the end of the item. The E-filing interface automatically checks the said
mandatory and additional mandatory contents of the application. In principle, paper
applications may be submitted either directly to the International Bureau or via the Office of a
Contracting Party (refer to “Channels of communication”).

Rule 7(1)

Annex | to form DM/1 allows the applicant to submit a “Declaration of Inventorship” or, if not
possible, a “Substitute Statement in Lieu of a Declaration of Inventorship”, in respect of a
designation of the United States of America. It is mandatory if the United States of America
is designated. Annex Il allows the applicant to submit supporting documentation
accompanying an international application in support of a declaration concerning exception
to lack of novelty to the Korean Intellectual Property Office (KIPO). Annex Il serves to
submit a statement that identifies information known by the applicant to be material to the
eligibility for protection of the industrial design concerned. It is only relevant for the
designation of the United States of America. Annex IV allows the applicant to support a
claim of micro entity status with a micro entity certification in order to benefit from a reduction
of the individual designation fee in respect of a designation of the United States of America.
Annex V allows the applicant to submit (a) document(s) in support of a priority claim (priority
document) to the Korean Intellectual Property Office (KIPO).

Sections corresponding to Annexes I, Il, lll, IV and V are also included in the E-filing
interface.

The E-filing interface has the following advantages:

« personalized workbench environment (Portfolio Manager);
» uploading of multiple reproductions simultaneously;

» real-time checking of certain formalities;

» saving of applications in progress;

» afully integrated fee calculator;

» online payment options according to the user profile;

« faster delivery of the application;

+ lower fees when the application contains many reproductions of the industrial
designs to be registered, since reproductions submitted on paper are subject to a fee
for each page beyond the first (refer to “Fees due” in “Payment of fees”);

» instant acknowledgement of receipt with all the details of the submitted application;
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+ sending corrections to irregularities or defects (including corrected reproductions and
documents) to the International Bureau;

s receiving and downloading notifications from the International Bureau relating to
international applications; and
« retrieving in real-time the current status of international applications.

When a notification concerning an international application filed through the E-filing interface
is available, the user who filed an international application will receive an e-mail alert. The
e-mail address used is the one used to create the user account. The alert will provide an
invitation to log into the secure environment in order to consult the notification. For security
reasons, attachments or links are not included in the e-mail alert. The International Bureau,
however, will send notifications by regular mail in all cases.

However, please note that the E-filing interface may not be used if the applicant wishes to
include specimens of the industrial design(s) instead of reproductions.

Rule 9(1); A.l. Section 401(c)

How to complete the international application (form DM/1 or E-filing)?

The following explanations follow the structure of the official paper form for an international
application (form DM/1) and refer to the successive items contained in the form. It is
understood that these explanations apply mutatis mutandis to the E-filing interface.

In the separate box of form DM/1, the applicant may indicate his own reference, number of
continuation sheets (if any) and the Annexes accompanying the international application (if

any).
Item 1: Applicant (mandatory)
Name

Where the applicant is a natural person, the name to be indicated is the family (or principal)
name and the given (or secondary) name(s) of the natural person, as customarily used by
that person and in the order in which they are customarily used. Where the applicant is a
legal entity, its full official desighation must be given. Where the hame of the applicant is in
characters other than Latin characters, the name must be indicated as a transliteration into
Latin characters, following the phonetics of the language of the international application.
Where the applicant is a legal entity, the transliteration may be replaced by a translation into
the language of the international application.

Rule 7(3)(i); A.l. Section 301
Several applicants
Where there is more than one applicant, the appropriate box should be ticked and the

relevant information regarding each of the other applicants should be furnished on a
continuation sheet. The E-filing interface also allows the indication of several applicants.
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Address

The address of the applicant must be given in such a way as to satisfy the customary
requirements for prompt postal delivery and should consist, at least, of all the relevant
administrative units up to, and including, the house number, if any. In addition, telephone
number and an email address may be given. For E-filing, an email address has to be
indicated.

Rule 7(3)(ii); A.l. Section 205(1); A.I. Section 301(d)
Item 2: Entitlement to file (mandatory)

Although only one entitlement with one Contracting Party is required in order to file an
international application, more than one Contracting Party may be indicated for each
criterion in item 2. The applicant is required to indicate in item 2 the Contracting Party(ies) in
which he has a real and effective industrial or commercial establishment (if any), as well as
the Contracting Party(ies) in which he has a domicile (if any), and also the Contracting
Party(ies) of which he is a national (if applicable).

Rule 7(3)(iii)

In addition, the applicant is required to indicate the Contracting Party(ies) in which he has
habitual residence (if any), provided that such Contracting Party is bound by the 1999 Act.
In fact, the possibility of claiming an entitlement through habitual residence is contemplated
only by the 1999 Act, and not by the 1960 Act.

For a paper application, the full name of the Contracting Party should be indicated. For an
electronic application, the official two-letter code for the Contracting Party should be selected
from the corresponding dropdown list.

The indications concerning each of the above criteria must all be completed, even if the
Contracting Party concerned is the same in each case. If any criterion is not applicable, the
applicant should simply write “None”.

Entitlement via an intergovernmental organization

Intergovernmental organizations may become party to the 1999 Act. There are currently two
such Contracting Parties: the European Union (EU) and the African Intellectual Property
Organization (OAPI).

Applicants having a real and effective industrial or commercial establishment, a domicile or a
habitual residence, in a Contracting Party that is a member State of an intergovernmental
organization that is a Contracting Party, or being a national of a Contracting Party that is a
member State of an intergovernmental organization that is a Contracting Party, should
indicate both that Contracting Party and that intergovernmental organization. However,
where entitlement is derived from a connection with a member State of an intergovernmental
organization but which is not itself a Contracting Party, only the name of the
intergovernmental organization should be indicated.
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Multiple entitlements

It is important for the applicant to indicate his multiple entitlements in different Contracting
Parties, since that applicant would then be in a position to cumulate those multiple
entitlements with a view to obtaining protection on a broader geographical scale.

For example, an applicant having the nationality of Contracting Party A, bound exclusively by
the 1960 Act and whose domicile is located in Contracting Party B, bound exclusively by the
1999 Act, could, as a result, designate all Contracting Parties bound by the 1960 and/or
1999 Acts.

Where an applicant enjoying a plurality of independent entitlements under the 1960 and
1999 Acts designates a Contracting Party bound by the same Acts, the designation of that
Contracting Party will be governed by the 1999 Act, which is the most recent Act (refer to
“Determination of which Act is applicable in respect of the designation of a given Contracting
Party”).

Item 3: Applicant’s Contracting Party (mandatory where the 1999 Act applies)

Under the 1999 Act, the applicant's Contracting Party is the Contracting Party through which
the applicant derives the right to file an international application. If only one Contracting
Party bound by the 1999 Act is indicated under item 2, that Contracting Party must also be
indicated under item 3. On the other hand, if several Contracting Parties bound by the
1999 Act are indicated under item 2, one of them must be selected as the applicant’'s
Contracting Party. That Contracting Party must be specified by the applicant in any
international application governed exclusively or parily by the 1999 Act (as regards the
determination of the applicant’'s Contracting Party, refer to “Determination of the applicant's
Contracting Party under the 1999 Act”).

99 Article 1(xiv); Rule 7(4)(a)

The indication of the State of origin under the 1960 Act is not required in international
applications since such indication does not have any effect on the examination carried out by
the International Bureau. It may however be deduced through the indications of the
entitlements claimed in the international application form (as regards the determination of the
State of origin, refer to “Determination of the State of origin under the 1960 Act”).

Item 4: Address for correspondence

Where the name and address of a representative has been given in item5 of the
international application form, all communications which are required to be sent by the
International Bureau to the applicant are sent to that address. Otherwise, all
communications are sent to the address of the applicant, as indicated in item 1 of the
application form,

Where, however, an applicant has not indicated the hame and address of a representative
and requires that correspondence be sent to an address other than that indicated in item 1 of
the application form, an address for correspondence should then be indicated in item 4. In
other words, when there is just one applicant, the field “Address for Correspondence” should
be completed only (a), where no representative has been appointed and (b), the address to
which communications should be sent differs from that indicated in item 1.
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Several applicants: address for correspondence

Where there are several applicants with different addresses and the name and address of a
representative has not been indicated in item 5 of the application form, a separate address
for correspondence must be indicated. In default of such indication in the application form,
the address of the first person named as the applicant in item 1 is treated as the address for
correspondence.

A.l. Section 302
Phone and email address

The phone number or email address given should be those of the person whom the
International Bureau should contact if and when it needs to get in touch with the applicant.

Item 5: Appointment of a representative (if any)

If the applicant wishes to be represented before the International Bureau, the name and
address of the representative should be given in this part of the form. The information
should be sufficient to enable correspondence to be sent to the representative, and should
preferably include telephone number and any email address. For E-filing, the email address
has to be indicated as the International Bureau will confirm receipt of the international
application at that email address.

Rule 3; Rule 7(5)(b); A.l. Section 301

Where the name of the representative is in characters other than Latin characters, the name
must be indicated as a transliteration into Latin characters, following the phonetics of the
language of the international application. Where the representative is a legal entity, the
transliteration may be replaced by a translation into the language of the international
application.

A.l. Section 301(c)

A representative may be appointed in an international application by indicating the name and
address of such representative in this item or in the corresponding section of the E-filing
interface. Where a representative is appointed, the international application form may be
sighed either by the applicant or representative in item 19. No power of attorney is required,
but may be submitted and the appropriate box should be ticked in item 5. A power of
attorney in PDF format may be uploaded in the E-filing interface.

Rule 3(2)(a)

The Hague System does not contain any restriction or requirement as to who may be
appointed as representative before the International Bureau (concerning, for example,
professional qualification, nationality or residence). It follows that an applicant may appoint a
representative residing or carrying on business in a Contracting Party which is not the State
of origin or the applicant's Contracting Party, and it is not even necessary that the
representative be residing or carrying on business in a Contracting Party.
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The appointment of a representative in the international application empowers the
representative to act only before the International Bureau. It may subsequently become
necessary to appoint one or more further representatives to act before the Offices of
designated Contracting Parties, for example, in the event of a refusal of protection notified by
such an Office. In such case, the appointment of a representative is governed by the
requirements of the Contracting Party concerned.

The International Bureau records in the International Register the appointment of a
representative and any other relevant fact concerning such representative.

Item 6: Number of industrial designs, reproductions and/or specimens
(mandatory)

The following must be indicated in item 6 of the international application form:

» the total number of industrial desighs included in the international application —
which may not exceed 100,
» the total number of reproductions, in black and white, and in color,

» the total number of A4 pages comprising reproductions (refer to “The reproductions
of the industrial designs”), and

» the total number of specimens, if any (refer to “Filing of specimens under the
1999 Act” and “Filing of specimens under the 1960 Act”).

Rule 7(3)(v)

For E-filing, paragraphs (a) and (b) under item 6 will be filled in automatically based on the
information and reproductions provided. Information in respect of paragraph (c) is not
relevant when filing electronically. Furthermore, E-filing is unavailable if the application
includes specimens of the industrial design(s) instead of reproductions.

If a Contracting Party that has notified a requirement of unity of the design under Article 13(1)
is desighated under the 1999 Act and this requirement is not satisfied, the designs may
nonetheless be filed in the same international application, but the Office concerned may
refuse protection pending compliance through a procedure of division of the international
registration before that Office (refer to “Procedure following notification of refusal”)’.

In particular, the Federal Service for Intellectual Property (ROSPATENT), the United States
Patent and Trademark Office (USPTO) and the Intellectual Property Office of Viet Nam (IP
Viet Nam) are likely to refuse the effects of an international registration pending compliance
with the requirement of unity of design under their respective laws.

As specified in the declaration made by the Russian Federation, the industrial designs that
are the subject of the same international registration shall meet the requirement of the unity
of a single creative concept. This requirement is met where there is:

e one independent and distinct design; or
e one design and its variants differing from that design by visually insignificant
features and/or by color combination; or

¢ a group of designs belonging to the same set of products, as well as one or more
designs for separate products belonging to the same set of products.
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Furthermore, as specified in the declaration made by the United States of America, only one
independent and distinct desigh may be claimed in a single application. This requirement is
met where there is only one design in the international registration, or where the designs in
the international registration are patentably indistinct.

Finally, as specified in the declaration made by Viet Nam, only one independent and distinct
desigh may be claimed in a single international application, except that:

. designs that are the subject of the same international application must belong to
the same set of composition of items and conform to a requirement of unity of
design, unity of use or accompaniment of each other in use, or

. a desigh may be accompanied by single or multiple options, that are variations,
of that design, which must conform to a requirement of unity of design and be
insignificantly different from that design.

Item 7: Designated Contracting Parties (mandatory)

The applicant must, by ticking the appropriate box, designate each Contracting Party where
protection is sought. If filing electronically, only those Contracting Parties which may be
designated appear in the E-filing interface. It is mandatory to indicate all Contracting Parties
for which protection is sought. No Contracting Parties may be added afterwards.

60 Article 5(2); 99 Article 5(1)(v);, Rule 7(3)(vi)
What Contracting Parties may be designated?

Each designated Contracting Party must be bound by an Act—the 1999 Act and/or the
1960 Act — to which one of the Contracting Parties indicated in item 2 (Entitlement to file) is
also bound. A table of Contracting Parties, with an indication of the Act or Acts to which
each particular State is party, is annexed to official form DM/1. In the E-filing interface, the
selection of Contracting Parties that may be designated is determined automatically on the
basis of the entitlement to file data provided under item 2.

For example, if an applicant has indicated that he has an establishment only in Country A,
which is bound exclusively by the 1999 Act, and has not indicated any other entitlements, he
may only designate Contracting Parties which are bound by the 1999 Act, whether or not
such Contracting Parties are also bound by the 1960 Act. He may not, however, designate
Contracting Parties bound exclusively by the 1960 Act.

If, instead, the applicant has indicated that he has an establishment in Country A, which is
bound by the 1960 Act, and that he also has a domicile in Country B, which is bound by the
1999 Act, the application may cumulatively designate Contracting Parties which are party to
either the 1960 Act exclusively, the 1999 Act exclusively, or to both the 1960 Act and the
1999 Act.

A special case of plurality of entitlements arises in respect of States members of an
intergovernmental organization that is a Contracting Party, where those States are
themselves bound by the 1960 Act. For example, an applicant having the nationality of
Contracting Party A, bound exclusively by the 1960 Act, that is a member State of the
European Union, could, as a result, designate all Contracting Parties bound by the 1960 or
1999 Acts, as the European Union is a Contracting Party to the 1999 Act.
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Where an applicant enjoying a plurality of independent entitlements under the 1960 and
1999 Acts desighates a Contracting Party bound by the same Acts, the designation of that
Contracting Party will be governed by the 1999 Act (refer to “Determination of which Act is
applicable in respect of the designation of a given Contracting Party”).

It is essential that an applicant designates, at the time of filing of the international application,
all those Contracting Parties where it is intended to seek protection for an industrial design.
If it subsequently becomes hecessary to extend protection to additional Contracting Parties,
this can only be done by means of filing a new international application.

Protection in the State of origin and in the applicant’s Contracting Party

As a matter of principle, it is possible for an applicant under the Hague System to request
protection in the State of origin and in the applicant’s Contracting Party (refer to “Entitlement
to file an international application”).

The 1960 Act provides as a principle that an international registration has effect in the State
of origin, unless otherwise specified in its national legislation. Given that information
concerning such exclusion is not required to be communicated to the Director General of
WIPO, the International Bureau does not carry out an examination in that respect.

60 Article 7(2)

The 1999 Act expressly provides that any Contracting Party whose Office is an Examining
Office may, in a declaration, notify the Director General of WIPO that, where it is the
applicant’'s Contracting Party, its designation in an international registration has no effect.
Where a Contracting Party which has made that declaration is indicated in an international
application both as the applicant’s Contracting Party and as a designated Contracting Party,
the International Bureau disregards the desighation of the Contracting Party in question.

99 Article 14(3)
Application filed in the name of the creator

If the person identified as the creator in item 11 of the application form is other than the
applicant, through designating the Contracting Party having made a declaration under
Rule (8)(1)(a)(i) that its legislation requires an application for the registration of an industrial
design to be filed in the hame of the creator of the design, the applicant states that the
present international application has been assighed by the creator to him and that the
creator declares that he believes himself to be the creator of the industrial design (refer to
“Special requirements concerning the applicant” and “ltem 11: Identity of the creator”)%.

Rule 8(1)

Item 8: Products which constitute the industrial design or in relation to which
it is to be used (mandatory)

Iltem 8 provides for a table in which the applicant must indicate what the industrial designs
consist of. Such indication must be considered differently, depending upon whether one is
concerned with a two-dimensional or a three-dimensional design:
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» if the industrial design consists of a product, the usual generic name of that product
should be indicated, for example: “chair”;

» if the industrial design consists of a decorative motif in two-dimensions destined to
be used in relation to a product, that product should be indicated, for example:
“drawing to be used on dishes” or “motif for textiles”.

These indications must be given for each industrial design, in numerical order.

60 Article 5(2); 99 Article 5(1)(iv)

The laws of Japan and the Republic of Korea prescribe that the scope of protection of an
industrial design be determined by the indication of a product, in addition to the
representation of an industrial design. Pursuant to the laws of those Contracting Parties, the
indication of a product using a comprehensive term, for example: “material for construction”
is not allowed, since, in such a case, the scope of protection would be too broad. Therefore,
where an applicant designates those Contracting Parties in the international application, it is
recommended that the product be indicated by terms by which the purpose of the product
can be clearly understood (for example, “window profile”) in order to avoid receiving refusal
upon that ground®.

The applicant may also indicate the (single) class of the Locarno Classification to which
those industrial desighs belong. In the case of several desighs included in the same
international application, all those desighs must belong to the same class of the Locarho
Classification (refer to “Contents of the application”)*.

Rule 7(7)

In addition, in the right-hand side of the table, the sub-class to which the product(s)
concerned belong may also be indicated.

The indications relating to the class and sub-class(es) are not compulsory and therefore
failure to provide them does not result in an irregularity being raised by the International
Bureau. However, if the International Bureau finds that several designs included in the same
international application belong to different classes of the Locarno classification, this
constitutes an irregularity which will have to be remedied (refer to “Time limit for correcting
irregularities”).

Item 9: Description

As a matter of principle, the description is an optional indication which may be included in
any international application. If a description is provided, it should relate to the characteristic
visual features of the industrial designs that appear in the reproductions, or describe the type
of the reproduction(s) (refer to “ltem 10: Description of the reproductions (legends)”). For
example, a legend(s) may define a specific view of the product (e.g. “front view”, “top view”,
etc.)® (refer to “Representation of the industrial design” and “Numbering of reproductions and
legends”). The description may disclose the operation or possible use of the industrial
design as long as this description is not technical. If the description exceeds 100 words, an
additional fee of 2 Swiss francs per word exceeding 100 is payable. If the Russian
Federation is designated, ROSPATENT recommends that a brief description of the
characteristic features of the industrial design be provided.

Rule 7(5)(a); A.l Section 405(c)
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However, under the 1999 Act, any Contracting Party whose Office is an Examining Office
and whose law requires that an application for the grant of protection to an industrial design
should contain a description in order for that application to be accorded a filing date may, in
a declaration, notify the Director General of WIPO accordingly. Romania, the Syrian Arab
Republic and Viet Nam have made that declaration. Where such Contracting Party is
desighated under the 1999 Act, the international application should contain the required
description. Failure to provide the necessary description results in the international
application being considered as irregular and may entail the postponement of the date of the
international registration (refer to “lrregularities concerning special requirement notified by a
Contracting Party or regarding the identity of the creator, description and claim”). Both the
paper form (DM/1) and the E-filing interface clearly indicate in respect of which Contracting
Parties the description is required.

99 Article 5(2)(b)(i); Rule 7(4)(b)

The description may also serve as a way of disclaiming protection in respect of some
characteristics of the industrial designs. Furthermore, matter which is shown in a
reproduction but for which protection is not sought may be indicated in the description
(and/or by means of dotted or broken lines or coloring in the reproduction (refer to
“Disclaimers and matter that does not form part of the claimed design”)). Even if the
disclaimed part of the design or the matter other than the design is indicated by those means
in the reproductions, it is recommended to explain in the description how they are indicated
in the reproductions to avoid any confusion by the Office of the Contracting Party.

A.l. Section 403
Item 10: Description of the reproductions (legends)

In item 10, the corresponding code of a legend (for example, No. 1 for perspective view,
No. 2 for front view, etc.) may be indicated. If code No. 00 is indicated, other legends may
be indicated (limited to 40 characters). It is recommended that a legend be provided when
designating Japan and/or the United States of America.

Item 11: Identity of the creator

As a matter of principle, the identity of the creator of the designs is an optional indication
which may be included in any international application. However, such indication may be
mandatory in some circumstances under the 1960 and/or the 1999 Act.

Under the 1960 Act, the law of a Contracting Party may require such information where it is
designated under that Act (without the need to make a corresponding notification to the
Director General of WIPO). Therefore, whenever such a Contracting Party is designated
under the 1960 Act, the international application should contain the identity of the creator.
Failure to provide this indication may lead to a refusal of protection being issued by the
Office of the Contracting Party in question. However, given that the requirement to furnish
the identity of the creator does not have to be notified to the Director General of WIPO under
the 1960 Act, the International Bureau does not carry out an examination in that respect.

60 Article 8(4)(a)
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Under the 1999 Act, any Contracting Party whose Office is an Examining Office and whose
law requires that an application for the grant of protection to an industrial desigh should
contain the identity of the creator in order for that application to be accorded a filing date
may, in a declaration, notify the Director General of WIPO accordingly. Romania is the only
Contracting Party that has made this declaration. Therefore, if Romania is designated under
the 1999 Act, the international application shall contain indications concerning the identity of
the creator.

99 Article 5(2)(b)(i)

In addition, any Contracting Party to the 1999 Act whose legislation requires an application
for the registration of an industrial design to be filed in the name of the creator of the design
or requires the furnishing of an oath or declaration of the creator may notify that fact to the
Director General of WIPO. Finland, Ghana, Hungary and Iceland have made such a
declaration to the effect that the application be filed in the name of the creator, therefore
applicants who designate Finland, Ghana, Hungary and/or Iceland in their international
applications shall indicate the identity of the creator as a matter of course under this item. If
the person identified as the creator is other than the applicant, when designating such a
Contracting Party, the applicant also states under item 11 of the form that the present
international application has been assighed by the creator to him and that the creator
declares that he believes himself to be the creator of the industrial design (refer to “Special
requirements concerning the applicant and the creator” and “Application filed in the name of
the creator”). Both the paper form (DM/1) and the E-filing interface clearly indicate in respect
of which Contracting Parties the indication of a creator is required.

In the case that a Contracting Party having made a declaration requiring the furnishing of an
oath or a declaration of the creator is desighated in an international application, the
international application shall be accompanied by an oath or declaration of the creator and
contain indications of the identity of the creator. At present, only the United States of
America has made such a declaration. Annex | to form DM/1 (refer to “Annex I: Oath or
Declaration of the Creator”) and the E-filing interface allows the applicant to submit a
declaration of inventorship (or, if not possible, a substitute statement in lieu of a declaration
of inventorship) for the designation of the United States of America. It is mandatory content
for an international application designating the United States of America.

99 Article 10(2)(b); Rule 7(4)(b); Rule 8(1),(2) and (3))

Finally, the law of a Contracting Party may require that the identity of the creator be indicated.
Bulgaria, Japan, Republic of Korea, Russian Federation, Serbia, Tajikistan and Turkey have
informed the International Bureau that their respective national laws require that element.
Applicants who designate Bulgaria, Japan, Republic of Korea, Russian Federation, Serbia,
Tajikistan or Turkey are thus advised to declare the identity of the creator as a matter of
course. However, given that this is an optional indication under the international procedure
as such the International Bureau will hot examine whether this requirement has been
complied with or not.
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Item 12: Claim (applicable only to the designation of the United States
of America or Viet Nam)

Where the international application contains the designation of the United States of America
or Viet Nam, a claim with the wording as specified in the declaration under Article 5(2)(a) of
the 1999 Act made by the United States of America or Viet Nam must be contained in the
international application (United States of America: “the ornamental design for [indicate an
article] as shown and described”; Viet Nam: “Application for overall protection for industrial
design(s) as shown and described”). That wording is reproduced in the DM/1 form and the
E-filing interface.

If neither the United States of America nor Viet Nam is desighated, a claim may not be
included in the international application.

Item 13: Priority claim — Article 4 of the Paris Convention

Priority of an earlier filing may be claimed under Article 4 of the Paris Convention. Priority
may be claimed on the basis of a first filing made in one of the States party to the Paris
Convention or any member of the World Trade Organization.

60 Article 5(2); 99 Article 6(1)(a)

Conversely, since an international application for registration of industrial designs may be a
first application under the Hague System, it may itself also serve as a basis for claiming
priority with regard to a subsequent national or regional application.

Where it is intended to claim priority, this should be indicated in item 13, by ticking the
appropriate box. The priority claim may be to a single earlier filing or to multiple earlier
filings.

Where priority is claimed, there must be indicated the name of the Office with which the
earlier filing was made, together with the number of the earlier filing (if available), and the
date of the earlier filing (in the order of day, month and year). A priority claim to an earlier
filed international application for registration of industrial designs should indicate the
International Bureau as the Office of earlier filing and identify the number of the earlier filing
either by the international registration number or by the application number (nine-digit
number or “WIPQO” + number) assigned by the International Bureau®. Where priority is
claimed from more than one earlier filing and all the relevant indications cannot be
accommodated in the space provided, then (unless a self-generated form is used) those with
the earliest date should be indicated in item 13 and the remainder should be set out on a
continuation sheet.

Rule 7(5)(c)

Where the earlier filing does not relate to all the designs included in the international
application, the applicant should indicate those designs for which priority is claimed. Such
indication should be made by reference to the numbers of the designs in question. If no
indication is made in this part of item 13, it will be assumed by the International Bureau that
the priority relates to all the designs.
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The International Bureau disregards any claimed priority which bears a date which is more
than six months earlier than the filing date of the international application, and so informs the
applicant.

Under the national law of Israel, where an applicant claims the priority of an eardier
application, she/he cannot benefit from a reduced individual designation fee.

Where an applicant claims the priority of an earlier application, copies of the earlier
application upon which priority is based (“priority document(s)”) should not be included with
the international application sent to the International Bureau, neither is the “late” submission
of copies of the earlier application to the International Bureau allowed. Any priority
document submitted to the International Bureau will be disposed of, with the exception of the
submission of priority documents using Annex V (or corresponding section in the E-Filing
interface), for the purpose of a designation of the Republic of Korea, as explained below.

The International Bureau confines itself to establishing only that the required particulars have
been included in the international application form. As explained above, the International
Bureau cannot accept a priority document as such. This does not, however, preclude an
Office of a designated Contracting Party from requesting that the holder, in any particular
case, furnish a copy of the priority document to it directly. Such a request could, for example,
be made in the context of a refusal where the Office takes the view that the priority
document is necessary in order to establish novelty, because of disclosure during the period
covered by the priority claim.

Notwithstanding the general principle above, Japan and the Republic of Korea have
indicated that their national laws require that a priority document be furnished to their Offices,
in all cases, in order to support priority claims, within three months from the date of
publication of the international registration in the International Designs Bulletin, and such a
priority document be certified by the Office in which the earlier application was filed (“certified
priority document”).

For both Japan and the Republic of Korea, the period for submitting a certified priority
document is three months from the date of publication of the international registration in the
International Designs Bulletin, failing which the right of priority will be lost and, as a
consequence, their Offices may refuse the international registration. In particular, it should
be noted that pursuant to the national legislation of Japan and the Republic of Korea, the
international registration may be refused on the ground of lack of novelty if the first filing on
which the priority is based was published prior the date of the international registration
(which in most cases is the same as the filing date of the international application), and no
certified priority document was submitted within the above mentioned three-month period
from the publication date.

Moreover, if the holder resides outside the country (i.e., Japan or the Republic of Korea, as
the case may be), the certified priority document must be submitted through a local
representative. The Japan Patent Office (JPO) requires an original certified priority
document, while the Korean Intellectual Property Office (KIPO) accepts a copy of the
certified priority document.
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This being said, KIPO accepts a copy of the certified priority document submitted through
the International Bureau. In such a case, the document may be furnished when filing
through the E-filing interface, or by using AnnexV to form DM/1. The submission of a
certified priority document through the International Bureau in this manner is only possible at
the time of filing the international application and only to support the priority claim for the
designation of the Republic of Korea.

For the United States of America, a certified priority document must be submitted during the
pendency of the application for patent before the United States Patent and Trademark
Office (USPTO) (i.e. prior to issuance of the patent or abandonment) and, furthermore,
should be submitted on or before the date of the payment of the issue fee (second part of
the individual designation fee for the United States of America). If the certified priority
document is submitted after the date of payment of the second part of the individual
designation fee, the patent will hot include the priority claim unless corrected in accordance
with United States law (refer to 37 CFR 1.55). The submission of the certified priority
document should be accompanied by a cover letter identifying the international registration
to which the certified priority document is directed. Such a letter must be signed either by a
patent practitioner registered to practice before the USPTO or by the applicant, provided that
the applicant is not a juristic entity.

For the Russian Federation, an original certified priority document must be submitted to the
Federal Service for Intellectual Property (ROSPATENT), in support of a priority claim, within
three months from the date of publication of the international registration in the /nternational
Designs Bulletin. If the required original certified priority document is not submitted within
the above-mentioned three-month period, the priority claim will be disregarded. The
submission of that document should be accompanied by a cover letter identifying the
international registration to which it is directed. A local patent attorney is not required to
submit this document to the Office.

Rule 7(6)

WIPO Digital Access Service (DAS)

The WIPO Digital Access Service (DAS) is an electronic system allowing priority documents
to be securely exchanged between patrticipating IP Offices. If the Office of the earlier filing
participates in DAS as a “depositing Office” with respect to priority documents for industrial
design applications, an access code may be obtained from that Office. If the Office of a
desighated Contracting Party also participates in DAS as an “accessing Office” with respect
to priority documents for industrial design applications, the applicant may provide the access
code in this item so that the latter Office is able to access the priority document via DAS.
For more information about DAS and its participating Offices, refer to the WIPO website.

A.l. Section 408(a)
Item 14: International exhibition — Article 11 of the Paris Convention

Temporary protection of designs exhibited at certain exhibitions may be claimed under
Article 11 of the Paris Convention. |If it is intended to claim exhibition priority in the
international application, the applicant should so indicate, by ticking the relevant box in
item 14 of the international application form,

Rule 7(5)(d)
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In addition, the application form must indicate where the exhibition took place, the date on
which the product was first exhibited and the number of each industrial desigh shown at the
exhibition.

Where the claim does not relate to all the designs included in the international application,
then the applicant has the option of indicating either those designs for which exhibition
priority is claimed, or is hot claimed, depending on which is more convenient. If no design is
indicated, it is assumed by the International Bureau that all the desighs were shown at the
exhibition in question.

Item 15: Exception to lack of novelty (optional element applicable only to the
desighation of Japan and/or Republic of Korea)

Item 15 allows the applicant to make a declaration concerning an exception to lack of novelty
in respect of (a) designation(s) of Japan and/or the Republic of Korea. The applicant shall
indicate the industrial design(s) for which he claims the benefit from exceptional treatment
provided for in the design law of the Contracting Party(ies) concerned.

With respect to the desighation of the Republic of Korea, the supporting documentation may
be submitted along with the international application using Annex Il or directly to the Korean
Intellectual Property Office (KIPO). The documentation duly received by the International
Bureau will be electronically distributed to KIPO.

With respect to the designation of Japan, the Japan Patent Office (JPO) requires that the
supporting documentation be submitted to it directly within 30 days from the date of
publication of the international registration in the International Designs Bulletin. The
documentation submitted directly to the JPO or KIPO should furthermore be presented
through a local representative, where the holder resides outside of the country.

It should be hoted that a declaration concerning exception to lack of novelty might affect the
applicant’s rights in other jurisdictions. It is the responsibility of the applicant to ensure that
his rights are preserved.

A.l. Section 408(c)

Item 16: Relation with a principal design (optional element applicable only to
the designation of Japan and/or Republic of Korea)

Item 16 is optional content of the international application. It is applicable for the designation
of Japan and the Republic of Korea only (refer to “Optional contents”). Under the related
designh systems of those countries, a desigh may be registered as a design related to
another design to which it is similar and identified as a principal design, under the condition
that both designs belong to the same applicant/holder. Failure to do so may lead to a refusal
by the Office concerned on the ground of conflict with a prior similar design.

Accordingly, in order to forestall a possible refusal, the applicant may indicate that some or
all of the industrial designs contained in the international application are to be considered in
relation to a principal design that
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s is contained in the present international application (in such a case, that design
should be indicated as the principal design);

+ is contained in, or is the subject of, a prior application or registration (national or
international).

Furthermore, where the principal design is not the subject of the same international
application, the international application containing the design(s) which is(are) requested to
be registered as related design(s) has to be filed within the prescribed periods : under the
national law of Japan, before the publication of the national or international registration
containing the principal design, and under the national law of the Republic of Korea, within
one year from the filing date of the national or international application containing the
principal design.

Examination as to whether or not a design may be registered as a related design will be
conducted by the Japan Patent Office (JPO) and Korean Intellectual Property Office (KIPO),
respectively. In the event of a notification of refusal of the effects of the international
registration issued by the Office on the ground of missing/erroneous indication of the
principal design, the holder of the international registration may, in his reply to the Office,
request the addition or deletion of the indication of the principal desigh so as to overcome
such a refusal ground.

Detailed information on the related design system is available on the JPO website (in
English) and on the KIPO website (in Korean only).

A.l. Section 407
Item 17: Publication of the international registration

With regard to the timing of publication, the general rule is that publication takes place six
months after the date of the international registration, unless the applicant requests
otherwise (refer to “Timing of publication”). The period of six months takes account of the
fact that, under some national and regional laws on the protection of industrial designs,
deferment of publication is not allowed but a certain period of time elapses before the
registration of an industrial design is published, since the examination (whether it be formal
or substantive) and the technical preparations for publication require that period of time.

Therefore, by providing for the period of six months, the Common Regulations, in effect,
grant to the holder of an international registration the same benefit of de facto deferment that
he would have enjoyed if he had filed national and regional applications.

Rule 17(1)(iii)
There are two exceptions to the general rule that an international registration is published six

months after the date of the international registration, namely, where an applicant requests
immediate publication or requests deferment of publication.
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Immediate publication

An applicant may request immediate publication by ticking the appropriate box in item 17.
There may be situations where early publication could be an advantage. For instance, under
a national or regional law it may be the case that the right flowing from registration of an
industrial design may only be enforced after it has been published. However, the notion of
“immediate” publication should in any event also take account of the time required by the
International Bureau to carry out the relevant technical preparations.

Rule 17(1)(i)
Deferred publication

An applicant may request that publication of the international registration be deferred, by
ticking the appropriate box at item 17 on the international application form. In such case, the
period of deferment which is required should be indicated in the appropriate part of this item,
expressed in months.

Rule 17(1)(ii)

With regard to the duration of deferment which may be requested, refer to “Periods of
deferment”. Both the paper form (DM/1) and the E-filing interface clearly indicate the periods
of deferment which may be requested in respect of certain Contracting Parties.

Item 18: Reduction of the individual designation fee (applicable only to the
desighation of Israel or the United States of America)

Israel and the United States of America have made the declaration referred to in Article 7(2)
of the 1999 Act that, in connection with an international application in which they are
designated, the prescribed designation fee shall be replaced by an individual designation fee.

Israel and the United States of America are the only Contracting Parties that provide for a
reduction of the individual designation fee for certain applicants.

The declaration made by Israel has specified a reduced amount for an applicant who
gualifies as:

. a natural person;

. a “small entity” whose yearly revenue does not exceed the amount set in the
Israeli Design Regulations;

. a higher education institution recognized by the Israeli law.

To benefit from a reduction of the individual designation fee in respect of Israel, the applicant
must check the relevant box. The fee reduction does not apply if the international
application contains a priority claim.
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The declaration made by the United States of America has specified reduced amounts for
applicants who qualify:

» for “small entity” status within the meaning of Section 41(h) of Title 35 of the United
States Code and Section 3 of the Small Business Act, and applicable regulations of
the United States Patent and Trademark Office (USPTO);

s as a “micro entity” within the meaning of Section 123 of Title 35 of the United States
Code and applicable regulations of the USPTO.

To benefit from a reduction of the individual designation fee in respect of the United States of
America, the applicant may assert small entity status by checking the appropriate box. If the
applicant checks the box for micro entity, the applicant has to submit the micro entity
certification form PTO/SB/15A or PTO/SB/15B (available using Annex IV: Reduction of
United States individual designation fee).

The declaration made by the United States of America has also specified, in accordance
with Rule 12(3) of the Common Regulations, that the individual desighation fee comprises
two parts.

A.l. Section 408(b)

Item 19: Signature by the applicant or representative (mandatory)

The international application form may be signed by the applicant or the representative (or
by an Office when the international application has been presented to the International
Bureau through that Office). The signhature may be replaced by the affixing of a seal. In
either case, the name of the signatory should be indicated separately.

Rule 7(1); A.l. Section 202
For E-filing, a signhature is replaced by an electronic authentication through a user account
which requires the user account holder’s user name and password. It is also recommended
to indicate an email address of the applicant/contact person.

A.l. Section 205

Name of contact person
It is not obligatory, but may be useful, for the applicant to indicate the name of the person to
contact, if necessary. This may be particularly of interest where the international application
is filed in the name of a legal entity.

Payment of fees

The following paragraphs should be read in conjunction with the general remarks contained
in “Payment of fees to the International Bureau” concerning fees.

On the fee payment sheet which precedes the Fee Calculations Sheet and forms part of the
international application form, it is possible to indicate the following:
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¢ An authorization to debit the required amount from a current account at WIPO
(indicating also the name of the holder of the account, the account humber and the
identity of the party giving the authorization). In such a case, it is not hecessary to
specify the amount of the fees in question. This mode of payment has the
advantage of avoiding the risk of a fee irregularity.

¢ Another method of payment, namely, via a bank transfer to the WIPO postal
account or the WIPO bank account or through the Office of indirect filing
(e.g. USPTO) (in both cases, indicating the identity of the party making the payment
and the amount of fees being paid).

When using the E-filing interface, the fees may be paid to the International Bureau through
an online payment system offering a range of payment methods according to the user
account profile.

For more information on the payment system under the Hague System, refer to the WIPO
website.

Fees due
The fees payable in connection with an international application consist of:

* a basic fee;

¢ a standard designation fee (level one, two or three) or, where a designated
Contracting Party is one in respect of which an individual designation fee is payable,
that fee (refer to “Individual designation fees”)’;

« a publication fee, consisting of an amount to be paid in respect of each reproduction
to be published and, where these reproductions are shown on a page of A4 format
(refer to “The reproductions of the industrial designs”), an amount to be paid in
respect of each such page, in addition to the first.

Rule 12(1)
Reduction of fees for applicants from Least Developed Countries (LDCs)

For international applications filed by applicants whose sole entitlement is a connection with
a Least Developed Country (LDC), in accordance with the list established by the United
Nations, or with an intergovernmental organization the majority of whose member States are
LDCs, the fees intended for the International Bureau are reduced to 10% of the prescribed
amounts (rounded to the nearest full figure). The reduction also applies in respect of an
international application filed by an applicant whose entitltement is not solely a connection
with such an intergovernmental organization, provided that any other entitlement of the
applicant is a connection with a Contracting Party which is an LDC or, if not an LDC, is a
member State of that intergovernmental organization and the international application is
governed exclusively by the 1999 Act. If there are several applicants, each must fulfill the
said criteria.

The reduction to 10% of the regular amount of the fee also applies to the standard
designation fees under the same conditions.

The Assembly of the Hague Union adopted, at its twenty-sixth (10th extraordinary) session,
the following recommendation concerning individual fees:
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“Contracting Parties that make, or that have made, a declaration under Article 7(2) of
the 1999 Act or under Rule 36(1) of the Common Regulations are encouraged to
indicate, in that declaration or in a new declaration, that for international applications
filed by applicants whose sole entitlement is a connection with a Least Developed
Country, in accordance with the list established by the United Nations, or with an
intergovernmental organization the majority of whose member States are Least
Developed Countries, the individual fee payable with respect to their designation is
reduced to 10% of the fixed amount (rounded, where appropriate, to the nearest full
figure). Those Contracting Parties are further encouraged to indicate that the
reduction also applies in respect of an international application filed by an applicant
whose entitlement is not solely a connection with such an intergovernmental
organization, provided that any other entitlement of the applicant is a connection with a
Contracting Party which is a Least Developed Country or, if hot a Least Developed
Country, is a member State of that intergovernmental organization and the
international application is governed exclusively by the 1999 Act.”

These fees are payable at the time of filing the international application, except that, where
the international application contains a request for deferment of publication, the publication
fee may be paid later (refer to “Consequences of deferred publication™). In such case the
applicant should tick the appropriate box on the fee payment sheet.

Rule 12(2)

Individual designation fee payable in two parts (applicable to the designation of the
United States of America only)

The declaration under Article 7(2) of the 1999 Act made by the United States of America
concerning the application of an individual designhation fee specified, in accordance with
Rule 12(3) of the Common Regulations, that the individual designation fee comprises two
parts. The declaration also specified reduced amounts of the first part and of the second
part of the individual designation fee for applicants who qualify for small entity status or as a
micro entity.

The first part of the individual designation fee is to be paid at the time of the international
application. The second part will become payable only if the United States Patent and
Trademark Office (USPTO) is satisfied that the design that is the subject of the international
registration qualifies for protection, i.e., if the design is allowed. Therefore, the payment of
the second part will, if applicable, be required at a later date.

The date by which the second part of the individual designation fee must be paid will be
notified through an invitation, hamely a Notice of Allowance and Fee(s) Due (Notice of
Allowance), issued by the USPTO both directly to the holder, using the address for
correspondence established before it, and through the International Bureau.

The Notice of Allowance sets forth detailed information concerning the payment of the fee,
the current economic status, and how to change the economic status.

Furthermore, the International Bureau will send a letter to the representative of the holder of
the international registration or, if no representative was appointed before the International
Bureau, to the holder of the international registration, giving instructions on the payment of
the second part of the individual desighation fee and indicating the date by which the second
part of the individual designation fee must be paid (the same date as indicated in the Notice
of Allowance).
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Upon receipt of the invitation for payment, the holder may pay the fee either directly to the
USPTOQ, in United States dollars, or through the International Bureau, in Swiss francs. The
International Bureau only accepts the payment in full corresponding to the economic status
communicated by the USPTO. Accordingly, if the economic status has changed, the fee
should be paid directly to the USPTO.

Where the payment is made through the International Bureau, the International Bureau will
record the payment in the International Register and notify the USPTO accordingly. No
confirmation of payment will be sent to the representative/holder.

The International Bureau will not accept a late payment. Where the second part of the
individual designation fee is paid through the International Bureau, the date of the payment
will be the date on which the International Bureau receives the required amount, in
accordance with Rule 27(5)(a) of the Common Regulations. Thus, for instance, in case of
payment through a bank or postal transfer, the date of payment is the date on which the
required amount is received in the WIPO bank or postal account. If the payment is late, all
fees paid will be refunded.

If the second part of the individual designation fee is not paid in full within the time period
specified in the Notice of Allowance to either the International Bureau or the USPTO, the
USPTO may request the cancellation of the international registration with respect to the
designation of the United States of America in accordance with Rule 12(3)(d) of the
Common Regulations. The International Bureau shall then cancel the international
registration in the International Register with respect to the designation of the United States
of America and communicate the cancellation to the representative of the holder of the
international registration or, if no representative was appointed before the International
Bureau, to the holder of the international registration. The cancellation will be published in
the International Designs Bulletin.

Finally, it shall be noted that Rule 5 does not apply to the payment of the second part of the
individual designation fee through the International Bureau (refer to “Excuse of delay in
meeting time limits”).

Article 7(2); Rule 5(5); Rule 12(3)(c) and (d); Rule 18bis(1)(a) and (2); Rule 26(1)(viii);
Rule 27(5)(a)

The amounts of the basic fee, the standard designation fee and the publication fee are set
out in the Schedule of Fees comprised in the Common Regulations. With regard to
individual fees, users should refer to “Individual Fees under the Hague Agreement” where
details of individual fees are published and updated.

In addition, a fee calculator is available which takes into account all the possible fee
permutations, depending upon the particular Contracting Parties designated in any given
international application, the number of industrial designs, etc.

As far as E-filing is concerned, the fee calculator automatically calculates and indicates the
fees to be paid, based on the data entered by the applicant.
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Annex I: Oath or declaration of the creator

Annex | is mandatory content for an international application designhating the United States of
America and, if filed on paper, it must be submitted with the DM/1 form. It cannot be
submitted alone. Annex | is also available in the E-filing interface, which automatically
verifies that the mandatory contents for the designation of the United States of America in an
international application are complied with and alerts the applicant accordingly. Annex | is
applicable for the designhation of the United States of America only.

Annex | enables the submission of an oath or declaration of the creator pursuant to
Rule 8(1)(a)(ii) or, in the impossibility to provide such a declaration, for example, where the
inventor is deceased, a Substitute Statement in Lieu of a Declaration of Inventorship.

Pursuant to 37 CFR 1.63 and 37 CFR 1.64 (law of the United States of America), the oath or
declaration and the substitute statement must be “signed”. Signature requirements for
documents are set forth in 37 CFR 1.4. Accordingly, the inventor or the person executing
the substitute statement may apply a text string signature in between two forward slashes as
follows: / Inventor Name /, or a handwritten signature. In the case of several creators, the
declaration has to be signed by each of them. In particular, the “inventor” must be the same
as the “creator” indicated under item 11 of the DM/1 form or in the relevant sector of the E-
filing interface.

For detailed information on the inventor's oath or declaration, please visit the USPTO
website.

Annex ll: Supporting document(s) concerning a declaration to the exception
to lack of novelty

Annex Il is optional content of the international application, which can be submitted with the
DM/1 form. This Annex cannot be submitted alone to the International Bureau. Annex Il is
applicable for the designhation of the Republic of Korea only (refer to “Optional contents”).
Annex Il is also available in the E-filing interface.

A.l. Section 408(c)

The applicant may make a declaration as provided for in item 15 concerning exception to
lack of novelty. If this declaration is made with respect to the designation of the Republic
of Korea, the international application may be accompanied by supporting documentation.
The supporting documentation must be attached to Annex|l, its page numbers being
properly referenced. The documentation duly received by the International Bureau will be
electronically distributed to the Korean Intellectual Property Office (KIPO).

The applicant is not obliged to submit supporting documentation at the time of filing the
international application. However, if the international application is not accompanied by its
supporting documentation, the latter must be submitted directly to the Office of the
Contracting Party concerned, subject to the national requirements. It cannot be submitted
later to the International Bureau (refer to “ltem 15: Exception to lack of novelty”).
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Annex lll: Information on eligibility for protection

Annex lll is optional and serves to submit a statement that identifies information known by
the applicant to be material to the eligibility for protection of the industrial design concerned.
This Annex must be submitted with the DM/1 form. It cannot be submitted alone. Annex Il
is also available in the E-filing interface.

Rule 7(5)(q); A.l. Section 408(d)

Annex lll is only relevant for the designation of the United States of America and serves to
submit an Information Disclosure Statement and relevant accompanying documentation as
prescribed under the national law of the United States of America. The purpose of a “duty of
candor” under the law of the United States of America is to assist the examination process
by the USPTO obliging applicants to disclose any information they know of, which could
conhsequently prevent them from acquiring a valid right.

In this context, it is recalled that Rule 6 of the Common Regulations does nhot exclude the
submission of documentation accompanying the international application in a working
language other than that of the international application (refer to “Languages”). Thus, to the
extent that Annex Ill can be submitted only in respect of a desighation of the United States
of America, it is recommended that applicants submit their documentation in English.

Rule 7(5)(g)

The Information Disclosure Statement forms (SB08a/SB08b/SB08a-EFS-web) are available
on the USPTO website. These forms may be submitted to the USPTO also after the filing of
the international application.

For detailed information on the Information Disclosure Statement, please visit the USPTO
website.

Annex IV: Reduction of United States individual desighation fee

Optional Annex IV allows the applicant to support a claim of micro entity status (item 18) with
a micro entity certification in order to benefit from a reduction of the individual designation
fee in respect of the United States of America. This Annex must be submitted with the DM/1
form. It cannot be submitted alone. Annex IV is also available in the E-filing interface.

A.l. Section 408(b)

The requirements to qualify for a reduction for micro entity status are set forth in
37 CFR 1.29 (law of the United States of America) and detailed in Section 509.04 of the
Manual of Patent Examining Procedure.

Annex IV is mandatory content if the applicant claims “micro entity status” in item 18 of
form DM/1. The E-filing interface automatically alerts the applicant to attach the micro entity
certification, completed and signed, to the international application in which the United
States of America is desighated and micro entity status is claimed.

The certification form (PTO/SB/15A or PTO/SB/15B), along with the instructions for its
completion and signature, is available on the USPTO website.
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Annex V: Supporting document(s) concerning priority claim

Annex V is optional content of the international application, which can be submitted with the
DM/1 form. This Annex cannot be submitted alone to the International Bureau. AnnexV is
applicable for the designation of the Republic of Korea only (refer to “Optional contents”).
Annex V is also available in the E-filing interface.

Annex V is to submit (a) document(s) in support of a priority claim (priority document) to the
Korean Intellectual Property Office (KIPO). Where the priority document is not submitted
with the DM/1 form, it may be submitted directly to KIPO. In such a case, the priority
document must be submitted to KIPO within three months from the date of publication of the
international registration in the Infernational Designs Bulletin. If the holder resides outside
the country, it must be submitted through a local representative. The right of priority will be
lost if the priority document is not submitted within this period.

1. For more specific information concerning the requirement of unity of design applicable in each of these
Contracting Parties, please consult the Office(s) in question.

2. If Finland, Ghana, Hungary and/or lceland is/are designated, it is compulsory to indicate in item 11 the
identity of the creator. The latter declares that he believes himself to be the creator of the industrial
design. Where the person identified as the creator is a person other than the applicant, it is hereby
stated that the present international application has been assigned by the creator to the applicant.

3. It should be noted that a more specific indication of a product would entail a possible risk of narrowing
the scope of protection in other jurisdictions where a broader indication of a product is accepted and
the scope of protection is determined by a product indication.

4. lt is to be noted that, generally, designs relating to products belonging to class 32 of the Locarno
Classification cannot be protected under the laws of Canada and the Republic of Korea. Consequently,
a designation of Canada or the Republic of Korea in an international registration for industrial designs
in class 32 would be the subject of a refusal by the Canadian Intellectual Property Office (CIPO) or the
Korean Intellectual Property Office (KIPO).

5. For sufficient disclosure of an industrial design, Japan and the United States of America may require
that the legend corresponding to each reproduction be indicated.

6. In the case of E-filing, this nine-digit number is not automatically notified to the applicant. If an
irregularity notice is issued, that number is included in the notice.

7. In connection with an international application in which the Republic of Korea is designated, the
Locarno Classification determines the designation fee in respect of that designation. For international
applications for designs relating to products belonging to classes 2, 5, or19 of the Locarno
Classification, level 3 of the standard designation fee applies. For any other class, an individual
designhation fee applies in respect of a desighation of the Republic of Korea.
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The reproductions of the industrial designs

The reproductions accompanying an international application must comply with the formal
requirements described in the "International procedure”. When the reproductions do not
comply with these requirements, the International Bureau may treat the international
application as irregular (refer to “lrregularities in the international application”).

However, it is important to note that even where these requirements have been complied
with to the satisfaction of the International Bureau, the Office of a Contracting Party may find
that the reproductions contained in the ensuing international registration are not sufficient to
disclose fully the industrial design and, on that basis, issue a refusal of protection (refer to
“Refusal of protection”).

Rule 9(4)

Guidance

The criteria for sufficient disclosure of an industrial design may be different from one
jurisdiction to another.

Therefore, Guidance on Preparing and Providing Reproductions in Order to Forestall
Possible Refusals on the Ground of Insufficient Disclosure of an Industrial Desigh by
Examining Offices was established in consultation with Contracting Parties, in particular all
those that currently have an Examining Office, and several user organizations, and is
intended to mitigate the risk of refusals pursuant to Rule 9(4).

It should, however, be noted that the Guidance cannot be considered self-sufficient or
exhaustive.

Rule 9(4)

Mode of reproduction

The reproductions of the designs for which registration is sought may be in the form of
photographs or other graphic representations of the industrial designs, or of the products
which constitute the industrial designs. A single international application may at the same
time comprise both photographs and graphic representations, which may be in black and
white or in color.

Rule 9(1); 99 Article 5(1)(iii); A.l. Section 401(a)

The reproductions accompanying an international application filed on paper should be either
pasted or printed directly onto a separate sheet of A4 paper which is white and opaque. The
separate sheet of paper should be used upright and should not contain more than
25 reproductions. The reproductions should be arranged in the orientation in which the
applicant wishes them to be published. Where the application is filed on paper a margin of
at least five millimeters should be left around the representation of each industrial design.

A.l. Section 401(c) and (d)
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Each reproduction should fall within a right-angled quadrilateral containing no other
reproduction, or part of another reproduction, and no numbering. The term ‘right angled
quadrilateral’ is intended to include both squares and rectangles. The reproductions should
not be folded, stapled or marked in any way.

A.l. Section 401(e)

Representation of the industrial design

For E-filing, any reproduction accompanying an international application shall be in the
image formats JPEG or TIFF, its file size shall not exceed 2 megabytes. Any reproduction
shall have a resolution of 300 x 300 dots per inch (dpi). A reproduction uploaded with a
different resolution is automatically adjusted to have a resolution of 300 x 300 dpi. The
interface asks for validation of the adjusted resolution by the applicant. Detailed instructions
can be found under “How to complete the international application (form DM/1 or E-filing)?”
and in the E-filing interface.

In principle, the reproductions should represent the industrial design alone, or the product in
relation to which the industrial design is to be used, to the exclusion of any other object,
accessory, person or animal. Thus, for example, if protection is sought for a bowl, the bowl
should be represented without fruit, or a frame for which protection is sought should be
represented without a picture (refer to “Disclaimers and matter that does not form part of the
claimed design”).

A.l. Section 402(a)

Technical drawings showing articles in section or in plan, particularly with axes and
dimensions, are not acceptable. Explanatory text or legends are not acceptable in the
representation itself. (Explanatory text or legends indicating the type of view (e.g., “front
view”, “top view”, etc.), may be contained in item 9 of the DM/1 form and in the relevant
section of the E-filing interface (refer to “Numbering of reproductions and legends”).)

99 Article 5(2)(b)(ii); A.l. Section 402(c)(ii); A.l. Section 405

If the reproductions consist of photographs, such photographs must be of professional
standard and have all their edges cut at right angles. In such case, the industrial design
must be shown against a neutral plain background and photographs may not be retouched
with ink or correcting fluid.

A.l. Section 404(a)

If the reproductions consist of other graphic representations, they must be of professional
standard and produced with drawing instruments or by electronic means and, where the
application is filed on paper, must be produced on good quality white, opaque paper, and
have all their edges cut at right angles. The representation may comprise shading and
hatching to provide relief. Graphic representations executed by electronic means may be
shown against a background, provided that it is heutral and plain and has only edges cut at
right angles.

A.l. Section 404(b)
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Disclaimers and matter that does not form part of the claimed design

Matter which is shown in a reproduction, but for which protection is not claimed, may be
indicated in a reproduction by means of dotted or broken lines or coloring, and/or explained
in the description (refer to “ltem 9: Description”). Accordingly, protection of part of the
industrial desigh may be disclaimed.

A.l. Section 403(a)

Notwithstanding the principle under Section 402(a) (refer to “Representation of the industrial
design”), matter which does not form part of the claimed design and for which protection is
not sought (“environmental matter”), may be shown in a reproduction if it is indicated by
means of dotted or broken lines or coloring (and/or in the description).

A.l. Section 403(b)

Number of reproductions

There is no limit on the number of reproductions which can be submitted for each design
included in an international application. Only a single copy of each reproduction should be
submitted (by default, reproductions are published in color). An applicant wishing to obtain
the maximum protection for a design should ensure that the design is fully represented, as
only aspects visible in the reproduction will be protected. It may be necessary, therefore, to
represent a single article from many angles and submit several different views. However,
several views shown from different angles may not be included in a single reproduction.
Each view must be represented separately.

Rule 9(1)(b); A.l. Section 401(a) and (b)

Numbering of reproductions and legends

Where there are several designs included in an international application, each design must
be identified by an individual number appearing in the margin of each reproduction. The E-
filing interface automatically proceeds to the numbering of the reproductions filed by the
applicant. When the same design is represented from different angles, the numbering must
consist of two separate figures, separated by a dot (for example, 1.1, 1.2, 1.3, etc., for the
first design, and 2.1, 2.2, 2.3, etc., for the second design, and so on). In such case, the
reproductions should be submitted in ascending numerical order.

99 Article 5(2)(b)(ii); A.l. Section 401(b); A.l. Section 405

An applicant may choose to submit different views of the same industrial design (e.g., “front
view”, “top view”, etc.), in order either to illustrate all the characteristic features of a three-
dimensional design or to comply with the requirement of the law of a designated Contracted
Party which has made a declaration whereby it requires certain specified views of the
product concerned (refer to "Requirements concerning views”). Legends to indicate a
specific view of the product may be indicated in association with the numbering of the
reproduction in item 10 of form DM/1 or in the relevant section of the E-filing interface. The
proposed legends are: 1. Perspective; 2. Front; 3.Back; 4.Top; 5. Bottom; 6. Left;
7. Right; 9. Unfolded; 10. Exploded; 11. Cross-sectional; 12. Enlarged; 00. Other (limited
to 40 characters).

A.l. Section 401(c)
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Dimensions of the reproductions

The dimensions of the representation of each industrial design appearing in a photograph or
other graphic representation may not exceed 16 x 16 centimeters, and in respect of at least
one representation of each design one of those dimensions must be at least 3 centimeters,
at a resolution of 300 x 300 dpi.

A.l. Section 402(b)

In respect of E-filing, any reproduction shall be in a combination of pixel nhumber and
resolution such that, when that reproduction is printed, the dimensions of the reproduction of
each design appearing in a photograph or other graphic representation will not exceed
16 x 16 centimeters, and in respect of at least one representation of each design one of
those dimensions must be at least 3 centimeters, at a resolution of 300 x 300 dpi.

Specific views

Under the 1999 Act, any Contracting Party which requires certain specific views of the
product in relation to which the industrial design is to be used may, in a declaration, notify
the Director General of WIPO accordingly. If those requirements are not met in an
international application, the International Bureau will not raise an irregularity but the ensuing
international registration might be the subject of a refusal by the Office of that Contracting
Party.

Rule 9(3)

The Republic of Korea has made a declaration under Rule 9(3) specifying that the following
specific views are required, respectively:

« for a design of a set of articles: one view of the coordinated whole and
corresponding views of each of its components, and

» for a design for typefaces: views of the given characters, a sample sentence and
typical characters.

Viet Nam has made a declaration under Rule 9(3) requiring, where the product which
constitutes the industrial design is three-dimensional, a perspective view of the industrial
design.

Quality of the reproductions

Reproductions must be of a quality permitting all the details of the industrial design to be
clearly distinguished and permitting publication. The reproductions which accompany an
international application should be of the highest possible quality, since, in the final analysis,
it is upon the content and quality of the reproductions that the scope of protection will
depend.

Rule 9(2)(a)
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Filing of specimens under the 1999 Act

Where an international application is governed exclusively by the 1999 Act, it is permissible
in certain limited circumstances to substitute reproductions by specimens. This is possible
where the international application:

» is governed exclusively by the 1999 Act, and
s contains a request for deferment of publication, and
* concerns a two-dimensional industrial design.

Rule 10(1)

Where specimens are submitted instead of reproductions, the applicant must furnish one
specimen for the International Bureau and one further specimen for each desighated
national Office that has notified the International Bureau that it wishes to receive copies of
international registrations. This requirement aims at enabling Examining Offices to take into
account the industrial desighs which are the subject of the international registration when
carrying out the novelty examination provided for by their domestic legislation (refer to
“Grounds for refusal”).

Filing of specimens under the 1960 Act

In the case of an international application is governed exclusively or partly by the 1960 Act,
the application may be accompanied also by specimens. This means that the filing of
specimens is optional but does not exempt the applicant from the requirement to furnish a
reproduction of the designs.

60 Article 5(3)(b)

Requirements concerning specimens

All the specimens should be contained in a single package. None of the dimensions of the
package should exceed 30 centimeters and the overall weight of the package and its
packing should not exceed four kilograms.

Rule 10(2); A.l. Section 406(b)

The individual specimens may be folded and may hot  exceed
26.2 centimeters x 17 centimeters in size (unfolded), 50 grams in weight, or 3 millimeters in
thickness. The specimens should also be pasted on sheets of A4 paper and numbered in
ascending numerical order. If, and when, in due course, the reproductions are submitted to
the International Bureau, the humber assighed to each reproduction should be the same as
the number assigned to each corresponding specimen.

A.l. Section 406(a)

Perishable products or products which may be dangerous to store are not accepted by the
International Bureau.

A.l. Section 406(c)
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No additional matter

If the international application contains any matter other than that required or permitted by
the 1999 Act, the 1960 Act, the Common Regulations or the Administrative Instructions, the
International Bureau deletes it ex officio. If the international application is accompanied by
any document other than those required or permitted, the International Bureau may dispose
of such document.

Rule 7(6)
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Presentation of the international application to the
International Bureau

Channels of communication

An international application is hormally sent directly by the applicant or his representative to
the International Bureau. However, a number of exceptions to that principle are provided for
by the 1960 and the 1999 Acts.

Under the 1960 Act, an international application may be filed through the Office of a
Contracting State if such State so permits. In addition, a Contracting State may require that,
where it is considered to be the State of origin, the deposit be filed through its national Office.
To the extent that such requirement is not required to be notified to the Director General of
WIPO under the 1960 Act, the International Bureau does not check whether an international
application governed exclusively or partly by the 1960 Act has been presented through the
Office of the State of origin pursuant, where applicable, to the law of that Contracting State.
Non-compliance with this requirement shall not prejudice the effects of the international
deposit in the other Contracting States.

60 Article 4

Under the 1999 Act, it is possible for Contracting Parties to prohibit the indirect route, but
they are not allowed to impose it. Where an international application is presented to the
International Bureau through the intermediary of an Office, that Office may fix, and collect for
its own benefit, a fee to cover the cost of the work involved in handling the international
application. An Office that requires a transmittal fee must notify the International Bureau of
the amount of such fee, which should not exceed the administrative costs of receiving and
transmitting the international application, and its due date.

99 Article 4; Rule 13(2)

Where an international application governed exclusively or partly by the 1999 Act is
addressed to the International Bureau through the Office of the applicant’s Contracting Party,
it must be received by the International Bureau within a period of one month from the date of
receipt by that Office. However, that period may not be sufficient for a Contracting Party
whose law requires a security clearance. The possibility has therefore been provided for
such a Contracting Party to notify the replacement of the period of one month by a period of
six months. If the applicable time limit is not complied with, the filing date of the international
application is the date of its receipt by the International Bureau.

The United States of America and the Russian Federation are the only Contracting Parties
that have made the notification under Rule 13(4) to replace a period of one month by a
period of six months. It is a requirement under the law of the United States of America that,
for designs created in the United States of America, the applicant first obtains an export
license before filing outside of the United States of America. If the applicant needs to obtain
such a license, alternatively, he may file an international application through the USPTO (in
most cases the security clearance will be performed within a couple of days) or through the
International Bureau once he has received the said license (it is the responsibility of the
applicant to comply with any national security provisions before filing the international
application).
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More information on foreign filing is available on the USPTO website.

It is a requirement under the law of the Russian Federation that designs created in the
Russian Federation by Russian legal entities or nationals are subject to a security clearance
procedure by the Federal Service for Intellectual Property (ROSPATENT) to ensure that the
designs do not contain state secrets.

More information on foreign filing is available on the ROSPATENT website.

Rule 13(3) and (4)

Filing date of the international application

Provided that the international application does not contain any irregularities entailing a
postponement of the filing date (refer to “Irregularities entailing a postponement of the filing
date of the international application”), the International Bureau allocates to the international
application a filing date in accordance with the following principles:

* in the case of direct filings, and in the case of indirect filings of international
applications other than international applications governed exclusively by the 1999
Act, the filing date is the date of receipt by the International Bureau of the
international application (refer to “Communications with the International Bureau”);

Rule 13(3)(ii

* in the case of indirect filings of international applications governed exclusively by
the 1999 Act, the filing date is the date on which the application was received by the
Office of the applicant’s Contracting Party concerned, provided that it is received by
the International Bureau within one month of that date or within six months in case
of security clearance (refer to “Security clearance” and “Channels of
communication”). If that time limit is not complied with, the filing date of the
international application is the date of its receipt by the International Bureau.

Rule 13(3)(i) and (4)
Irregularities in the international application
Time limit for correcting irregularities

If the International Bureau finds that the international application does not, at the time of its
receipt by the International Bureau, fulfill the applicable requirements, it invites the applicant
to make the required corrections within three months from the date of the invitation sent by
the International Bureau. Where an irregularity is not remedied within this three-month time
limit, the international application is considered abandoned and the International Bureau
refunds any fees paid in respect of that application, after deduction of an amount
corresponding to the basic fee.

Rule 14(1); Rule 14(3)
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Irregularities entailing a postponement of the filing date of the international
application

Where the international application has, on the date on which it is received by the
International Bureau, an irregularity which is prescribed as an irregularity entailing a
postponement of the filing date, the filing date is the date on which the correction of such
irregularity is received by the International Bureau. The irregularities which are prescribed
as entailing a postponement of the filing date of the international application are the following:

o the international application is not in one of the prescribed languages;
. any of the following elements is missing from the international application:

o an express or implicit indication that international registration under the
1999 Act or the 1960 Act is sought;

o indications allowing the identity of the applicant to be established;

o indications sufficient to enable the applicant or its representative, if any, to
be contacted;

o a reproduction, or, in accordance with Article 5(1)(iii) of the 1999 Act, a
specimen, of each industrial design that is the subject of the international
application;

o the designation of at least one Contracting Party.

Rule 14(2)
Irregularities concerning the prohibition on self-designation

Where a Contracting Party designated under the 1999 Act, whose Office is an Examining
Office, has made the declaration prohibiting its self-designation (refer to “Prohibition on self-
designation” and is indicated in an international application both as the applicant’s
Contracting Party and as a designated Contracting Party, the International Bureau
disregards the designation of that Contracting Party.

99 Article 14(3)

Irregularities concerning special requirement notified by a Contracting Party or
regarding the identity of the creator, description and claim

In the case of an irregularity which relates either:

+ to a special requirement notified by a Contracting Party concerning the applicant or
the creator (refer to “Special requirements concerning the applicant and the creator
(Rule 8) (declaration)”), or

+ to one of the additional elements which has been notified by a Contracting Party
under Article 5(2) of the 1999 Act (namely, indications concerning the identity of the
creator, a brief description and/or a claim; refer to “Additional mandatory contents”),

if the applicant does not remedy such irregularity within the prescribed time limit of three
months, the international application is deemed not to contain the designation of the
Contracting Party in question.
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Furthermore, if the applicant does remedy an irregularity which relates to Article 5(2) of the
1999 Act, the date of the international registration is the date on which the correction of such
irregularity is received by the International Bureau or the filing date of the international
application, whichever is the later.

Publication of the international registration

Centralized publication of an international registration having effect in all the designated
Contracting Parties is one of the fundamental features of the international registration
system. International registrations are published by the International Bureau in the
International Designs Bulletin and such publication is deemed, in all Contracting Parties, to
be sufficient publication and to take the place of any national or regional publication, so that
no other publication may be required of the holder.

99 Article 10(3)(a); 60 Article 6(3); Rule 17

Nevertheless, a Contracting Party is not precluded from republishing the international
registration, in whole or in part, if it so wishes (for example, in order to translate into its
national language the particulars contained in the international registration). However, in
such a case, the republication may not create for the holder an obligation to furnish further
reproductions of the design or an obligation to pay an additional fee to the Office of that
Contracting Party.

Publication of the International Designs Bulletin takes place on the WIPO website. In
addition to the relevant data concerning international registrations, the Bulletin also contains
data relating to refusals, invalidations, changes in ownership and mergers, other changes,
corrections, renewals, cancellations, and declarations that a change in ownership has no
effect and withdrawals of such declarations. Furthermore, the International Bureau
publishes any declaration made by a Contracting Party under the Acts or the Common
Regulations on the WIPO website.

Rule 26(2)

If so requested by the Office of a Contracting Party, the International Bureau communicates
to the Office the date on which each issue of the Bulletin is made available on the WIPO
website. Such communication is made electronically — by email — on the same day as the
Bulletin is to appear on the WIPO website. The publication by the International Bureau of
each issue of the Bulletin on the WIPO website is deemed to replace the “sending” of the
Bulletin referred to in the 1999 and the 1960 Acts and will constitute, at the same time, the
date of receipt of the Bulletin by the Offices of the designated Contracting Parties.

Rule 26(3); A.l. Section 204(d)
The publication of the international registration in the Bulletin contains the following:

» the relevant data recorded in the International Register;

» the reproduction or reproductions of the industrial design;

+ Where publication has been deferred, an indication of the date on which the period
of deferment expired or is considered to have expired.

Rule 17(2)
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Publication cycle

The publication cycle of the Bulletin can be broken down into two components: the
frequency of publication and the time lag needed for the preparation of the Bulletin. The
frequency of publication is the number of times the Bulletin is issued in a given year. The
time lag is linked to the preparation work for the Bulletin and refers to the number of days
that elapse between the last recording day considered for the insertion of data in a given
issue of the Bulletin and actual date of publication of that issue.

Since January 1, 2012, the Bulletin is published on a weekly basis. In addition, the time
required to prepare each issue of the Bulletin has also been shortened to one week.

Timing of publication

The general rule is that an international registration is published six months after the date of
the international registration (refer to “Publication of the international registration”).

Rule 17(1)(iii)

There are two exceptions to the general rule that an international registration is published six
months after the date of international registration.

Firstly, an applicant may request that an international registration be published immediately.
Rule 17(1)(i)

The reference to “immediately after the registration” should, however, be taken with some
reservation. In effect, where immediate publication is requested, “immediately” should be
read as meaning that the publication will take place as soon as the necessary technical
preparations have been carried out after the registration of the industrial design, thus, in any
event, involving the elapsing of a certain amount of time. For instance, taking into account
the shortening of the publication cycle of the Bulletin and of the time lag (refer to “Publication
cycle”), international registrations programmed for immediate publication and recorded in the
International Register during the first week of May will be published in the issue of the
Bulletin released at the end of the second week of May; those recorded in the International
Register during the last week of May will be published in the issue of the Bulletin released at
the end of the first week of June.

The second exception to the general six-month period concerns those international
registrations for which a deferment of publication has been requested. In such case,
publication of the international registration takes place immediately after the date on which
the period of deferment expired, or is considered to have expired.

Rule 17(1)(ii)



50| AHEX} 7H0|= 88%

274 2]

3o 3 27

ez 6lls 2= SSO0ITh AR SEE 9ot EH[AYL HEEH
oy &2 FHZO ZAt=S YHor7| As LEH 2F 7|FLa 1 TH=29 AA ST A
o ddst= e+S o0l

21 A172R(1)(ii)]
A 550 AHSFLEZEE 47E0| L o] S7/HEth= el f2lol= & 72| o7t
ULk,
WA, 292 FAHSES SA MY A2 AMAHY £ AT}
[32l A 172(M0)]
Cher, "S5 2 SA|"2hs BAM = o A|sto] Q= A2 = O|sik|0joF Sfhy AMM, SA| S
7t MPEH FL, "SA'E A ARl 55 & DAst J|s FH|7L 22 =02 Z747t O
20ZILE A2 ot A= O|ofot0{OF stH, LA™ A|7He] Fit7} £Utk= 20|, & =
of ZE9 FF2|2 Azt TES ooty ("g/ 2717 ), SA| SHHES H FAHSE
O|HAM 54 M 0| ZAHSFEHY 7|FH ZAHSES 58 =W F O FHSL2Y)0 =24
S5 HHES 55 SME Ao|th. = 58 ORR|E R0 = 1I%%$01I J1BEE 2HSES ¢E
aF iy}
= O

R Ll

=0l S/HEL= e 2o gt & #A oels F/ A7I7F
5 /e @717170| HEREAYG TEH AL

(w21 AH172(1)(i)]



page 89 Hague Guide for Users

Deferment of publication
Consequences of deferred publication

In the case of deferment of publication, the payment of the publication fee is hot required to
be made at the time of filing. In addition, in the case of international applications governed
exclusively by the 1999 Act, the submitting of reproductions may be provisionally replaced
by specimens, provided that the industrial design is two-dimensional. The rationale for
permitting the furnishing of specimens instead of reproductions is the relieving of applicants
of the higher costs of producing quality reproductions where, having requested deferment of
publication, they may eventually decide not to proceed with publication (and protection) of
the design. The payment of the publication fee and the submission of reproductions are,
however, preconditions to the publication of the international registration. The former must
take place not later than three weeks before the period of deferment expires, and the latter
must take place not later than three months before the expiry of the period for paying the
publication fee.

Rule 16(3); Rule 16(4)

The obligation to furnish the publication fee not later than three weeks prior to the expiry of
the period of deferment applies also in the situation where the period of deferment is
“considered to have expired”. This relates to the situation under Article 11(4)(a) of the
1999 Act and Article 6(4)(b) of the 1960 Act where an applicant requests earlier publication
than that already indicated in the request for deferment.

Three months before the expiry of the period of deferment of publication, the International
Bureau sends an unofficial reminder notice to the holder of the international registration as
well as to the holder’s representative (if any), indicating the date by which the publication fee
must be paid. If, however, the holder (or representative) does not receive such unofficial
notice, this does not constitute an excuse for failure to comply with any time limit for payment
of the publication fee due.

Rule 16(3)(b)

The reproductions submitted earlier than three months before the expiry of the period for
paying the publication shall be recorded in the International Register, provided that those
reproductions comply with the requirements under Rule 9(1) and (2).

Rule 16(4)

Failure to pay the publication fee earlier than three weeks before the expiry of the period of
deferment or failure to submit the reproductions earlier than three months before the expiry
of the period for paying the publication fee results in the cancellation of the international
registration. Cancellation will be total in case of missing fees but only partial in case of
missing reproductions. The cancelled international registration is not published.

Rule 16(5)



50| AHEX} 7H0|= 89%

2 H7|

o -

S A719] 2t

S A7 3L M ++E B8 2E A & TR7F gH. HE9 19999 WP
HiEtH 22 HBE = =4 EF0| 248 ArGHARIO|IZH EHS PAZ A= iU &
Of =@ i A= A &S sl 8sf= Olfe &7 @71 ¥ & Al $4(F E=)8 1
Ao He ALR ZYoH He 4% STU0 LFE EHs Hdo| Hdll &2 HIES 4l
=07 He 2= BOF7| fEMOIL. ofA[ S/ +o8 HHO LHO HEZS IHSF
SME fleh dizUo|t. S +Ee 77 URLERH 3F WA= GEEOIOF of
H EH HE2 3 45 G870t URLERE 35 A A E=0oF 2.

[rH2] A162(3): 21 AH162(4)]

®7|7|7t BHE 3% AR B 4425 HHY oRL
O HEHECE 0= 1999 HHBHO H1IZ
A3 Z A7) AR J|AE YREC YA

- |

rf

7171710] "RUBH HOR HE' HS
604 RO A6ZMA)b)O T2
2e AHIE A90E HgHL.

B
T o~
)
o
—_
O

S A71712te ThE PfE d FAAF=S SM R HR OIS BAIR HEAY 4
ME YA O eliEste %) = otHEr &S5 HE Ao &&ett. HYAH=
= 227 oj2fgt HIZAY SAE "R ZodH sfHet: o] Apdo| &7 s+ HEI
Ag7lets =44 23 Ao diet BRI E +~ €

(2] H162(3)(b)]

|

SN =B RIS HEE2HEH 4 oMo AEE EH2 ol EHO| F&A43 A=

M 2 @ = 840 Rgets 32 IASFR0 7152 2o,

[12] A162(4)]

Z HO| T £42S HHER| YAL EE TH 442 L
ANMOE A S20| HAHCL 2
70:|

A
2ol= B2 H20l0. HarEH =AHSF

o



page 90 Hague Guide for Users

Periods of deferment

The conditions which regulate the applicable period of deferment in any given situation
depend upon the laws of the various national or regional systems of the Contracting Parties
designated in the international application, including the case of Contracting Parties which
do not permit deferred publication at all.

For Contracting Parties designated under the 1960 Act, the maximum period of deferment is
12 months from the filing date or, where priority is claimed, from the priority date of the
application concerned.

60 Article 6(4)(a)

Under the 1999 Act, the general principle is that each Contracting Party is assumed to
permit the prescribed period of deferment of 30 months from the filing date or, where priority
is claimed, from the priority date of the application concerned, unless it has notified, in a
declaration to the Director General of WIPO, that it authorizes only a shorter period — or that
it does not authorize deferment at all (refer to “Deferred publication for a period which is less
than the prescribed period” and “No deferment of publication”).

99 Article 11(1); Rule 16(1)(a)

It follows that where an international application governed exclusively by the 1999 Act
(i.e., in respect of which all the designated Contracting Parties have been designated under
the 1999 Act) contains a request for deferment of publication, such deferment may in
principle be requested for a period up to 30 months from the filing date, or where priority is
claimed, from the priority date. However:

» if such application includes the designation of one Contracting Party that has made
a declaration in accordance with which the period of deferment under its legislation
is less than the prescribed period of 30 months, then publication takes place on the
expiry of the period stated in that declaration;

99 Article 11(2)(ii)

» if such application includes the desighations of more than one Contracting Party
which have made a declaration in accordance with which the period of deferment is
less than the prescribed period of 30 months, then publication takes place on the
expiry of the shortest of the periods notified in those declarations;

99 Article 11(2)(ii)

» if such application includes the designation of a Contracting Party which has made
a declaration in accordance with which deferment of publication is not possible at all
under its law, it is subject to different treatment, depending upon whether the
application is accompanied by reproductions or specimens of the filed design. The
principles are as follows:
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o if the international application is accompanied by reproductions of the design,
the International Bureau notifies the applicant that the request for deferment
of publication is incompatible with the designation of the Contracting Party
concerned. If the holder does not withdraw the designation of that
Contracting Party within one month from the date of the notification sent by
the International Bureau, the request for deferment of publication is not taken
into consideration;

99 Article 11(3)(i); Rule 16(2)

o if the international application is accompanied by specimens of the design,
the International Bureau does not take into account the designation of the
Contracting Party concerned and so notifies the applicant.

99 Article 11(3)(ii)

Where an international application is governed exclusively or partly by the 1960 Act (i.e., in
respect of which at least one Contracting Party has been desighated under the 1960 Act),
deferment of publication cannot exceed 12 months from the filing date, or where priority is
claimed, from the priority date of the application concerned. In other words, the designation
of a Contracting Party under the 1960 Act can be considered as equivalent to the
designation of a Contracting Party which has made a declaration for a deferment period of a
maximum of 12 months.

Rule 16(1)(b)

Events during period of deferment

The deferment period is computed from the filing date of the international application, or from
the claimed priority date, if any. During the period of deferment of publication, the following
actions may be initiated by the holder with regard to the international registration:

Request for earlier publication

The holder may request earlier publication — i.e., publication prior to the expiry of the
deferment period already requested — in respect of any or all of the designs contained in the
international registration. The deferment period is then considered to have expired on the date
on which the request for earlier publication has been received by the International Bureau.

60 Article 6(4)(b); 99 Article 11(4)(a)
Request to provide extract or authorize access

It is a general principle that international applications and international registrations are kept
secret by the International Bureau until publication. This principle of confidentiality also applies
to any document accompanying the international application. However, there may be
situations where the holder may wish no longer to preserve such confidentiality, for example,
in order to assert his rights before a jurisdiction or third parties. Therefore, the holder may
request the International Bureau to provide an extract of the international registration to a third
party he has desighated, or to authorize access to the international registration by a third party.

99 Article 11(4)(b)
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Renunciation or limitation

The holder may renounce the international registration in respect of all the desighated
Contracting Parties. In such case, the industrial design or designs that are the subject of the
international registration will not be published. The holder may also limit the international
registration, for all the designated Contracting Parties, in respect of some only of the
industrial designs that are the subject of the international registration. In such case, only the
industrial designs that are not affected by the limitation will be published.

60 Article 6(4)(b);, 99 Article 11(5)

Where the publication of an international registration is deferred, a request for the recording
of a limitation or renunciation concerning that registration, complying with the applicable
requirements (refer to “Renunciation” and “Limitation”), must be received by the International
Bureau not later than three weeks prior to the expiry of the period of deferment. In default of
this, the international registration is published at the expiration of the period of deferment
without account being taken of the request for the recording of a limitation or renunciation.
Provided that the request for limitation or renunciation complies with the applicable
requirements, the limitation or renunciation is nevertheless recorded in the International
Register.

A.l. Section 601
Furnishing of confidential copies to Examining Offices; confidentiality

As a general principle, the International Bureau keeps in confidence each international
application and each international registration until publication in the Bulletin (refer to
“Publication of the international registration”).

60 Article 6(4)(d);, 99 Article 10(4)

However, when publication has been deferred, Examining Offices are faced with the
situation in which they need to examine applications without knowing whether an
international registration whose publication has been deferred is included in the prior art. In
order to resolve this problem, immediately after registration has been completed, the
International Bureau must send, by electronic means agreed upon between the International
Bureau and the Office concerned, a copy of the international registration, along with any
documentation accompanying the international application, to each Office that has notified
the International Bureau that it wishes to receive such a copy and has been designated in an
international application.

99 Article 10(5)(a); A.l. Section 901

In such a case, the Office is required to maintain the confidentiality of the international
registration until publication, and may use the documentation sent to it only for the purpose
of the examination of other applications. It may not divulge the contents of the international
registration to any persons outside the Office, except for the purposes of administrative or
legal proceedings involving a conflict over entitlement to file the international application on
which the international registration is based.

99 Article 10(5)(b)
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If an Examining Office concludes that an application concerns a design that is similar to a
design that is the subject of an unpublished international registration resulting from an earlier
application, of which it has received a confidential copy, it must suspend the prosecution of
the later application until publication of the international registration, since it will not be able
to divulge the content of the international registration to the holder of the later application.

The Office may notify the holder of the later application of the fact that prosecution of that
application is suspended on account of possible conflict with an as yet unpublished
registration resulting from an earlier application. If the later filing is also an international
registration, the Examining Office will refuse the effect of that later international registration
until the earlier unpublished international registration has been published and it has taken a
decision regarding the conflict between the two registrations.

Updating of data concerning the international registration

Updated data concerning an international registration shall be communicated to each Office
that has received a confidential copy of the international registration in the same manner as
established for confidential copies. The purpose of Section 902(a) is to inform the Offices of
all the designated Contracting Parties that have received a confidential copy of the
international registration of its cancellation under Rule 16(5), in the case where the
publication fee is not paid or proper reproductions of the industrial desigh are not submitted.
Furthermore, the purpose of Section 902(b) is to inform the Office of a designhated
Contracting Party that has received a confidential copy of the international registration of any
change relevant to that Contracting Party upon its recording in the International Register.
Finally, the purpose of Section 902(c) is to inform the Offices of desighated Contracting
Parties that have received a confidential copy of the international registration of any
correction effected before the publication of the international registration, unless the
correction only concerns the designations of other Contracting Parties.

A.l. Section 902

If the international application is accompanied by a specimen, instead of a reproduction, the
designated Examining Office receives a specimen at the same time as a copy of the
international registration. In effect, therefore, the number of copies of specimens
accompanying an international application in cases where specimens can take the place of
reproductions (refer to “Filing of specimens under the 1999 Act” and “Filing of specimens
under the 1960 Act” ) corresponds to the number of Contracting Parties designated in the
international application under the 1999 Act, having an Examining Offices, and having made
a notification under Article 10(5) of the 1999 Act — plus one copy for the International Bureau.

Rule 10(1)(ii)
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The international registration

Registration in the International Register

Where the International Bureau finds that the international application conforms to the
applicable requirements, it registers the industrial design in the International Register and
sends a certificate to the holder. This is so, whether or not deferment of publication of the
international registration has been requested.

Rule 15(1)

The international registration contains:

« all the data contained in the international application, except any priority claim
where the date of the earlier filing is more than six months before the filing date of
the international application;

« any reproduction of the industrial design;

» the date of the international registration;
¢ the number of the international registration;

» the relevant class of the International Classification, as determined by the
International Bureau.

Rule 15(2)

Crediting of fees

Any standard designation fee or individual designation fee collected by the International
Bureau is credited to the account maintained with the International Bureau by the
Contracting Party concerned. This is done within the month following the month during
which was recorded the international registration or, as regards the payment of the second
part of an individual fee, upon its receipt by the International Bureau.

Rule 29

Date of the international registration

As a matter of principle, the date of the international registration is the filing date of the
international application (refer to “Filing date of the international application”). However,
where the international application has, on the date on which it is received by the
International Bureau, an irregularity which relates to one of the additional elements which
may be notified by a Contracting Party to the 1999 Act (namely the identity of the creator, a
brief description and/or a claim; refer to “lrregularities concerning special requirement
notified by a Contracting Party or regarding the identity of the creator, description and claim”),
the date of the international registration is the date on which the correction of such
irregularity is received by the International Bureau or the filing date of the international
application, whichever is the later.
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Refusal of protection

Notion of refusal

Under the Hague Agreement, the word “refusal” does not mean a final decision of refusal,
that is to say, a decision that is no longer subject to review or appeal. All that is required is
that, within the applicable refusal period (refer to “Time limits for refusal”), a desighated
Office indicates the grounds which may be liable to lead to a refusal of protection. In other
words, what must be notified within the applicable refusal period is simply a provisional
objection. In practice, therefore, refusals may be based on:

* an objection resulting from the ex officio examination undertaken by an Office;

s an opposition lodged by a third party. It must be emphasized that, under the
wording of the Hague Agreement, the simple fact of an opposition being lodged
against an international registration must be notified to the International Bureau as a
“refusal of protection based on an opposition”. This does not prejudge the eventual
decision taken by the Office concerned on the opposition.

Ex officio examination, as well as examination following an opposition by a third party, is
carried out by the Office in accordance with the law of its Contracting Party. For example,
the Office may examine ex officio only the formal requirements of national applications, or
that the industrial design meets the definition of a design under its law, or carry out an
exhaustive worldwide novelty examination.

Grounds for refusal

Each designated Contracting Party has the right to refuse, in its territory, the grant of
protection to an international registration. Such refusal may be total or partial, in the sense
that it may apply to all the designs which are the subject of the international registration or to
some only of them.

60 Article 8(1); 99 Article 12(1)

Pursuant to Article 12(1), protection may not be refused on the grounds that the international
registration does not satisfy formal requirements, since such requirements are to be
considered by each Contracting Party as having already been satisfied following the
examination carried out by the International Bureau. For example, a designated Office may
not refuse protection on the ground that the required fees have not been paid or that the
quality of the reproductions is not sufficient, since such verification is the exclusive
responsibility of the International Bureau.

Likewise, a Contracting Party may not refuse the effects of the international registration on
the ground that requirements relating to the form of the reproductions that are additional to,
or different from, those which may have been notified by that Contracting Party (refer to
“Specific Views” have not been met. A Contracting Party may however refuse protection on
the ground that a reproduction does not sufficiently disclose the appearance of the industrial
design. In such a case, the reason for the refusal would be the substantive ground that the
industrial design is not sufficiently disclosed, not the formal ground that the reproduction, for
example, does not contain surface shading.
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The refusal must indicate all the grounds on which it is based, together with the provisions of
the applicable legislation. In general, the refusal grounds may only relate to substantive
issues, such as lack of novelty of the industrial desigh. However, there are two exceptions
to that general principle, namely, where a Contracting Party has notified a declaration under
Article 13(1) concerning the requirement of unity of desigh, or a declaration under Rule 9(3)
concerning views required (refer to “Declarations by Contracting Parties”, “Unity of design”,
“Specific Views”), it may issue a refusal on that basis.

Rule 9(4)

It is not within the competence of the International Bureau to express an opinion as to the
justification of a refusal of protection or to intervene in any way in the settlement of the
substantive issues raised by such a refusal.

Unity of design

There is an exception to the principle set up in Article 12(1), namely, a Contracting Party
whose law, at the time of its becoming party to the 1999 Act, contains a requirement of unity
of design may notify that fact to the Director General of WIPO.

The purpose of the notification is to enable the Office of the Contracting Party to refuse the
effects of the international registration, pending compliance with the requirement of unity of
design, as specified in the notification by that Contracting Party. In such a case, the holder of
the international registration may divide the international registration before the Office
concerned in order to overcome the grounds for refusal. The Office is entitled to charge the
holder of that registration as many additional fees as divisions prove necessary.

Estonia, Japan, Kyrgyzstan, Romania, Singapore, the Russian Federation, the Syrian Arab
Republic, Tajikistan, the United States of America and Viet Nam have made a declaration
under Article 13 of the 1999 Act to notify that they require that all industrial designs
contained in a single international application are subject to a requirement of unity of design

(refer to “Declarations by Contracting Parties”, “Unity of design”).

It is not within the competence of the International Bureau to express an opinion whether or
not the requirement of unity of design under the law of a designated Contracting Party is met.
However, applicants who designate the Russian Federation, the United States of America or
Viet Nam are highly recommended to refer to their respective declarations, in order to
mitigate the risk of refusals by those Contracting Parties (refer to “How to complete the
international application (form DM/1 or E-filing)?”, “ltem 6: Number of industrial designs,
reproductions and/or specimens”).

99 Article 13
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Specific views or sufficient disclosure of the design

Only the Republic of Korea and Viet Nam have made a declaration under Rule 9(3) (refer to
“Specific views”). This being said, it is recalled that any Office of a designhated Contracting
Party may refuse the effects of the international registration on the ground that the
reproductions contained in the international registration are not sufficient to disclose fully the
industrial design, pursuant to Rule 9(4).

The criteria for sufficient disclosure of an industrial design may be different from one
jurisdiction to another. In order to mitigate the refusals under Rule 9(4), applicants are highly
recommended to refer to the Guidance on Preparing and Providing Reproductions in Order
to Forestall Possible Refusals on the Ground of Insufficient Disclosure of an Industrial
Design by Examining Offices.

Rule 9(3) and (4)
Time limits for refusal

A refusal of protection must be notified to the International Bureau within a prescribed time
limit. Any refusal sent after the expiry of that time limit will not be considered as such by the
International Bureau (refer to “Calculation of time limits”).

Rule 18; Rule 19(1)(a) (i)

As a matter of principle, the time limit for the notification of a refusal is six months from the
date of publication of the international registration.

Rule 18(1)(a)

However, any Contracting Party to the 1999 Act whose Office is an Examining Office or
whose law provides for opposition proceedings may declare that, for international
registrations in which it is designated under the 1999 Act, the time limit of six months is
replaced by a time-limit of 12 months.

Rule 18(1)(b)

In order to determine whether a notification of refusal of protection meets the applicable time
limit, it is the date of sending of the notification of refusal, by the Office concerned, which is
decisive. In the case of a notification of refusal sent by mail, the date of sending is
determined by the postmark. If the postmark is illegible or missing, the International Bureau
will treat the notification as having been sent 20 days before the date on which it was
actually received by the International Bureau; if, however, this date would be earlier than the
date of any refusal or date of sending mentioned in the notification, the notification will be
treated as having been sent on the latter date. In the case of a notification sent through a
delivery service, the date of sending will be determined on the basis of the information
recorded by the delivery service.

A.l. Section 501
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Procedure for refusal of protection

A naotification of refusal must relate to only one international registration. It must also be
dated and signed by the Office making the notification.

Rule 18(2)(a)
Contents of the notification
A notification of refusal must contain the following information and indications:

» the Office making the natification;
« the number of the international registration;

+ all the grounds on which the refusal is based, together with a reference to the
corresponding essential provisions of the law;

» if the grounds refer to similarity with an industrial design that is the subject of an
earlier national, regional or international application or registration, all relevant data
concerning that industrial design, including the filing or registration date and number,
the priority date (if any), a copy of a reproduction of the earlier industrial design and
the name and address of the owner of the industrial design in question’;

» if the refusal does not concern all the industrial designs that are the subject of the
international registration, those to which it does or does hot relate;

» if the refusal may be subject to review or appeal, the time limit, reasonable under
the circumstances, for filing a request for review of, or appeal against, the refusal,
and the authority to which such request for review or appeal lies; if such request for
review or appeal must be filed through the intermediary of a representative whose
address is within the territory of the Contracting Party whose Office has pronounced
the refusal, this should also be indicated. In such a case, the requirements for
appointment of a representative is governed by the law and practice of the
Contracting Party concerned;

+ the date on which the refusal was pronounced.

Rule 18(2)(b)

A refusal must state the grounds on which it is based in order to enable the holder to assess
the appropriateness of challenging these grounds in a review or appeal procedure before the
Office or other authority concerned.

A refusal may also indicate a possible remedy concerning a refusal ground, for example,
where the refusal ground is that all the designs in the international registration are not in
conformity with the requirement of unity of design under the law of the desighated
Contracting Party, the Office of that Contracting Party may indicate which designs conform
to the same concept of unity of design, as required under its law, and give instructions on the
possible division of the international registration before that Office.

The requirement to state in the notification of refusal all grounds on which the refusal is
based does not prevent new grounds from being raised subsequently during the procedure
before the Office, even after expiry of the time limit for refusal, as a result of the holder’s
reaction to the refusal, or during an appeal procedure lodged by the holder, since the latter is
informed of those grounds under the procedure in question.



50| AHEX} 7H0|= 98%

Ho9] AE EA

HHEZ|L stliol 2SI B H0|o{of FC}. 53|
T ME30{0f Bitt,

_O'E
rir
r&

42 AEFA0 Z™E 7| Ast

[++2] A182(2)(a)]
SA9 HE&
AESA0 HEY G HA[Zf EofE0OF oFh,

+ EAME Yo B
.+ BHSEHSE;
- WY 27} HE RE 099 0[0] HSHE R Y A

« AZOIRIF Mlst= =H/AH 2EOIH S5 Es IHEEOIH SF Yol H
AROAAL FARH| MEY F% A8 HAele] 28 ¥ S5EL #He, R4
(el gaots 3%), ddber= 2fsto]

L BSATE B 4 UTE YA BRYT IS Y3 (O]
MROM TR MY, MM Ee BEUT TS BYSHE 7|2 1 2O
AE ST HPYAR Y U R4S JIAE QAL SohM YA L 22y
B YTE MG ST L, 01N AUS BN UL 0 32 UL 4 2

[++2] A18=(2)(b)]

HEASAo=
7|ot= Z0] 4%

By U BB UM BRYTS SIRIA 0213 HH0|Q0| 0|4E A
A YA T 4 QRS ALY 227t B 0|7+ YAIE 0{oF B
A0 HLIRE I2Y 4 Uk B
S2 U 22 QA0 Y AR Hof i
U S, MY B2 ofF LAl SUS
b9 s B WO aPsE 42 IAZUE REE Y

HHE2|o A2t H RE 0|8 YASOF FHTHe 70| HUEA0| i3t AR g
o2 HYBHOUM 34 WY ME2 HLOIQIL LI AL ME2 HUOIRE MY 4
UES BASHE %2 OtCh 0[%0| A JI3t B 0|ZO[ALL WA HRF BEA
Y2t M2 HLOIQIL LT FLE DIIIRION, Y T M s HUolg

So| EAHL}.



page 99 Hague Guide for Users

Recording and publication of the refusal; transmittal to the holder

A refusal of protection is notified to the International Bureau by the Office of the Contracting
Party concerned. The International Bureau records such refusal in the International Register
(unless it is not considered as such; refer to “Irregular notifications of refusal”), publishes it in
the Bulletin, and transmits a copy of the notification to the holder of the international
registration concerned.

Rule 18(2)(b)
Language of the notification of refusal

The refusal may be notified to the International Bureau in English, French, or Spanish, at the
option of the Office making the notification. The refusal is recorded and published. The
holder receives from the International Bureau a copy of the notification of refusal, in the
language in which it was sent by the Office of the designated Contracting Party.

Irregular notifications of refusal

There are two kinds of irregular refusals, those which can be remedied and those which
entail that the notification of refusal is not considered as such by the International Bureau.

A notification of refusal is not regarded as such by the International Bureau (and is therefore
not recorded in the International Register) if:

» it does not contain an international registration number (unless other indications
contained in the notification permit the International Bureau to identify the
international registration concerned);

» it does not indicate any grounds for refusal; or

« it was sent to the International Bureau after the expiry of the applicable refusal
period (six months or 12 months, as the case may be; refer to “Time limits for
refusal’).

Rule 19(1)(a)

In all three cases, the International Bureau nevertheless transmits a copy of the notification
to the holder and informs him (and at the same time the Office that issued it) that it does not
regard the notification of refusal as such, and indicates the reasons therefor.

Rule 19(1)(b)

It is useful for the holder of the international registration to receive from the International
Bureau copies of such notifications of refusal (even if they have not been regarded as such,
and consequently have not been recorded in the International Register), because this holder
should be aware of potential grounds of refusal in the Contracting Party concerned. For
example, a third party might initiate an invalidation action against the designation, based on
the same grounds as were cited by the Office in the defective notification of refusal.
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If the notification is irregular in other respects (for example, it is not signed by the Office or it
does not indicate the date of refusal), the International Bureau nonetheless records the
refusal in the International Register and transmits a copy of the (irregular) notification to the
holder. If the holder so requests, the International Bureau invites the Office concerned to
rectify its notification without delay.

Rule 19(2)

Where an Office rectifies a notification of refusal that specified a period for requesting review
or appeal, it should also, where appropriate, specify a new period (for example, starting from
the date on which the rectified notification was sent to the International Bureau), preferably
with an indication of the date on which the new time limit expires.

Procedure following notification of refusal

Where the holder of an international registration receives, through the International Bureau,
a notification of refusal, he has the same rights and remedies (such as review of, or appeal
against, the refusal) as if the industrial design had been filed directly with the Office that
issued the notification of refusal. The international registration is, therefore, with respect to
the Contracting Party concerned, subject to the same procedures as would apply to an
application for registration filed with the Office of that Contract<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>